From: Oliver, Justin J.

To: Trials

Cc: Nightingale, Joshua R.; Messing, Jeffrey S.; Khatri, Vishal V.; Carlin, John D.; Yam, Stephen K.; Dorsky, Jason M.;
Devitt, William E.

Subject: IPR2024-00101 - Request for Authorization on Opposed Request for Extension of Time

Date: Monday, December 16, 2024 4:19:57 PM

Attachments: 2023-04-12 [161] - Sianify"s motion for protective order.pdf

CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before
responding, clicking on links, or opening attachments.

To the Board,

In connection with the Board’s invitation to the parties (in the decision on the motion for
discovery) to work together on the question of using materials from the related litigation,
Luminex has assented to the use of particular documents in this IPR. However, Luminex has
asked that Patent Owner prepare a protective order akin to that used in the litigation, rather
than the default protective order. Additionally, Menard (the party that produced the
documents in the litigation) has also assented to the use of some of the materials, but its
response has raised further questions that will need to be addressed.

Given the outstanding issues to be addressed, including drafting a motion to seal, Patent
Owner seeks authorization for a 2-week extension of time for Due Date 1 (from December 23,
2024, to January 6, 2024), with Due Dates 2 and 3 being similarly extended. (No motion to
amend is being submitted in this matter.)

Luminex’s Position: Luminex opposes Signify’s request for an additional extension of time on
its Patent Owner Response (POR). As a courtesy, Luminex previously agreed to a 3-week
extension of time for the POR (from December 2, 2024, to December 23, 2024). Signify has
provided no legitimate justification for an additional extension of time. The documents that
Signify now seeks to use in the PTAB were produced by Menard in the district court litigation
over a year ago, so Signify cannot claim that it needs additional time to analyze these
documents in preparing its POR. Further, Signify only first identified the list of 10 documents
it intends to use on December 12, 2024, and Luminex and Menard have worked expeditiously
and in good faith to resolve the issues raised by Signify’s request. Both Menards and Luminex
agreed to allow Signify to use these 10 documents in its POR. Luminex suggested that the
Parties agree to the terms of the Protective Order that has already been agreed to and
entered in the district court (Western District of Wisconsin) (see attached) in order to cover
the documents designated Attorney’s Eyes Only that Signify seeks to use. Any urgency now is
wholly of Signify’s only creation and Signify should not be rewarded with additional time on its
POR. Granting Signify another extension of time would create scheduling issues (e.g.,
compressing the time between Due Date 3 and Due Date 5 to one week) that prejudice
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IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF WISCONSIN

SIGNIFY NORTH AMERICA CORPORATION
and SIGNIFY HOLDING B.V,,

Plaintiffs,
V.
MENARD, INC,,

Defendant, Third-Party Plaintiff
V.

LUMINEX INTERNATIONAL COMPANY,
LTD.; AMERICAN LIGHTING, INC,;
RICHPOWER INDUSTRIES, INC.; EAST WEST
COMMERCE CO., INC.; AFX, INC.; ALERT
REEL MANUFACTURING, LLC; BEST
LIGHTING PRODUCTS, INC.; K LIVE D/B/A
BULB STAR; CL CORPORATION D/B/A
PINEGREEN LIGHTING; GOOD EARTH
LIGHTING, INC.; GT INDUSTRIAL
PRODUCTS, L.L.C.; SOARING TECHNOLOGY
CO., LTD; ZONE INDUSTRY CORPORATION

Third-Party Defendants.

Case No: 3:22-cv-00706-jdp

District Judge: James D. Peterson

Magistrate Judge: Stephen L. Crocker

UNOPPOSED MOTION FOR PROTECTIVE ORDER
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Plaintiffs Signify North America Corporation and Signify Holding B.V. (collectively,
“Signify” ) respectfully move pursuant to Fed. R. Civ. P. 26(c)(1)(G) for entry of the proposed
Protective Order, which terms are attached as Exhibit A. The attached protective order was entered
by the N.D. Ohio Court prior to transfer of this case to the Western District of Wisconsin.

On March 3, 2023, the parties filed their Joint Preliminary Pretrial Conference Report and
Discovery Plan. Dkt. 28. In that report, the parties stated:

Signify and Menard previously filed a Stipulated Patent Protective Order

(“Protective Order”) that was entered by the N.D. Ohio court (Dkt. 23). Subject to

the Court’s approval, the parties respectfully request that the Protective Order

currently on the Court’s docket as Dkt. 23 be accepted and entered by the Court in

this case. The Third-Party Defendants hereby stipulate to the terms of that

Protective Order through provision of their signatures below.

Dkt. 128 at 28. Accordingly, Signify is filing this motion requesting that the Court accept the
Protective Order attached as Exhibit A and enter it as the protective order in this case.

Entry of the attached protective order is appropriate. The lawsuit involves, among other
things, claims of patent infringement. Discovery in this case is therefore expected to require
production of confidential and proprietary business information. The parties believe that the
attached protective order is necessary to protect their sensitive information and to streamline and
encourage the exchange of relevant information during discovery.

Date: April 12, 2023 Respectfully submitted,
/sl Sarah A. Zylstra
Sarah A. Zylstra, State Bar No. 1033159
BOARDMAN & CLARK LLP
1 South Pinckney Street, Suite 410
P. O. Box 927
Madison, W1 53701-0927
Tel: (608) 257-9521

Fax: (608) 283-1709
szylstra@boardmanclark.com
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John D. Carlin
VENABLE LLP

151 West 42nd Street
New York, NY 10036
Tel: (212) 218-2210
Fax: (212) 218-2200
JCarlin@Venable.com

Jason M. Dorsky

Stephen K. Yam

Eric T. Harmon (pro hac vice pending)
VENABLE LLP

600 Massachusetts Ave., NW
Washington, DC 20001

Tel: (202) 344-4000

Fax: (202) 344-8300
JMDorsky@Venable.com
SYam@Venable.com
ETHarmon@Venable.com

Attorneys for Plaintiffs
Signify North America Corporation
and Signify Holding B.V.
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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF OHIO

SIGNIFY NORTH AMERICA CORPORATION Case No. 1:22-cv-01447
and SIGNIFY HOLDING B.V.,

Plaintiffs, Judge J. Philip Calabrese
v STIPULATED PATENT
MENARD INC.. PROTECTIVE ORDER
Defendant.

The parties to this Stipulated Protective Order have agreed to the terms of this Order;
accordingly, it is ORDERED:

1. Scope. All disclosures, affidavits and declarations and exhibits thereto, deposition
testimony and exhibits, discovery responses, documents, electronically stored information,
tangible objects, information, and other things produced, provided, or disclosed in the course of
this action which may be subject to restrictions on disclosure under this Order, and information
derived directly therefrom (hereinafter referred to collectively as "documents"), shall be subject
to this Order as set forth below. As there is a presumption in favor of open and public judicial
proceedings in the federal courts, this Order shall be strictly construed in favor of public
disclosure and open proceedings wherever possible. The Order is also subject to the Local Rules
of this District and the Federal Rules of Civil Procedure on matters of procedure and calculation
of time periods.

2. Form and Timing of Designation. A party may designate documents as
confidential and restricted in disclosure under this Order by placing or affixing the words
"CONFIDENTIAL - SUBJECT TO PROTECTIVE ORDER" (hereinafter referred to as
"CONFIDENTIAL") or "TATTORNEYS EYES ONLY - SUBJECT TO PROTECTIVE ORDER"
(hereinafter referred to as "ATTORNEYS EYES ONLY") on the document in a manner that will
not interfere with the legibility of the document and that will permit complete removal of the
designation. Documents shall be designated prior to or at the time of the production or
disclosure of the documents. When a tangible object is produced for inspection subject to
protection under this Order, a photograph thereof shall be produced at the time of inspection
labeled with the designation CONFIDENTIAL or ATTORNEYS EYES ONLY. Thereafter any
information learned or obtained as a result of the inspection shall be subject to protection under
this Order in accordance with the applicable designation. When electronically stored information
is produced which cannot itself be marked with the designation CONFIDENTIAL or
ATTORNEYS EYES ONLY, the physical media on which such electronically stored
information is produced shall be marked with the applicable designation. The party receiving
such electronically stored information shall then be responsible for labeling any copies that it
creates thereof, whether electronic or paper, with the applicable designation. By written
stipulation the parties may agree temporarily to designate original documents that are produced
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for inspection CONFIDENTIAL or ATTORNEYS EYES ONLY even though the original
documents being produced have not themselves been so labeled. All information learned in the
course of such an inspection shall be protected in accordance with the stipulated designation.
The copies of documents that are selected for copying during such an inspection shall be marked
CONFIDENTIAL or ATTORNEYS EYES ONLY as required under this Order and thereafter
the copies shall be subject to protection under this Order in accordance with their designation.
The designation of documents for protection under this Order does not mean that the document
has any status or protection by statute or otherwise except to the extent and for the purposes of
this Order.

3. Documents Which May be Designated CONFIDENTIAL. Any party may
designate documents as CONFIDENTIAL upon making a good faith determination that the
documents contain information protected from disclosure by statute or that should be protected
from disclosure as confidential business or personal information, medical or psychiatric
information, trade secrets, personnel records, technical documentation, or such other sensitive
commercial information that is not publicly available. Public records and documents that are
publicly available may not be designated for protection under this Order.

4. Documents Which May be Designated ATTORNEYS EYES ONLY. Any
party may designate documents as ATTORNEYS EYES ONLY upon making a good faith
determination that the documents contain information protected from disclosure by statute or that
should be protected from disclosure as trade secrets, license agreements, or other highly sensitive
business or personal information, the disclosure of which is likely to cause significant harm to an
individual or to the business or competitive position of the designating party.

5. Depositions. Deposition testimony shall be deemed CONFIDENTIAL or
ATTORNEYS EYES ONLY only if designated as such. Such designation shall be specific as to
the portions of the transcript or any exhibit designated for protection under this Order.
Thereafter, the deposition testimony and exhibits so designated shall be protected, pending
objection, under the terms of this Order. By stipulation read into the record the parties may agree
temporarily to designate an entire deposition and the exhibits used therein for protection under
this Order pending receipt and review of the transcript. In such a circumstance, the parties shall
review the transcript within thirty days of the receipt thereof and specifically designate the
testimony and exhibits that will be protected under this Order. Thereafter only the specifically
designated testimony and exhibits shall be protected under the terms of this Order.

6. Protection of Confidential Material.

(a) Protection of Documents Designated CONFIDENTIAL. Documents
designated CONFIDENTIAL under this Order shall not be used for any purpose whatsoever
other than the prosecution or defense of this action, and of any appeal thereof. The parties and
counsel for the parties shall not disclose or permit the disclosure of any documents designated
CONFIDENTIAL to any third person or entity except as set forth in subparagraphs (1)-(7).
Subject to these requirements, the following categories of persons may be allowed to review
documents that have been designated CONFIDENTIAL.
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(1)

)

3)
“4)

)

(6)

()
(8)

(b)

Outside Counsel of Record. Outside counsel of record for the parties and
employees and agents of counsel who have responsibility for the preparation and
trial of the action.

Parties. Parties and employees of a party to this Order to whom disclosure is
reasonably necessary for this Action.

The Court. The Court and its personnel.

Court Reporters and Recorders. Court reporters and recorders engaged for
depositions.

Persons Creating or Receiving Documents. Any person who authored or
recorded the designated document, any person identified as a custodian of the
designated document, and any person who has previously seen or was aware of
the designated document.

Consultants, Investigators and Experts.! Consultants, investigators, or experts
employed by the parties or counsel for the parties to assist in the preparation and
trial of this action or proceeding, but only after such persons completed the
certification contained in Attachment A, Acknowledgment of Understanding and
Agreement to Be Bound

Mediators. Any mediators, arbitrators, or other settlement officers, and their
supporting personnel, engaged by the parties.

Others by Consent. Other persons only by written consent of the producing
party or upon order of the Court and on such conditions as may be agreed or
ordered. All such persons shall execute the certification contained in Attachment
A, Acknowledgment of Understanding and Agreement to Be Bound.

Protection of Documents Designated ATTORNEYS EYES ONLY.

Documents designated ATTORNEYS EYES ONLY under this Order shall not be used for any
purpose whatsoever other than the prosecution or defense of this action, and of any appeal
thereof. The parties and counsel for the parties shall not disclose or permit the disclosure of any
documents designated ATTORNEYS EYES ONLY to any third person or entity except as set
forth in subparagraphs (1)-(6). Subject to these requirements, the following categories of persons
may be allowed to review documents that have been designated ATTORNEYS EYES ONLY.

(1)

)
)

(4)

Outside Counsel of Record. Outside counsel of record for the parties and
employees and agents of counsel who have responsibility for the preparation and
trial of the action.

The Court. The Court and its personnel.

Court Reporters and Recorders. Court reporters and recorders engaged for
depositions.

Persons Creating or Receiving Documents. Any person who authored or
recorded the designated document, any person identified as a custodian of the

! As used herein, “Consultants,” “Investigators,” and “Experts” is defined to include the
consultant’s, investigator’s or expert’s direct reports and other support personnel, such that the
disclosure to a consultant, investigator or expert who employs others within his or her firm to
help in his or her analysis shall count as a disclosure to a single consultant, investigator or expert.





Case: B22-ov-ODVUB-JRC Docuest Filka1-11/642P OniiZ72P et 5. G

designated document, and any person who has previously seen or was previously
aware of the designated document.

(5) Consultants, Investigators and Experts. Consultants, investigators, or experts
employed by the parties or counsel for the parties to assist in the preparation and
trial of this action or proceeding, but only after such persons have completed the
certification contained in Attachment A, Acknowledgment of Understanding and
Agreement to Be Bound.

(6) Mediators. Any mediators, arbitrators, or other settlement officers, and their
supporting personnel, engaged by the parties.

(7) Others by Consent. Other persons only by written consent of the producing
party or upon order of the Court and on such conditions as may be agreed or
ordered. All such persons shall execute the certification contained in Attachment
A, Acknowledgment of Understanding and Agreement to Be Bound.

(©) Control of Documents. Counsel for the parties shall take reasonable and
appropriate measures to prevent unauthorized disclosure of documents designated for protection
under this Order. Counsel shall maintain the originals of the forms signed by persons
acknowledging their obligations under this Order for a period of 1 year after dismissal of the
action, the entry of final judgment and/or the conclusion of any appeals arising therefrom.

(d) Copies. All copies of documents designated for protection under this Order, or
any individual portion of such a document, shall be marked with the designation
CONFIDENTIAL or ATTORNEYS EYES ONLY if the words do not already appear on the
copy. All such copies shall be entitled to the protection of this Order. The term "copies" shall
not include indices, electronic databases or lists of documents provided these indices, electronic
databases or lists do not contain substantial portions or images of the text of designated
documents or otherwise disclose the substance of the designated documents.

(e) Inadvertent Production. Inadvertent production of any document or information
without a designation of CONFIDENTIAL or ATTORNEYS EYES ONLY shall be governed by
Fed. R. Evid. 502.

7. Filing of CONFIDENTIAL or ATTORNEYS EYES ONLY Documents
Under Seal. Absent a statute or an order of this Court, documents may not be filed under seal.
See L.R.5.2; Electronic Filing Policies and Procedures Manual Section 16. Neither this
Stipulated Protective Order nor any other sealing order constitutes blanket authority to file entire
documents under seal. Only confidential portions of relevant documents are subject to sealing.
To the extent that a brief, memorandum or pleading references any document marked as
CONFIDENTIAL or ATTORNEYS EYES ONLY, then the brief, memorandum or pleading
shall refer the Court to the particular exhibit filed under seal without disclosing the contents of
any confidential information. If, however, the confidential information must be intertwined
within the text of the document, a party may timely move the Court for leave to file both a
redacted version for the public docket and an unredacted version for sealing.

Absent a court-granted exception based upon extraordinary circumstances, any and all
filings made under seal shall be submitted electronically and shall be linked to this Stipulated
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Protective Order or other relevant authorizing order. If both redacted and unredacted versions are
being submitted for filing, each version shall be clearly named so there is no confusion as to why
there are two entries on the docket for the same filing.

If the Court has granted an exception to electronic filing, a sealed filing shall be placed in
a sealed envelope marked CONFIDENTIAL or ATTORNEYS EYES ONLY. The sealed
envelope shall display the case name and number, a designation as to what the document is, the
name of the party on whose behalf it is submitted, and the name of the attorney who has filed the
sealed document. A copy of this Stipulated Protective Order, or other relevant authorizing order,
shall be included in the sealed envelope.

Any and all documents that may have been subject to sealing during discovery or motion
practice will not enjoy a protected or confidential designation if the matter comes on for hearing,
argument, or trial in the courtroom. The hearing, argument, or trial will be public in all respects.

8. Challenges by a Party to a Designation for Protection Under this Order.
Any CONFIDENTIAL or ATTORNEYS EYES ONLY designation is subject to challenge by
any party or non-party with standing to object (hereafter "party"). Before filing any motions or
objections to a designation for protection under this Order with the Court, the objecting party
shall have an obligation to meet and confer in a good faith effort to resolve the objection by
agreement. If agreement is reached confirming or waiving the CONFIDENTIAL or
ATTORNEYS EYES ONLY designation as to any documents subject to the objection, the
designating party shall serve on all parties a notice specifying the documents and the nature of
the agreement.

9. Action by the Court. Applications to the Court for an order relating to any
documents designated for protection under this Order shall be by motion under Local Rule 7.1
and any other procedures set forth in the presiding judge’s standing orders or other relevant
orders. Nothing in this Order or any action or agreement of a party under this Order limits the
Court’s power to make any orders that may be appropriate with respect to the use and disclosure
of any documents produced or used in discovery or at trial.

10. Use of Confidential Documents or Information at Trial. Absent order of the
Court, all trials are open to the public and there will be no restrictions on the use at trial of any
document designated for protection under this Order. If a party intends to present at trial
documents designated for protection under this Order, or information derived therefrom, such
party shall provide advance notice to the party designating the documents for protection under
this Order least five (5) days before the commencement of trial by identifying the documents or
information at issue as specifically as possible (i.e., by Bates number, page range, deposition
transcript lines, etc.). Upon motion of the party designating the document for protection under
this Order, the Court may thereafter make such orders as are necessary to govern the use of such
documents or information at trial.
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11. Obligations on Conclusion of Litigation.

(a) Order Remains in Effect. Unless otherwise agreed or ordered, this Order shall
remain in force after dismissal or entry of final judgment not subject to further appeal.

(b) Return of Documents Designated for Protection Under this Order. Within
thirty days after dismissal or entry of final judgment not subject to further appeal, all documents
designated for protection under this Order, including copies as defined in 46(d), shall be returned
to the producing party unless: (1) the document has been offered into evidence or filed without
restriction as to disclosure; (2) the parties agree to destruction in lieu of return; or (3) as to
documents bearing the notations, summations, or other mental impressions of the receiving
party, that party elects to destroy the documents and certifies to the producing party that it has
done so. Notwithstanding the above requirements to return or destroy documents, counsel may
retain copies of all pleadings, motions, orders, written discovery, and other papers filed with the
Court or exchanged by the parties even though they may contain documents or information
designated for protection under this Order. Counsel may also retain attorney work product,
including an index which refers or relates to documents designated for protection under this
Order, so long as that work product does not duplicate verbatim substantial portions of the text or
images of documents designated for protection under this Order. This work product shall
continue to be subject to the protections of this Order in accordance with the applicable
designation. An attorney may use his or her work product in a subsequent litigation provided
that its use does not disclose or use documents designated for protection under this Order.

(c) Return of Documents Filed under Seal. After dismissal or entry of final
judgment not subject to further appeal, the Clerk may elect to return to counsel for the parties or,
after notice, destroy documents filed or offered at trial under seal or otherwise restricted by the
Court as to disclosure.

12. Order Subject to Modification. This Order shall be subject to modification by
the Court on its own motion or on motion of a party or any other person with standing
concerning the subject matter. Motions to modify this Order shall be served and filed under
Local Rule 7.1 and the presiding judge’s standing orders or other relevant orders.

13. No Prior Judicial Determination. This Order is entered based on the
representations and agreements of the parties and for the purpose of facilitating discovery.
Nothing herein shall be construed or presented as a judicial determination that any documents
designated for protection under this Order are entitled to protection under Rule 26(c) of the
Federal Rules of Civil Procedure or otherwise until such time as the Court may rule on a specific
document or issue.

14. Persons Bound. This Order shall take effect when entered and shall be binding
upon all counsel and their law firms, the parties, and persons made subject to this Order by its
terms.

So Ordered.
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Dated: November 4, 2022

WE SO MOVE/STIPULATE
and agree to abide by the
terms of this Order.

Respectfully submitted,

By: /s/ Jason M. Dorsky

Brent S. Silverman (0062859)
CIANO & GOLDWASSER, LLP
28601 Chagrin Boulevard, Suite 250
Beachwood, OH 44122

Tel: (216) 658-9900

Fax: (216) 658-9920
bss@c-g-law.com

John Carlin (PHV)

VENABLE LLP

1290 Avenue of the Americas
New York, NY 10104

(212) 218-2100
JCarlin@Venable.com

Jason M. Dorsky (PHV)
Stephen K. Yam (PHV)

Eric T. Harmon (PHV)
VENABLE LLP

600 Massachusetts Ave., NW
Washington, DC 20001

(202) 344-4000
JMDorsky@Venable.com
SYam@Venable.com
ETHarmon@Venable.com

Attorneys for Plaintiffs Signify North
America Corporation and Signify Holding
B.V.

A= —

J. Philip Calabrese
U.S. District Judge

Date: November 3, 2022

By: /s/ Charles J. Meyer

Gregory G. Guice (0076524)
REMINGER CO., L.P.A.

101 West Prospect Avenue, Suite 1400
Cleveland, OH 44115-1093

Tel: (216) 687-1311

Fax: (216) 687-1841

Email: gguice@reminger.com

Charles J. Meyer (PHV)
cjmeyer@uspatent.com
Woodard, Emhardt, Henry,
Reeves & Wagner, LLP

111 Monument Circle, Suite 3700
Indianapolis, Indiana 46204

(317) 713-4934 - Telephone
(317) 637-7561 — Facsimile

Attorneys for Defendant Menard, Inc.
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Luminex. Signify should not be permitted to unilaterally compress the IPR schedule to its
advantage while prejudicing Luminex.

The parties are available for a call with the Board on Tuesday (December 17) from 10am-4pm
and Wednesday (December 18) from 11:15- 1pm.

Regards,

Justin Oliver
Counsel for Patent Owner

Justin J. Oliver, Esq. | Venable LLP
t202.721.5423 | f 202.344.8300
600 Massachusetts Avenue, NW, Washington, DC 20001

JOliver@Venable.com | www.Venable.com
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