
   
 

 

 

UNITED STATES PATENT AND TRADEMARK OFFICE 

____________________ 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________________ 

LUMINEX INTERNATIONAL CO., LTD. 
and MENARD, INC., 

Petitioners* 
 

v. 

SIGNIFY HOLDINGS B.V., 
Patent Owner 

____________________ 

Case IPR2024-00101 

U.S. Patent No. 10,299,336 

____________________ 

 

PETITIONER’S REQUEST FOR ORAL ARGUMENT 

 
* Menard, Inc. filed a petition and a motion for joinder in IPR2024-01469 and has 
been joined as a petitioner in this proceeding.  
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Pursuant to 37 C.F.R. § 42.70(a), Petitioner Luminex International Co., Ltd. 

(“Luminex”) respectfully requests oral argument in IPR2024-00101 to address the 

unpatentability of U.S. Patent No. 10,299,336.  Luminex and Patent Owner Signify 

Holdings B.V. (“Signify”) have agreed to (i) a virtual oral argument held via 

videoconference, and (ii) 60 minutes per side, inclusive of any time reserved for 

rebuttal, to present arguments. 

Luminex plans to present arguments on the following: 

1. Claims 1, 3, 6-9, 11-13, 15, and 17-19 are anticipated by and/or obvious 

over Chaimberg (Exhibit 1003); 

2. Claims 2, 4, 5, 10, 14, 16, and 20 are obvious over Chaimberg alone or 

in view of Roberge (Exhibit 1011); 

3. Claims 1-5, 7, 9-13, 15, 16, 19, and 20 are anticipated by and/or obvious 

over Halliwell (Exhibit 1012); 

4. Claims 13 and 15 are anticipated by and/or obvious over Reiff 

(Exhibit 1013);  

5. The Petition is not time barred because Menard is not a real party in 

interest to this proceeding; and  

6. Any additional issues on which the Board seeks clarification, or which 

the Board deems necessary for issuing a final written decision. 
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Luminex requests authorization to present demonstrative slides and exhibits 

during the oral argument.    

 
Dated: April 28, 2025 Respectfully submitted, 

 By: /s/ Joshua R. Nightingale / 
Joshua R. Nightingale 
Reg. No. 67,865 
JONES DAY  
500 Grant Street, Suite 4500 
Pittsburgh, PA 15219 
jrnightingale@jonesday.com 
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CERTIFICATE OF SERVICE 

The undersigned hereby certifies that, on April 28, 2025, a complete and entire 

copy of the foregoing Petitioner’s Request for Oral Argument has been served via 

electronic mail on Patent Owner’s lead and backup counsel at the following email 

addresses: 

Justin J. Oliver (Reg No. 44,986)  
JOliver@Venable.com 
 
John D. Carlin  (Reg No. 37,292)   
JCarlin@Venable.com  
 
Jason Dorsky (Reg No. 64,710) 
JMDorsky@Venable.com 
 
Stephen K. Yam (Reg No. 64,927) 
SYam@Venable.com 
 
Signify-IPRs@Venable.com 
 
Counsel for Patent Owner 
 
 
Dated: April 28, 2025 Respectfully submitted, 

 By: /s/ Joshua R. Nightingale / 
Joshua R. Nightingale 
Reg. No. 67,865 
JONES DAY  
500 Grant Street, Suite 4500 
Pittsburgh, PA 15219 
jrnightingale@jonesday.com 
 

 


