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The Board must decline to exercise discretionary denial pursuant to § 314(a)
in view of Petitioners’ submission of a Sotera stipulation. Consistent with recent
Board precedent, the stipulation is dispositive in view of the Board’s application of
the “mandatory Fintiv guidance” issued by the Director. BMW of North America
LLC v. Northstar Systems LLC, IPR2023-01017, Paper 12 at 9-10 (P.T.A.B.
December 8, 2023) citing Director’s Interim Procedure for Discretionary Denials,
pp. 7-8 (June 21, 2022) (the “Mandatory Fintiv Guidance”).

I. Factor 1: Whether a Stay Exists or Is Likely to Be Granted

Factor 1 “does not weigh for or against discretionary denial” when neither
party has requested a stay. Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 15 at 12
(PTAB May 13, 2020). No stay has been requested; this factor is neutral.

II.  Factor 2: Proximity of Trial Date

Factor 2 is neutral because “the expected trial date and the due date of a final
written decision will be around the same time.” Bose Corp. v. Koss Corp., IPR2021-
00297, Paper 16 at 12—-13 (PTAB June 3, 2021). Further, as the Patent Owner
concedes, the trial date may be delayed. POPR, at 12 n.4 (citing EX2007, at 3—4
(104:16-105:18) (Patent Owner conceding that the Delaware district court is likely
to “move that [Delaware Litigation] trial date a little bit”); EX1098 (Court indicating
it would “like to reschedule” the trial to December 9, 2024, but was “inclined to

keep” the current date if the parties did not agree). Potential postponement of the
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trial weighs against discretionary denial. Samsung Elecs. Co. v. Staton Techiya,
LLC, IPR2022-00243, Paper 15, at 9-10 (PTAB June 21, 2022).

Moreover, Petitioners have already assured the Board (and Patent Owner)—
both through the Motion for Joinder (see Paper 2) and the filed Joint Stipulation (see
Paper 8)—that Petitioners would maintain an understudy role and not “raise any new
grounds” or “[new] argument.” Patent Owner’s concerns as to this factor are
unfounded.

III. Factor 3: Investment in the Parallel Proceeding

Factor 3 favors institution because claims 2, 6, and 810 (which are
challenged in the Petition) are not at issue in the district court litigation. Samsung
Bioepis Co. v. Regeneron Pharms., Inc., IPR2023-00739, Paper 9 at 57 (PTAB Oct.
20, 2023) (“[B]ecause certain of the challenged claims . . . are not expressly at issue
in the district court litigation, Fintiv factor 3 favors institution.”).

IV. Factor 4: Overlap Between Petition and Parallel Proceeding Issues

Petitioners filed a Sotera-type stipulation in the parallel district court
proceeding and notified Patent Owner of the same. EX2026. The submission of a
Sotera stipulation is “dispositive” of any Fintiv analysis in view of the “mandatory”
guidance issued by Director Vidal. BMW, 1PR2023-01017, Paper 12 at 9-10
(P.T.A.B. December 8, 2023) citing Mandatory Fintiv Guidance. Patent Owner

cannot avoid this binding precedent by speculating about arguments it “expects”
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Petitioners may make in the district court. POPR, at 21-22 n.8. Factor 4, therefore,
not only favors institution but moots the entirety of Patent Owner’s Fintiv
arguments.

V.  Factor 5: Parallel Proceeding Party Identities

Factor 5 should only play a role where a Petitioner is unrelated to a defendant
in a district court proceeding. See Fintiv, IPR2020-00019, Paper 11 at 13—14 (PTAB
Mar. 20, 2020). Accordingly, the Board should find this factor to be neutral.

VI. Factor 6: Other Circumstances for Discretion, Including Merits

Factors 1-5 do not favor discretionary denial, thus, the Board need not
consider Factor 6. CommScope Techs. LLC v. Dali Wireless, Inc., IPR2022-01242,
Paper No. 23 at 4-5 (PTAB Feb. 27, 2023). Even so, the Board instituted Mylan’s
IPR on the same grounds after considering Patent Owner’s merits challenges. Mylan
Pharms. Inc. v. Novo Nordisk A/S, IPR2023-00724, Paper 10 at 15-16 (PTAB Oct.4,
2023). This factor favors institution.

VII. The 35 U.S.C. § 315(b) Statutory Bar Does Not Apply to Joinder

As the Supreme Court recognized, “failure to satisfy §315(b)” does not
“prevent [a petitioner]| from participating on the merits” of an IPR because an
otherwise time-barred “party can join a proceeding initiated by another petitioner.”
Thryv, Inc. v. Click-to-Call Techs., LP, 140 S. Ct. 1367, 1374 (2020). Such is the
case here. See also VirnetX Inc. v. Mangrove Partners Master Fund Ltd. et al., U.S.,

No. 23-315, cert. denied 2/20/24.
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