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As authorized by the Board’s October 16, 2024, email, Patent Owner provides 

the following chart identifying improper new argument and evidence submitted in 

Petitioner’s Reply (Paper 20). 

Citation Subject Matter 

Paper 25, 

§ IV.A (fifth 

paragraph) 

Proposing new, alternative combination involving Kim 

purportedly teaching computer-aided analysis of images, 

including that “a doctor can analyze” the photos or videos of 

Kim using a computer, despite prior reliance on only human 

review of images in Kim.  Paper 20, 8; cf. Paper 2, 6 (“the 

orthodontist checks a photo or a video”); id., 24 (“Kim teaches 

evaluating an aligner by reviewing an image”); EX1002, ¶¶42-

43, 57, 68 (same). 

IPR2023-

01369, 

EX1035 

Declaration from new expert, improperly incorporated by 

reference in its entirety in Reply, and for which Align refuses to 

make expert available for deposition.  Paper 20, 2 (citing entirety 

of Valley declaration in unrelated IPR for proposition that “PO’s 

criticisms relating to Dr. Foroosh’s understanding of dental 

concepts were unfounded”).  Declaration also improperly offers 

dental perspective for the first time despite necessity to 
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Petitioner’s prima facie case.  E.g., Paper 2, 13 (POSA includes 

dental or orthodontic expertise “as appropriate”), 5-8 (addressing 

undisputedly dental ground references). 
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Date: October 23, 2024   Respectfully submitted, 

By: /Charlotte Jacobsen/  

Charlotte Jacobsen (Lead Counsel) 

(Reg. No. 80,455) 

Joshua Krevitt 

(Admitted Pro Hac Vice) 

Allyson E. Parks 

(Reg. No. 73,335) 

Gibson, Dunn & Crutcher LLP 

200 Park Avenue 

New York, NY 10166-0193 

Tel: 212-351-3961 

Tel: 212-351-2490 

CJacobsen@gibsondunn.com 

JKrevitt@gibsondunn.com 

 

Jaysen S. Chung 

(Reg. No. 68,199) 

Gibson, Dunn & Crutcher LLP 

555 Mission Street, Suite 3000 

San Francisco, CA 94105-0921 

Tel: 415-393-8271 

Fax: 415-374-8405 

Email: JSChung@gibsondunn.com 

 

Andrew Blythe 

(Reg. No. 75,014) 

Gibson, Dunn & Crutcher LLP 

3161 Michelson Drive 

Irvine, CA 92612-4412 

Tel: 949-451-3926 

Fax: 949-475-4630 

Email: ABlythe@gibsondunn.com 

 

Counsel for Patent Owner 
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CERTIFICATE OF SERVICE 

Pursuant to 37 C.F.R. §§ 42.6(e), the undersigned certifies that on October 23, 

2024, a complete copy of PATENT OWNER’S LISTING OF NEW 

ARGUMENTS IN PETITIONER’S REPLY was served in its entirety on the 

Petitioner’s counsel of record by email to: 

Matthew A. Argenti (Reg. No. 61,836) 

WILSON SONSINI GOODRICH & ROSATI 

650 Page Mill Road 

Palo Alto, CA 94303 

Tel: 650-354-4154 

Fax: 866-947-7329 

Email: margenti@wsgr.com 

 

Michael T. Rosato (Reg. No. 52,182) 

Patrick Medley (Reg. No. 74,735) 

WILSON SONSINI GOODRICH & ROSATI 

701 Fifth Avenue, Suite 5100 

Seattle, WA 98104-7036 

Tel.: 206-883-2529 

Tel.: 206-883-2593 

Fax: 866-947-7329 

Email: mrosato@wsgr.com 

Email: pmedley@wsgr.com 

 

DATED: October 23, 2024    By: /Charlotte Jacobsen/  

Charlotte Jacobsen (Reg. No. 80,455) 

Counsel for Patent Owner 

 


