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In a rare split decision, the Board denied institution of inter partes review of
claims 1-10 of U.S. Patent No. 8,688,089. See Ex. 1001 (“the 089 Patent”); see
also Paper 10 (the “Decision” or “Dec.”). The denial relied solely on the Board’s
requirement that the claim term “background object” be interpreted through the
subjective interpretation of “a wuser.” Specifically, the majority found that a
“background object” could only be disclosed in the prior art based on what a “user
might know or expect.” By basing its ruling on the subjective expectations of an
unnamed user, the Board adopted a construction under which it is impossible to
determine the scope of the terms, and whether the prior art invalidates. Indeed, APJ
Galligan recognized this issue and criticized the majority’s decision as
“problematic.” The majority also abused its discretion because the record contains
no evidence on which the majority could rationally base its decision, and the
majority did not address all of Petitioner’s arguments. Each of these errors was
fundamental and Petitioner respectfully requests Director Review.

LEGAL STANDARD

The Director may review the Board’s decision whether to institute trial in an
AlA proceeding for abuse of discretion. Revised Interim Director Review Process,
8 5(A)(ii)(c). ““An abuse of discretion is found if [a] decision: (1) is clearly
unreasonable, arbitrary, or fanciful; (2) is based on an erroneous conclusion of law;

(3) rests on clearly erroneous fact finding; or (4) involves a record that contains no
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evidence on which the Board could rationally base its decision.’” Intelligent Bio-
Sys., Inc. v. lllumina Cambridge Ltd., 821 F.3d 1359, 1367 (Fed. Cir. 2016) (quoting
Bilstad v. Wakalopulos, 386 F.3d 1116, 1121 (Fed. Cir. 2004) (citations omitted).

BACKGROUND

A. U.S. Patent No. 8,688,089 (Ex. 1001)

The *089 Patent is directed to systems and methods that provide hot spots in
a mobile game. Ex. 1001, 1:6-8. “A hot spot is an in-game feature that includes an
activation element and a content element that is triggered by the activation element.”
Id., 2:21-23. “The activation element may comprise an area location or an item,
sometimes hidden in the game, that can be triggered by a user or some other in-game
element.” Id., 2:27-29. The content element is “displayed when the hot spot is
activated” and “may include ... a message, and the message may be promotional.”
Id., 2:3:34-37. For example, “a promotional message, such as for a window repair
company, may be displayed to the user” when a hot spot is activated. 1d, 8:16-18.

Figure 2A illustrates “an exemplary scene in a video game”:
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Id., 3:43-45. The *089 describes Figure 2A and the elements within it as follows:
Turning now to FIG. 2A, several items 210, 220, 225, 230, and 235 are
shown within scene 200. In this example, virtually any of these items
may be defined as hot spots on the mobile communication device. For
instance, if the user throws a dart that hits shirt 230, a promotional
message associated with third party X may pop up on screen. A
message may include a picture, text, video, audio, or combination
thereof. Promotional messages might also be displayed if the user
activates hot spots on poster 225 or chalk board 220. Additionally, if

the user activates a hot spot defining a piece of chalk 232, a new
message might be drawn on chalk board 220.

Id., 6:44-54.

B.  The “Non-Promotional Background Object” Limitation

Claim 1 of the 089 patent recites that “the hot spot information compris|[es]:
a location in-game associated with activating the hot spot, wherein the location in-
game is represented by a non-promotional background object.” Ex. 1001, cl. 1
(emphasis added). The same limitations appear in independent claim 6. 1d., cl. 6.

The *089 Patent “does not define or otherwise describe a ‘non-promotional
background object.”” Paper 2 (“Pet.”) at 31. The term “background object” does
not even appear in the specification. However, after the claims were rejected
multiple times, the Applicant amended the claims to recite that the location in-game
IS represented by a “non-promotional background object.” Id. at 12; Ex. 1002, 85.

During prosecution, the Applicant stated that ““non-promotional background
objects’ are not game components,” i.e., “featured objects that a user manipulates in

order to play the game,” but are rather “outside of the primary focus of game play”

-3-
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and “are not themselves needed or required in order to play the game.” Pet. at 31;
Ex. 1002, 85-86; see also id., 122-23. The Applicant also identified the “chalk
board” in Figure 2A of'the 089 Patent as an example of a “non-promotional object...
depicted in the background of the gaming environment””

In an exemplary embodiment, the location in-game may be
represented by a non-promotional object, such as a blank chalk
board depicted in the background of the gaming environment. See
Applicant’s Specification at § [0045]. Upon activating the hot spot (e.g.,
by throwing a dart at the chalk board), a promotional message may be
drawn on the chalk board and displayed to the user. See id. In other
words, Applicant’s amended claims 15 and 22, inter alia, may present
promotional content once the game user activates, unknowingly, a “hot
spot” associated with a non-promotional object—the non-promotional
object is not an ordinary or visible place for advertisement, the user
does not know that the object has a hidden hot spot, and the user does
not know that activating the hidden “hot spot” will display promotional
content.

Ex. 1002, 122. The recitation of a “background” object was the final amendment
prior to allowance. Id., 79-87.
C.  The Petition’s Reliance on Ho (WO 2008/008038) (Ex. 1004) and

Sturman (WO 2006/071246) (Ex. 1006) for “Non-Promotional
Background Objects”

The 089 Patent includes two independent claims: Claims 1 and 6. The
Petition presents two grounds challenging these claims: Ground 1, asserting
obviousness over Ho, Jiau, and Choi; and Ground 3, asserting obviousness over
Sturman and Ho. Pet. at 5. In Ground 1, the Petition relies upon Ho as disclosing

“a non-promotional background object.” Id. at 31. In Ground 3, the Petition relies
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upon Sturman as disclosing “a non-promotional background object.” Id.!

1. The Petition’s Reliance on Ho’s Interactive Information
Elements (Ground 1)

For the “non-promotional background object” limitation, Ground 1 of the

Petition relies upon Ho’s disclosure of “interactive
information elements,” which “may be an icon,
character or item in the game, or similar in-game

objects” that, when activated, display hidden

promotional content. Pet. at 31. Figure 3 (right) ]
provides examples of interactive information elements, namely “a ‘wings’ button 54
to enable the character 52 to fly,” a “hamburger monster 56 that a player may fight,
or a “car 58” that the player may enter. Pet. at 22, 31; Ex. 1004, Fig. 3.

The Petition explains that during prosecution the Applicant argued that “‘non-
promotional background objects’ are not game components,” i.e., “featured objects
that a user manipulates in order to play the game,” but are rather “outside of the

primary focus of game play” and “are not themselves needed or required in order to

1 For Ground 1, the Petition argues that, in the alternative, Jiau (International Patent
Pub. No. WO 2000/070489) (Ex. 1005) discloses a “non-promotional background
object.” Pet. at 32. However, to simplify this request Petitioner has focused on Ho

and Sturman, and does not raise issues with the Board’s analysis of Jiau.
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play the game.” Pet. at 31. The Petition then shows that Ho’s “interactive
information elements” are “non-promotional background objects” consistent with
the applicant’s arguments during the prosecution of the 089 Patent:

Ho’s interactive information elements are represented by non-
promotional objects, specifically, because they correspond to in-
game characters or items, and do not display promotional content
until a user has perform a predetermined action. ... Ho’s
Iinteractive information elements are further represented by
background objects because Ho expressly teaches that
“engagement of the at least one interactive information element
may not be mandatory for the continuation of gameplay,” (i.e., it is
not needed or required in order to play the game), and activating
the interactive information element “does not disrupt gameplay”
(i.e., it is outside of the primary focus of gameplay). Id., 4:26- 28,
5:30-33, 5:36-38.

Pet. at 31.

2. The Petition’s Reliance on Sturman’s Storefront Signs,
Jumbotron Screens, Posters, and T-Shirts (Ground 3)

Sturman discloses an advertisement server that delivers targeted
advertisements to one or more locations within the game (referred to by Sturman as
an “ad unit” or “inventory element”), such as “billboards, storefront signs, panel
trucks, Jumbotron screens in a sports stadium, posters on walls, T-shirts on a game
character, items used by game characters ... and so on.” Pet. at 53. In Ground 3, the
Petition identifies Sturman’s storefront signs, Jumbotron screen, posters, and t-shirts
on characters as examples of “non-promotional background objects.” Pet. at 56-57.

D.  The Institution Decision

In a split decision, the Board denied institution. The majority decision rests

-6-
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entirely on whether the prior art discloses a “non-promotional background object.”

1. The Majority Opinion

Ho (Ground 1): The majority acknowledged that Ho’s interactive elements are

“non-promotional,” but agreed with Patent Owner that they are not “background”
objects. Dec. (Majority) at 19-22. The majority started with its understanding of the
ordinary meaning of the term “background,” citing to dictionary definitions. Id. at
20. But in applying the term background to the prior art, the majority plainly and
improperly imported a subjective requirement to its definition, stating that the
inquiry turns on “whether the object is the primary focus of play.” Id. at 21. The
majority concluded an object that is within the “primary” focus of play is not a
background object, whereas an object that is outside the primary focus of play is a
background object. Id. The majority did not expressly articulate how to determine
whether an object is within the “primary” focus of game play, but its discussion of
the Petition’s argument for Ho indicates that its analysis turns on a user’s subjective
expectations (whether the user would have “expected” to interact with the object):

As discussed above, Petitioner argues that the various “interactive

(13 3

information elements” it relies on—"a ‘wings’ button 54 to enable the
character 52 to fly (an example of an icon in the game), a hamburger

2 The Board did not address claim construction in a stand-alone section, stating that
it would “address the parties’ implicit claim constructions in the context of the

arguments on the merits of the Petition.” Dec. (Majority) at 10.
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monster 56 (an example of a character in the game) and a car 58 (an
example of an item in the game)”—are background objects because
they are optional. See Pet. 31-32 (citing Ex. 1004, 4:26-28, 5:1-5,
5:30-33, 5:36-38). However, nothing in the cited paragraphs
indicates that those interactive information elements are “outside
the primary focus of game play and as unexpectedly interactive
components.” In fact, the Petition is silent as to whether Ho’s
“interactive information elements” are primary objects. See Pet. 31-32.
Instead, Petitioner focuses solely on whether the “interactive
information elements” are optional or mandatory. Id. ... Because
Petitioner has not shown persuasive evidence that a user would not
have expected those objects to be ones that the user could interact
with, Petitioner has not shown them to be background objects.

Id. at 22-23 (emphasis added). Thus, as the dissent noted, the majority interpretation
of the term “background object” is “problematic” because it turns on the player’s
subjective expectations. See Section D.2. An object may be a background object
for some users (those that expect to interact with it) and not a background object for
others (those that do not). The dissent also explained that the second time a user
plays the game he should or would expect to interact with interactive elements, such
that a “background” object would transform into a “foreground” object under the
majority’s interpretation. Id. This cannot be correct.

Sturman (Ground 3): The majority acknowledged that the Petition identified

Sturman’s “storefront signs, Jumbotron screens, posters, and t-shirts on characters”
as “non-promotional background objects,” but failed to analyze each of these items
in its decision or analyze “non-promotional background objects” in its entirety as to

even one item. Dec. (Majority) at 28. Indeed, the majority focused on whether
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Sturman’s billboards and storefront signs are promotional, but did not address other
items in Sturman that the Petition identified (Jumbotron screens, posters, and t-
shirts). Dec. (Majority) at 29. Relatedly, when analyzing whether Sturman’s items
are “background” objects, the majority pivoted to a different item, Sturman’s “T-
shirts on a game character,” without discussing Sturman’s storefront signs,
Jumbotron screens, or posters. Id. In fact, the majority stated that it is “unclear that
all of the ad units that Petitioner relies on are background objects,” thereby
suggesting that it agreed that at least some of Sturman’s items may be background
objects. Id.

2. The Dissenting Opinion

The dissent concluded that the non-promotional background object limitation
is not a distinguishing feature over the prior art. Dec. (Dissent) at 1-2.3

Ho (Ground 1): The dissent explained that there is no rational basis to

conclude that Ho’s interactive information elements are “in the foreground” of the
game, rather than the “background.” Id. at 5-8. As the dissent explained, the
Applicant cited to the “chalk board” in Figure 2A of the 089 Patent as an example

of a non-promotional “background” (id. at 3-5) and there is “no distinction between

3 The dissent also questioned whether the “non-promotional background object”

limitation should be given any patentable weight at all. 1d.
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the spatial relationship of the elements depicted in Ho’s Figure 3 and the spatial
relationship of dart board 210 and chalk board 220 in Figure 2A of the 089 patent”
(id. at 6). In other words, the dissent found that the spatial relationship between the
objects in the games does not provide a patentable distinction over the prior art.

The dissent also addressed the majority’s finding that Ho’s interactive
information elements are not “background” objects because a “user would not have
expected those objects to be ones that the user could interact with.” See Section D.1.
The dissent found this interpretation of “background” objects to be “problematic”
because it relies on the subjective expectations of a user:

I find the applicant’s and Patent Owner’s reliance on what a user
might know or expect to be problematic. ...Patent Owner appears to
be asserting that, if a user knows that a spot on the screen is a hot spot,
then the claims are not met. | do not think a claim can be drafted to
cover or exclude such knowledge. Under Patent Owner’s theory, the
second time the user plays an infringing game and knows the hot
spots, the claim is not infringed. This seems incorrect.

Id. at 7-8 (emphasis added). The dissent also demonstrated that the interpretation
conflicts with the example of a “background” object identified during prosecution:

Furthermore, as discussed above, the applicant’s arguments during
prosecution relied on the chalk board of Figure 2A as allegedly
“depicted in the background of a gaming environment.” Ex. 1002, 122.
That gaming environment is a dart game, and someone who has played
darts and sees chalk 232 and chalk board 220 may very well expect
those items to be part of the game, as they often are in the real world
for keeping score. Thus, | do not see how the arguments made during
prosecution show patentable distinctions over the art.

Id. (emphasis added).

-10-
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Sturman (Ground 3): The dissent also found that Sturman discloses “non-

promotional background objects.” As to Sturman’s Jumbotron screens, the dissent

found that they are non-promotional:

| disagree with Patent Owner because it is not clear to me why
something like a Jumbotron is “promotional.” A “Jumbotron
screen|[] in a sports stadium” (Ex. 1006 €[ 19) is simply a medium by
which to convey information, and in a sports stadium such
information often includes player and team statistics. Patent Owner
relies on a statement from the prosecution history that a “non-
promotional object is not an ordinary or visible place for
advertisement.” Ex. 1002, 122, quoted in Prelim. Resp. 36. It is not
clear to me how a location that is not “visible” would include an
advertisement, and, therefore, 1 do not find this argument during
prosecution to be very enlightening as to the meaning of “non-
promotional background object.”

Id. at 2 (emphasis added). The dissent also stated: “I consider a Jumbotron in a
sports stadium to ‘exist in the background, outside of the primary focus of
gameplay,” and not to be ‘needed or required in order to play the game,’ as the
applicant described a background object during prosecution.” Id. at 8-9.

The dissent also explained that Sturman’s “posters” are akin to the posters in
Figure 2A of the 089 patent that the applicant contends are a non-promotional
background object: “It is not clear why Sturman’s poster is ‘plainly not
‘nonpromotional’” (Prelim. Resp. 35) while the *089 patent’s poster 225 presumably
i1s a ‘non-promotional background object’ given the applicant’s citation to this

disclosure in support of its claim amendment” during prosecution.” Id. at 3-5.

-11-
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ARGUMENT

A.  The Majority Abused Its Discretion By Basing Its Finding On An
Interpretation Of “Background” Object That Relies On The
Subjective Expectations Of A User

The majority based its decision not to institute Ground 1 on a faulty
interpretation of the term “background” object that turns on whether the player
expects to interact with the object, making the claims’ coverage depend on each
player’s subjective understanding which may be different between the first and
second time a player encounters an object.

By basing its interpretation on the subjective intent of a user, the majority
adopted a construction under which it is impossible to determine whether the claim
Is patentable. The majority acknowledges that a user may interact with both
background and non-background objects. But the majority states that “background”
objects are “unexpectedly interactive components” and concludes that Ho’s
interactive information elements are not “background” objects “[b]ecause Petitioner
has not shown persuasive evidence that a user would not have expected those
objects to be ones that the user could interact with.” See Section D.1 (emphasis
added). As the dissent recognizes, this interpretation is “problematic” because of its
reliance on what a user knows or perceives. See Section D.2.

The Federal Circuit has also indicated that it is improper to apply an

interpretation of a claim term that depends on a user’s state of mind because patent

-12-
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claims must provide objective notice of the scope of the patentee’s rights.
Amazon.com, Inc. v. Barnesandnoble.com, Inc., 239 F.3d 1343, 1353 (Fed. Cir.
2001) (“We are not prepared to assign a meaning to a patent claim that depends on
the state of mind of the accused infringer.”); see also Cochlear Bone Anchored
Solutions AB v. Oticon Medical AB, 958 F.3d 1348, 1356 (Fed. Cir. 2020) (“To the
extent that Cochlear is suggesting that the language requires a particular intent or
objective of a hearing-aid designer or manufacturer, we reject the suggestion.”). In
Amazon, the patentee advanced a claim construction based on the file history that
would have required that a person had not “located” an item until he or she had also
decided to purchase the item. 239 F.3d at 1352-1353. The Federal Circuit rejected
the construction because “[patentee]’s reading of the key passage from the file
history injects subjective notions into the infringement analysis.” Id.

Under a correct interpretation, Ho’s interactive information elements exist in
the “background” of the gaming environment because they are not required in order
to play the game—i.e., they are optional objects that a user may or may not interact
with. Pet. at 31-32. Thus, Ground 1 should have been instituted.

B.  The Majority Abused Its Discretion Because The Record Contains

No Evidence From Which The Majority Could Rationally
Conclude That Ho Does Not Disclose “Background” Objects

The record is also devoid of evidence from which the majority could rationally

conclude that Ho’s information elements are not background objects. In concluding

-13-
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otherwise, the majority overlooks key statements made by the Applicant during
prosecution. As the dissent explains, during prosecution the Applicant identified the
“chalk board” in the gaming environment of Figure 2A of the 089 Patent as a
“background” object. Dec. (Dissent) at 8. “That gaming environment is a dart game,
and someone who has played darts and sees chalk 232 and chalk board 220 may very
well expect those items to be part of the game, as they often are in the real world for
keeping score.” Id. Like the chalk board 220, Ho’s interactive information elements
exist in the gaming environment as optional objects that a user may or may not
interact with—they are not required for game play. Pet. at 31-32. The majority
provides no rational basis for concluding that Ho’s interactive information elements
are objects the user would expect to interact with, while the chalk board in Figure
2A is not. Instead, it overlooks this disclosure in the 089 Patent.

There is also no evidence from which the majority could rationally conclude
that Ho’s interactive information elements are in the “foreground” of the game. AS
the dissent correctly notes, there is “no distinction between the spatial relationship
of the elements depicted in Ho’s Figure 3 and the spatial relationship of [] chalk
board 220 in Figure 2A of the *089 patent.” Dec. (Dissent) at 6, 8. Both are in the
same plane relative to other objects in the game. Id. at 5. This constitutes another

reason for the Director to review the decision.

-14-
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C. The Majority Abused Its Discretion By Failing To Address
Arguments In The Petition

The Federal Circuit has previously reprimanded the Board for failing to
address arguments that were presented in a petition. See, e.g., Provisur Techs. Inc.
v. Weber, Inc., 50 F.4th 117, 123-24 (Fed. Cir. 2022); Netflix v. DivX, LLC, 2023
WL 3115576, at *5 (Fed. Cir. 2023); Uniloc 2017 LLC v. Facebook, Inc., 2021 WL
5370480, at *8-9 (Fed. Cir. 2021); Microsoft Corp. v. Parallel Networks Licensing,
LLC, 715 F. App’x 1013, 1021 (Fed. Cir. 2017). Here, the majority acknowledges
that the Petition identified Sturman’s “storefront signs, Jumbotron screens, posters,
and t-shirts on characters” as “non-promotional background objections” (Dec.
(Majority) at 28), but does not address whether each of these items is a “non-
promotional background object.” See Section D.1. When discussing whether items
are ‘“non-promotional,” the majority addresses only Sturman’s billboards and
storefront signs, but then addresses only a different item, Sturman’s “T-shirts," when
discussing whether Sturman teaches “background” objects. Id. Moreover, the
majority states that it is “unclear that all of the ad units that Petitioner relies on are
background objects,” thereby suggesting that it agrees at least some of Sturman’s
items are background objects. Id. In short, the majority fails to address any single
item across both the “non-promotional” and “background” requirements.

CONCLUSION

Petitioner respectfully requests Director Review of the majority’s decision.

-15-
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Respectfully submitted,

Dated: May 29, 2024 By: /s/ James M. Glass
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