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Pursuant to 37 C.F.R §42.71(d), Petitioner Delta Electronics, Inc. requests
Director Review of the Board’s Decision Denying Institution of Inter Partes Review
of U.S. Patent No. 10,199,950 (“the 950 Patent”), Paper 8 (“ID”).

I. INTRODUCTION!

This Request for Director Review seeks to clarify important questions about
the standard for evaluating expert evidence in the institution of inter partes review:
When a petitioner has met its burden to raise a reasonable likelihood of success by
presenting expert testimony showing that the prior art renders the claimed invention
obvious, can a PO create a genuine issue of material fact when its expert’s testimony
is untethered from the art and internally inconsistent? And, if such a genuine issue
of material fact arises, is the Board permitted to resolve that issue via the application
of different evaluation standards to Petitioner and PO’s experts?

The answer to each question should, clearly, be “no” under the controlling
statutory text that simply requires a petitioner to show a reasonable likelithood of
prevailing (35 U.S.C. §314(a))—notwithstanding potential confusion caused by a
recent rule change “eliminat[ing] the presumption that a genuine issue of material
fact created by the patent owner’s testimonial evidence filed with a preliminary
response will be viewed in the light most favorable to the petitioner.” 85 Fed. Reg.

79120 (Dec. 9, 2020) (amending 37 C.F.R. §42.108(c)). Although that rule allows

I All emphasis added unless otherwise specified.
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the Board to “weigh the parties’ testimonial evidence ... at the institution stage
without a presumption crediting the petitioner’s testimony,” id., 79125, it explicitly
leaves intact the directive that “[e]xpert testimony that does not disclose the
underlying facts or data on which the opinion is based is entitled to little or no
weight” (37 C.F.R. §42.65(a)), and requires testimonial evidence from each party be
fairly and equally considered. 85 Fed. Reg. at 17122.

But clarity is still needed from the Director, and this IPR denial illustrates the
issue. The Board’s decision ultimately came down to whether the prior art discloses
only regulated power converters—i.e., power converters that provide a consistent
output voltage despite fluctuations in the input voltage. Petitioner averred that the
prior art discloses a “fixed transformation ratio,” i.e., unregulated power converters
in which the output voltage fluctuates with the input voltage. In support, Petitioner
offered expert evidence, supported by the asserted art, regarding the functionality of
the prior art circuits, including substantively undisputed mathematical derivations
proving those circuits are unregulated. In response, PO assumed the prior art was
exclusively regulated—with no disclosure in the asserted art of regulation, varying
switching frequency or duty cycle based on monitoring the output voltage, or the
additional circuits required to provide regulation—and then discussed how
regulated converters work generally. The Board not only adopted the presumptive

and unsupported opinion of PO’s expert, but also discredited Petitioner’s expert’s
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opinion for not citing the prior art or the 950 Patent despite clear citations to both
within his testimony. The Board applied different standards to the competing
experts: while Petitioner’s expert was (erroneously) found to have not substantiated
the relevant part of his opinion, the Board relied upon PO’s expert opinion that
actually did not cite the prior art in support of the ultimate conclusion that the
asserted references are regulated. See Sections 11, IV, infra; Cf. Netflix, Inc. v. DivX,
LLC, 80 F.4th 1352, 1360-61 (Fed. Cir. 2023) (Board erred when it applied a
different standard to its own analysis than it did to Petitioner’s).

This case is thus an appropriate vehicle to clarify that, although the Board no
longer must embrace a presumption in favor of a petitioner, insufficiently supported
expert testimony cannot create a genuine issue of material fact and, if a genuine
issue of material fact arises, such expert testimony cannot be relied upon to resolve
the issue. The issue of material fact should be resolved during trial. Absent such
clarification, this problem inevitably, and most assuredly, will arise again. Indeed,
the use of different standards to evaluate expert evidence is a straightforward abuse
of discretion in its own right, providing yet another basis for review.

Petitioner respectfully requests that the Director reverse the Board’s decision

to deny institution based upon the errors identified above and detailed below.

II. BACKGROUND

The 950 Patent claims power converters that convert power from an “input
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circuit” that is serially or galvanically connected to an “output circuit” at a
“substantially fixed voltage transformation ratio,” or Kpc. Ex. 1001, Abstract. In
other words, the converter must be unregulated. Regulation can be provided by
changing the switching frequency (the rate at which the switches turn on and off)
and/or the duty cycle (the percentage of time switches are on in a switching cycle).
See Ex. 2001, 9943, 75, 129. Without control to vary the switching frequency, a
converter is unregulated. Some claims require the converter be used as a bus
converter, which is an upstream converter that converts an incoming DC voltage
(e.g., 48V) to another voltage (e.g., 12V) and then distributes the converted DC
voltage to downstream regulators. See, e.g., Ex. 1001, Fig. 1.

The Petition advances six grounds, four of which rely on the Huang (Ex. 1005)
prior art reference as the primary reference.? Huang, an IEEE publication, discloses
architectures for “novel non-isolated LLC resonant converters” capable of zero-
voltage switching. Ex. 1005, 1; Pet., 7. LLC converters contain a “resonant tank”
with two inductors (“Ls”) and one capacitor (“C”) that resonates at a specific
frequency. As Petitioner’s expert Dr. Hopkins explained, Huang discloses an
unregulated converter for two reasons: (1) Huang discloses that its switching

frequency may be the resonant frequency and, based on well-known principles of

2 The remaining two grounds rely on Liu (Ex. 1006). The Board denied institution

of those grounds for substantially the same reasons as Huang, so Petitioner does
not repeat its arguments for Liu separately. ID at 44-47.

4
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LLC converter operation, thus would have a fixed transformation ratio, and (2)
Huang provides an equation for calculating the transformer turns ratio of its
converter based on the input and output voltages such that Kpc can be expressed in
terms of a (necessarily static) transformer turns ratio. Ex. 1003, 9967-71. The 1D
denied institution ostensibly on three grounds, but all are premised upon the
erroneous conclusion that Huang discloses only regulated converters.® ID, 28-37.

III. LEGAL STANDARD

Director review is limited to decisions presenting (a) an abuse of discretion or
(b) important issues of law or policy. 37 C.F.R. §42.71(c), (d). “An abuse of
discretion is found if the decision: (1) is clearly unreasonable, arbitrary, or fanciful;
(2) 1s based on an erroneous conclusion of law; (3) rests on clearly erroneous fact
finding; or (4) involves a record that contains no evidence on which the Board could
rationally base its decision.” Intelligent Bio-Sys., Inc. v. lllumina Cambridge Ltd.,
821 F.3d 1359, 1367 (Fed. Cir. 2016) (citation omitted); see also Ericsson Inc. v.
Intell. Ventures I LLC, 901 F.3d 1374, 1379 (Fed. Cir. 2018).

IV. ARGUMENT

A.  This Petition Presents an Important Question About the

The Board appears to believe that each of the two limitations it discusses are
“dispositive” “for all challenges presented by Petitioner.” ID at 28 n.9. This is
not true. The second limitation addressed by the Board is directed to downstream
regulators. See Ex. 1001, cl. 1. This limitation is not recited in each independent
claim. /d., cls. 9, 33. Its discussion of whether the prior art would have been used
as a bus converter also does not apply to all claims. /d., cl. 9.

5
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Evaluation of Testimonial Evidence.

Few issues are more important than how the Board evaluates testimonial
evidence at the institution stage; indeed, this question is central to the balance
Congress struck in creating inter partes review. Thryv, Inc. v. Click-To-Call Techs.,
LP, 590 U.S. 45, 48-49 (2020). Congress made clear that the standard for instituting
review is modest: the petitioner need only show “a reasonable likelihood that [it]
would prevail with respect to at least 1 of the claims challenged.” 35 U.S.C. §314(a).

Correctly deciding whether to grant review is vital because “[t]he
determination by the Director whether to institute an infer partes review under [§314
is] final and nonappealable.” Id. §314(d). A faulty institution inflicts no permanent
harm because “[t]he Board is free to change its view of the merits after further
development of the record” and ultimately deny relief under the “significant[ly]”
higher standard that applies to its final determination. But a faulty refusal to institute
under the more lenient “reasonable likelihood of success [standard] at institution” is
functionally conclusive, Trivascular, Inc. v. Samuels, 812 F.3d 1056, 1068 (Fed. Cir.
2016); see §314(d)—and thus frustrates Congress’s goal of “weed[ing] out bad
patent claims,” Thryv, 590 U.S. at 54.

This petition presents an issue at the heart of this scheme: When a petitioner
has discharged its statutory obligation to raise a reasonable likelihood of success by

presenting expert testimonial evidence showing that prior art renders the claimed
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invention obvious, can expert testimony reaching conclusion not grounded in the
prior art create a genuine issue of material fact? And, if so, may the Board deny
review by resolving that issue using the patent owner’s unsupported testimonial
evidence? The statutory text and relevant rules should prohibit denial of review
under such circumstances. Not only did Congress specify that the petitioner must
show only a “reasonable likelihood” of prevailing, §314(a), but the regulations
require discounting contrary patent-owner “testimony that does not disclose the
underlying facts or data on which the opinion is based,” 37 C.F.R. §42.65.

Recent rule changes, however, have created uncertainty about this interplay.
A few years ago, there would have been little question that the Board could not deny
review under these circumstances because 37 C.F.R. §42.108(c) required a
“presumption that a genuine issue of material fact created by the patent owner’s
testimonial evidenced filed with a preliminary response [to] be viewed in the light
most favorable to the petitioner for purposes of deciding whether to institute a
review.” 85 Fed. Reg. 79120. Yet a 2020 rule change eliminated this presumption in
favor of allowing “the Board ... to weigh the parties’ testimonial evidence and fairly
resolve factual disputes at the institution stage without [the] presumption.” I1d.,
79125. Even so, the rule change stressed that the Board could not deny review by
adopting just any patent owner testimony: “testimony must still disclose the

underlying facts and data upon which it relies.” /d. (citing 37 C.F.R. §42.65(a)). And,
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importantly, it does not create a presumption in favor of the PO but requires
testimonial evidence from each party be fairly and equally considered. Id., 17122.

The Board’s approach in this case illustrates the problem. In determining that
Huang is a regulated converter, the Board first dismissed Dr. Hopkins’ testimony for
allegedly being unsupported by citations to the prior art or ’950 Patent. ID, 29-30.
As discussed more fully below, this was itself an unreasonable conclusion. See
Section IV.B, supra. After discounting Dr. Hopkins’ (supported) explanation that
Huang discloses an unregulated converter with a “fixed voltage transformation
ratio,” the Board credited PO’s expert, Dr. Rivas-Davila, despite the very portions
of his testimony it relied on being unsupported, largely devoid of any discussion of
Huang, and internally inconsistent. ID, 34-35; Ex. 2001, 4949-50, 71-72.

Dr. Rivas-Davila opined that Huang necessarily discloses only regulated
converters (with varying switching frequency) because (1) Huang says its converter
is an “alternative solution to future VR and POL converters” (Ex. 1005, 1), and (2)
Huang mentions processors in its introduction. See Ex. 2001, 467, 69 (incorrectly
characterizing Huang as saying its converter may be used for processors). Notably,
there is no suggestion that Huang states its converter is regulated, has a variable duty
cycle or switching frequency based on monitoring the output voltage, or a frequency
adjustment controller. See id. He then proceeded to discuss the general operation of

regulated converters—not Huang. See id., 4967-82. Then, assuming Huang is
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regulated, Dr. Rivas-Davila opined that, in Figure 12(b) of Huang, “[t]he two
inductors and capacitor in the “LLC” circuit are used to provide regulation. That is,
the operating frequency of the LLC is varied across a range of frequencies, above
the resonant frequency, to regulate the output voltage of the converter. Ex. 2001,
q72. Dr. Rivas-Davila also opined, assuming that Huang has a varied frequency, that
Huang’s express disclosure that its converter may operate “at or above” the resonant

b

frequency really means “at and above,” such that Huang’s operating frequency
necessarily fluctuates above resonance. /d., 81.

Notably, these opinions are devoid of any support within Huang—Dbecause
Huang says none of this. See generally Ex. 1005. Dr. Rivas-Davila never explained
why two partial sentences in Huang should be interpreted to mandate a narrow,
undisclosed operation for its converter. See Ex. 2001. He also never explained why
one should read Huang’s disclosure that its switching frequency may be “at or
above” resonance should not be interpreted according to the plain meaning of “or”
(other than assuming from the start that Huang is regulated). See id. He just makes
the conclusion, and the remainder of his opinions depend on it. See id., §965-82.
Conclusions without support or explanation is a pattern seen through most of Dr.
Rivas-Davila’s declaration: there is not a single citation to any evidence throughout

the “Technical Introduction” save for a single reference to Fig. 4 of the 950 Patent

(Ex. 2001, 9923-51), there are only a handful of cites in the “Background of the *950
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Patent and Industry” section (id., §952-62), and he cites Huang only 10 times in his
entire analysis of that reference (id., §765-100).

His blanket statement that LL.C converters “provide regulation” similarly is
incorrect considering the evidence of record—including his own testimony and PO’s
own evidence. Dr. Rivas-Davila testified—in a paragraph the Board relied on to
conclude Huang is regulated—that “[w]ith regulation, the power converter in some
way monitors the level of the output voltage.” Ex. 2001, 949. And the 280 Patent
both Dr. Rivas-Davila and the Board rely upon specifically notes that “/a/ frequency
adjustment controller 140 is therefore demanded because the adjustment of the
output voltage is obtained by changing the operation frequency.” Ex. 2011, 1:60-65
(cited by Ex. 2001, 9473, ID at 34-35). Thus, PO’s own expert and evidence
demonstrates that converters—like Huang—default to a fixed switching frequency
(e.g., at resonance) unless a controller is provided to adjust change that frequency
and by extension the output voltage. Huang does not show or discuss any mechanism
for monitoring the output voltage level or a frequency adjustment controller, nor did
Dr. Rivas-Davila or PO ever argue it does. See generally Ex. 1005 (Huang); POPR.

The Board also relies on paragraphs 49 and 50 of Dr. Rivas-Davila’s
declaration (ID at 34). These paragraphs, however, do not even discuss Huang and
also cite no supporting evidence. Ex. 2001, §949-50. The remainder of the evidence

relied upon by the Board purports to describe the operation of regulated converters

10
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generally, but this evidence is only relevant if it has already been decided that Huang
is regulated. See ID at 34-35, exhibits cited therein.

The Board also stated that PO provided “persuasive explanation and evidence
demonstrating the behavior of regulated converters and showing that Huang’s
regulated converter is adapted to hold output voltage fixed even as input voltage
changes.” ID at 31. But there was no evidence presented showing that Huang’s
converter “is adapted to hold output voltage fixed even as input voltage changes.”
PO presented evidence of how regulated converters work generally, and assumed
Huang is regulated based on two sentences in its introduction that the ID does not
address or rely on to find that Huang is regulated. See ID at 28-37; POPR at 25-36.
Based upon that assumption, PO describes the alleged use of Huang’s two inductors
and capacitor to provide regulation—an incorrect conclusion as already discussed,
and one based on no actual evidence from Huang or anywhere else. See id.

Thus, even assuming the Board’s conclusions about Dr. Hopkins’ testimony
being unsupported were correct (and they were not), the Board improperly applied
a different standard to the experts. PO’s expert was permitted to rely on his expertise
in the field to provide dozens of pages of opinion about the pertinent art with minimal
citation to evidence and next to no citations to the actual art—including the critical
assumption that the prior art reference at issue can only possible be regulated from

which all of the Board’s reasoning derives. On the other hand, Petitioner’s expert

11
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was discredited entirely for allegedly not providing citations to support his opinion.
Cf. Netflix, 80 F.4th at 1360-61 (Board erred when it applied a different standard to
its own analysis than it did to Petitioner’s).

To “provid[e] a balanced approach to ensure that all testimonial evidence
submitted by the parties is fairly considered,” expert testimony should be regarded
equally and held to the same standards, especially pre-institution when the
Petitioner’s burden is lower. See 85 Fed. Reg. at 79125. This is true whether
Petitioner or PO is based in the United States or abroad, whether they are large or
small. Blind justice and equal application of standards results in confidence in the
system and conveys to all users, Petitioners and POs alike, that they will be treated
fairly in post-grant review proceedings. But the use of different standards to evaluate
expert evidence results in uncertainty and distrust in the system.

The USPTO is committed to “creating more clarity and certainty around
examination, post-grant challenges, Director review, and discretionary denials.”
Statement of Director of the USPTO Kathi Vidal before the US House of Reps.,
April 27, 2023, https://www.uspto.gov/about-us/news-updates/statement-under-
secretary-commerce-intellectual-property-and-director-united. Clarity regarding
equitable consideration of testimonial evidence is, apparently, needed. The Board’s
decision sets an improper precedent for the PTAB, resulting in improper denial of

access by the party on the unlucky side of the Board’s unbalanced scales.

12
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B. The Board’s Decision That Huang Is Regulated Is Clearly
Unreasonable and Rests of Clearly Erroneous Fact Findings.

1. The Board’s Disparate Treatment of Testimonial Evidence
Constitutes an Abuse of Discretion

In addition to presenting an important issue of law and policy for the
Director’s review, the Board’s decision to credit Dr. Rivas-Davila—whose
testimony contradicted itself and the evidence he and PO relied upon—while
dismissing Petitioner’s expert’s testimony for allegedly being unsupported also
constitutes an abuse of discretion—such inequitable consideration of the evidence is
unreasonable and arbitrary. Cf. Netflix, 80 F.4th at 1360-61 (Board erred when it
applied a different standard to its own analysis than it did to Petitioner’s).

2. The Board’s Dismissal of Dr. Hopkins’ Testimonial Evidence
Was Unreasonable and Rests on Clearly Erroneous Fact

Findings

In deciding that Huang is regulated, the Board dismissed the opinions of
Petitioner’s expert, Dr. Hopkins, because he “does not provide any citation to the
prior art, other evidence of record, or the 950 patent to support [his] testimony, nor
does he provide any further explanation as to how or why the impedance of the
resonant tank would always be zero such that the voltage gain would be fixed.” ID,
29-30. A cursory review of Dr. Hopkins’ declaration proves that was an
unreasonable conclusion. The relevant portion of Dr. Hopkins’ declaration
consistently refers to Huang, including the Figure 12(b) embodiment, Figure 14(a)

showing an equivalent circuit for an operational phase of the Figure 12(b)
13
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embodiment, disclosure that the switching frequency may be at the resonant
frequency, and disclosure of an equation used to calculate the transformation turns
ratio using the input and output voltages. Ex. 1003, §966-68, 70. Dr. Hopkins also
discusses the *950 Patent’s disclosure of IBA and that the transformation ratio is the
voltage gain of the claimed converters. Id., 4962, 68. Further, Dr. Hopkins has
worked in the industry for over three decades; that the impedance of the resonant
tank is zero when the switching frequency is at the resonant frequency is a well-
known feature of LLC converters. Experts may rely upon their expertise in rendering
opinions, especially for basic, well-known features, as Dr. Rivas-Davila was
apparently permitted to do. See Willis Elec. Co. v. Polygroup Macau Ltd. (BVI), 649
F. Supp. 3d 780, 825 (D. Minn. 2023) (“[ A] qualified expert’s ‘observations coupled
with expertise generally may form the basis of an admissible expert opinion.’”)
(quoting Shuck v. CNH Am., LLC, 498 F.3d 868, 875 (8th Cir. 2007)).

Dr. Hopkins also supported his opinion with calculations using an equation
provided by Huang that neither the PO nor the Board allege are substantively wrong.
Ex. 1003, 9969-71; POPR, 35-36; ID, 28-37. Instead, both argue that the math is
based upon an incorrect assumption that Huang operates at resonant frequency. See
POPR, 35-36; ID at 32. As discussed, the contention that Huang cannot operate at
resonance is premised upon the assumption that Huang is regulated—an assumption

PO’s own expert and evidence contradict. See Section IV.A, supra. Dr. Hopkins

14
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cited portions of both primary references to show that they have fixed duty cycles
and thus do not vary their switching frequency. Ex. 1003, q968-71, 251-253. Setting
aside the incorrect characterization of Huang’s operating frequency, the premise of
the argument is wrong, too: Petitioner provides two separate and independent
arguments to show that Huang discloses Kpc. Ex. 1003, 9966-71.

The first argument relies upon Huang’s operation at resonant frequency. /d.,
968. The second relies entirely upon Huang’s equation to calculate the transformer
turns ratio based upon the input and output voltages of the Figure 12(b) converter—
not whether Huang operates at the resonant frequency. /d., 969-71. Huang defines
its transformer turns ratio (something that is undisputedly fixed in the converter and
cannot be changed) in terms of the input and output voltages for its converter and
nothing else. /d.; Ex. 1005, 7. Thus, the ratio of the output voltage to the input
voltage can be expressed in terms of the transformer turns ratio and, because the
transformer turns ratio is a fixed number, the transformation ratio therefore is also
fixed. /d. The Board’s dismissal of this argument based on a fact upon which it does
not even rely is unreasonable and erroneous. Cf. PersonalWeb Techs., LLC v. Apple,
Inc., 848 F.3d 987, 993 (Fed. Cir. 2017) (Board erred finding limitation disclosed in
the prior art when it relied on a reference unasserted for that limitation).

V. CONCLUSION

Petitioner respectfully requests that the Director reverse the Board’s decision.

15
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