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I, JAMES A. PROCTOR, declare as follows:  

I. INTRODUCTION 

1. I have been retained by T-Mobile USA, Inc., AT&T Services Inc., 

AT&T Mobility LLC, AT&T Corporation, and Cellco Partnership d/b/a Verizon 

Wireless (�Petitioners�) as an independent expert consultant in this proceeding 

before the United States Patent and Trademark Office (�PTO�) against Cobblestone 

Wireless, LLC (�Patent Owner�) regarding U.S. Patent No. 8,554,196 (�the �196 

Patent�) (Ex. 1001).1

2. I have been asked to consider whether certain references disclose or 

render obvious the features recited in claims 23-27 (�the challenged claims�) of the 

�196 Patent. My opinions are set forth below. Based on my experience and expertise, 

it is my opinion that the prior art renders obvious all limitations of the challenged 

claims, as I discuss in detail below. 

3. I am being compensated at a rate of $550 per hour for my work in this 

proceeding. My compensation is in no way contingent on the nature of my findings, 

the presentation of my findings in testimony, or the outcome of this or any other 

proceeding. I have no other interest in this proceeding. 

 

1 Where appropriate, I refer to exhibits that I understand are to be attached to the 

petition for Inter Partes Review of the �196 Patent. 
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4. All of my opinions stated in this Declaration are based on my own 

personal knowledge and professional judgment. I am over 18 years of age and, if I 

am called upon to do so, I would be competent to testify as to the matters set forth 

in this Declaration.  

II. BACKGROUND AND QUALIFICATIONS 

5. My background and expertise that qualify me as an expert are described 

in detail in my Curriculum Vita attached as Ex. 1006, which further includes an 

accurate list of all publications authored by me in the previous 10 years and a list of 

all cases in which I testified as an expert at trial or by deposition during the previous 

4 years. Below I have summarized those qualifications, as well as any other 

background and expertise relevant to the technical issues in this case: 

6. My educational background includes a Bachelor of Science in 

Electrical Engineering (BSEE) from the University of Florida in 1991 and Master of 

Science in Electrical Engineering (MSEE) from the Georgia Institute of Technology 

(�Georgia Tech�) in 1992 focusing on digital signal processing. 

7. I have worked as an engineer and entrepreneur in the field of wireless 

communications for over 25 years and have been involved with various aspects of 

wireless communications for the duration of my career.  

8. From 1986 to 1991, while at the University of Florida, I interned with 

Harris Corporation in various roles including mechanical design, software 
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development, and digital design. From 1991 to 1992, while at Georgia Tech, I 

worked at the Georgia Tech Research Institute (GTRI) as a graduate research 

assistant, performing software development on classified government programs.  

9. From 1993 to 1995, while working for Harris Corporation, I designed 

various cellular communication systems for voice, data, and tracking/location. Many 

of these systems I designed utilized advanced communications technologies, such as 

those utilized in the then-developing and future telecommunications (such as IS95, 

W-CDMA, and aspects of LTE). 

10. From 1995 to 1998, I worked at Spectrian in advanced development 

and technical marketing. At Spectrian, I interfaced with Nortel�s and Qualcomm�s 

product management and performed advanced technology development and systems 

analysis. In this role, I designed IS-95 CDMA and GSM base station power 

amplifiers and control electronics, and received several patents associated with 

advanced linearization techniques for the reduction of transmitted distortion. I note 

that the peak to average ratio of various waveforms was of particular concern in the 

design of the power amplifiers and associated linearization techniques with the 

designs I was involved with during my work at Spectrian. 

11. From 1998 to 2002, I served as the Director of Strategic and Technical 

Marketing at Tantivy Communications, a venture capital-funded 3G cellular data 

and chip set company. At Tantivy, I helped to architect and standardize the I-CDMA 
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Spread Spectrum Systems Air Interface Standard (T1P1.4). I also developed both 

wireless access terminals and base stations that complied with the standard. The base 

stations utilized various IP protocols, and interfaced with the wire line network 

utilizing IP over Ethernet. Additionally, I participated in and provided technical 

contributions to 3GPP/3GPP2 standardization efforts related to the development of 

CDMA2000 and 1xEV-DO. This work resulted in me being a named inventor on 

more than 150 pending or issued U.S. patents or applications. 

12. From 2002 to 2007, as co-founder of WiDeFi, Inc., I served in various 

roles including President, CEO, CTO, and board member. As the CEO, my 

responsibilities included advanced development of platform technologies. I was a 

named inventor of wireless technology components, including a frequency 

translating TDD repeater, a same frequency repeater architecture for TDD/FDD-

based systems, and physical layer multi-stream MIMO repeater technology. WiDeFi 

invented and provided wireless home networking products based on Wi-Fi and 

cellular technologies. While at WiDeFi, I was a named inventor on over 25 issued 

U.S. patents or patent applications. 

13. From 2007 to 2009, I consulted as a principal engineer for Qualcomm 

Inc. as part of the acquisition of WiDeFi�s technology. While at Qualcomm, I 

worked with its corporate R&D division and developed consumer 3G and 4G 

cellular coverage enhancement systems utilizing WiDeFi�s baseband interference 
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cancellation technologies. My responsibilities included working with international 

cellular operators on product requirements, detailed W-CDMA simulations, Long 

Term Evolution (�LTE�) systems analysis, and participation in prototype product 

realization. I am currently a named inventor on roughly 45 issued U.S. patents or 

patent applications assigned to Qualcomm. 

14. From 2010 to the present, I have served as managing director and co-

founder of Proxicom Wireless, LLC, which has developed and continues to develop 

cloud-based, mobile social networking and mobile payments technology based upon 

the proximity and location of mobile devices. Proxicom currently holds twelve 

issued U.S. patents and multiple pending patent applications, of which I am a named 

inventor. Significant aspects of Proxicom�s technology involve a mobile device�s 

use of short range wireless technologies (802.11, near field communications, 

Bluetooth) in combination with cellular data links (3G/WCDMA or 4G/LTE, for 

example) to facilitate frictionless interactions via a wireless networked central cloud 

server. 

15. Since 2007, I have also been the principal of Proctor Consulting, LLC. 

In this role, I have been a consultant relating to wired, wireless, and cellular 

communication and technologies, start-up companies and intellectual property. I 

have also been involved with numerous patent infringement, patent validity, and 
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patent analysis assignments for public and private companies in the wired, wireless, 

and cellular networking industries. 

16. Additionally, I have worked and consulted for both cellular 

infrastructure and device focused companies (Spectrian, Qualcomm, Fastback 

Networks), and defense contractors (Harris Corporation), where I developed covert-

tracking and location technologies involving CDMA and smart-antenna 

technologies. 

17. In various of the above-detailed roles, I have been responsible for the 

development of business plans, product development plans, product development 

budgets, and product bill of materials estimations. I have been responsible for 

numerous product development teams, including schedule and costs of the 

development process at various stages of my career. For example, at Tantivy 

Communications, I ran a joint development of I-CDMA cellular base stations in 

Seoul, Korea that were used in a field trial in that country. Additionally, as founder 

and CEO of WiDeFi, Inc., I was responsible for similar such activities, as required 

to raise venture capital funding and reporting to the board of directors.  

18. I am currently a named inventor on more than 325 issued U.S. patents, 

and more than 700 international patent publications in total. A substantial portion of 

my work has focused on wireless communication systems and products. A number 

of these patents and patent applications are related to the subject matter of the patents 
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asserted in this matter. For example, the following patents, for which I am a named 

inventor, are examples of some of my experience relevant to the subject matter of 

this declaration: 

U.S. Patent No.  Title Priority Date 
6,954,448 �Alternate channel for carrying selected message 

types� 
Feb. 23, 2000 

7,072,316 �Subscriber-controlled registration technique in a 
CDMA system� 

Apr. 28, 1999 

8,259,687 �Dynamic bandwidth allocation for multiple access 
communications using buffer urgency factor� 

Jan. 31, 2001 

6,937,562 �Application specific traffic optimization in a wireless 
link� 

Feb. 5, 2001 

6,941,152 �Wireless subscriber network registration system for 
configurable services� 

Apr. 24, 2001 

9,974,116 �Handoff to base station having enhanced 
capabilities� 

May 31, 2001 

7,936,736 �Enforcing policies in wireless communication using 
exchanged identities� 

Sept. 8, 2008 

11,443,344 �Efficient and secure communication using wireless 
service identifiers� 

Sept. 8, 2008 

9,135,612 �Proximity detection, virtual detection, or location 
based triggering of the exchange of value and 
information� 

Apr. 17, 2011 

19. Based on my professional experience, I believe I am qualified to testify 

as an expert on matters related to the patent at issue. 

20. I am currently consulting, working with and/or advising a number of 

companies and universities. For example, I currently serve on the external advisory 

board to the University of Florida�s Electrical and Computer Engineering 

department. I also perform expert consulting work, research, and development in the 

area of wireless communications with Proctor Consulting and Proxicom wireless. 
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Finally, I perform conceptual and product development in the medical device field 

with Genesis Medical Devices. 

III. MATERIALS REVIEWED 

21. The opinions contained in this Declaration are based on the documents 

I reviewed, my professional judgment, as well as my education, experience, and 

knowledge.  

22. In forming my opinions expressed in this Declaration, I also reviewed 

the following materials and information: 

Exhibit Description 

Ex. 1001 U.S. Patent No. 8,554,196 B2 (�the �196 Patent�) 

Ex. 1002 Prosecution History of U.S. Patent No. 8,554,196 B2 

Ex. 1004 U.S. Patent No. 9,830,642 B2 (�Chang�) 

Ex. 1006 Curriculum Vita of Mr. Proctor 

Ex. 1007 Plaintiff�s Preliminary Disclosure of Asserted Claims and 
Infringement Contentions, Case No. 2:22-cv-00477-RSP, (Mar. 13, 
2023) 

Ex. 1008 Exhibit D to Plaintiff�s Preliminary Disclosure of Asserted Claims 
and Infringement Contentions, Case No. 2:22-cv-00477-RSP, (Mar. 
13, 2023) (��196 Claim Chart�) 

Ex. 1009 Vinoth Gunasekaran & Fotois C. Harmantzis, Towards a Wi-Fi 
ecosystem: Technology integration and emerging service models, 
TELECOMMUNICATIONS POLICY 32, 163-181 (2008) 

23. I also reviewed any other materials I refer to in this Declaration in 

support of my opinions. 
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24. My opinions contained in this Declaration are based on the documents 

I reviewed and my knowledge and professional judgment. My opinions have also 

been guided by my appreciation of how a person of ordinary skill in the art would 

have understood the state of the art, the prior art, and the claims and the specification 

of the �196 Patent at the time of the alleged invention. 

IV. LEGAL STANDARDS 

25. Petitioner�s attorneys have explained to me the legal standards that 

apply in this case. My understanding of those standards is described below. I am not 

an attorney, and I do not have formal training in the law regarding patents. I have 

used my understanding of the following legal principles set forth in this section in 

reaching my opinions. 

26. I understand that in this proceeding, Petitioners have the burden of 

proving that the challenged claims are invalid by a preponderance of the evidence. 

A. Obviousness 

27. I have been informed that a claim is invalid as obvious under 35 U.S.C. 

§ 103 (pre-AIA) if the differences between the claimed subject matter and the prior 

art are such that the subject matter as a whole would have been obvious at the time 

of the invention to a person of ordinary skill in the art. I have been informed that the 

following matters are relevant to determining whether the claimed invention would 

have been obvious: (1) the scope and content of the prior art, (2) the difference or 
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differences between the patent claim and the prior art, (3) the level of ordinary skill 

in the art at the time the invention of the patent, and (4) any secondary considerations 

or objective indicia of non-obviousness. 

28. I have been informed that the combination of familiar elements 

according to known methods is likely to be obvious when it does no more than yield 

predictable results. When a claim simply arranges prior art elements with each 

performing the same function it had been known to perform and yields no more than 

one would expect from such an arrangement, then such a combination is obvious. 

When a patent claims a structure already known in the prior art altered by the mere 

substitution of one element for another known in the field, the combination is likely 

to be obvious unless the combination yields an unpredictable result. 

29. I have been informed that when a work is available in one field of 

endeavor, design incentives and other market forces can prompt variations of it, 

either in the same field or a different one. If a person of ordinary skill in the art can 

implement a predictable variation, such a variation is likely unpatentable. For the 

same reason, if a technique has been used to improve one device, and one of ordinary 

skill in the art would recognize that it would improve similar devices in the same 

way, using the technique is obvious unless its actual application is beyond his or her 

skill. One question to consider is whether the improvement is more than predictably 

using prior art elements according to their established functions. 
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30. I have been informed that it may often be necessary, in a validity 

analysis, to consider whether there was an apparent reason to combine the known 

elements in the fashion claimed by the patent at issue. This can be accomplished by 

looking to interrelated teachings of multiple patents or other publications or pieces 

of prior art; the effects of demands known to the design community or present in the 

marketplace; and the background knowledge possessed by one of ordinary skill in 

the art. 

31. I have been informed that a validity analysis need not seek out precise 

teachings directed to the specific subject matter of the challenged claim; it is 

appropriate to take account of the inferences and creative steps that a person of 

ordinary skill in the art would employ. I have been informed that a person of ordinary 

skill in the art is a person of ordinary creativity, not an automaton. 

32. I have been informed that a claim composed of several elements is not 

proved obvious merely by demonstrating that each element was, independently, 

known in the prior art. I have been informed that it can be important to identify a 

reason that would have prompted a person of ordinary skill in the art in the relevant 

field to combine the elements in the way the claimed new invention does. I am told 

that one way that subject matter can be proved obvious is by noting there existed at 

the time of the invention a known problem for which there was an obvious solution 

encompassed by the patent�s claims. I have been informed that any need or problem 
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known in the field of endeavor at the time of the claimed invention and addressed 

by the patent can provide a reason for combining the elements in the manner claimed. 

33. I have been informed that one should not assume that a person of 

ordinary skill in the art attempting to solve a problem will be led only to those 

elements of prior art designed to solve the same problem. Instead, I have been 

informed that since familiar items may have obvious uses beyond their primary 

purposes, in many cases a person of ordinary skill in the art will be able to fit the 

teachings of multiple prior art references together like pieces of a puzzle. 

34. I have been informed that, when there is a design need or market 

pressure to solve a problem and there are a finite number of identified, predictable 

solutions, persons of ordinary skill in the art have good reason to pursue the known 

options within their technical grasp. If this leads to the anticipated success, the 

product was likely not accomplished by innovation but by using ordinary skill and 

common sense. I have been informed that, in such an instance, the fact that the 

combination was obvious to try may show that the combination was obvious. 

35. I have been informed that, when determining whether a claimed 

combination would have been obvious, the correct analysis is not whether a person 

of ordinary skill in the art, writing on a blank slate, would have chosen the particular 

combination of elements described in the claim. Instead, I have been informed that 

the correct analysis considers whether one of ordinary skill, facing the wide range 
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of needs created by developments in the field of endeavor, would have seen a benefit 

to selecting the combination claimed. 

36. I have been informed that, when determining whether a claimed 

invention is obvious, any �secondary considerations� of non-obviousness identified 

by the patentee should also be considered. These secondary considerations can 

include: 

 commercial success of the invention, causally related to the 

invention itself rather than to companion factors, such as 

advertising or attractive packaging; 

 the invention taught away from the technical direction followed 

by those skilled in the art; 

 a long-felt but unsatisfied need for the invention while the needed 

implementing arts and elements had long been available; 

 the invention achieves results unexpected to those skilled in the 

art; 

 copying of the invention by competitors as distinguished from 

their independent development; 

 unsuccessful attempts by those skilled in the art to make the 

invention; 
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 acquiescence by the industry to the patent�s validity by honoring 

the patent through taking licenses or not infringing the patent, or 

both; and 

 skepticism, disbelief in or incredulity by those skilled in the art 

that the patentee's approach worked. 

37. I have been informed that, for the above information to impact the 

obviousness of a patent claim, there must be a nexus between the alleged secondary 

considerations and the claims. In addition, I have been informed that the burden of 

introducing evidence of secondary considerations generally is on the Patent Owner. 

If the Patent Owner or its expert should assert secondary considerations of non-

obviousness, I reserve the right to provide a Declaration addressing assertions of 

non-obviousness due to secondary considerations. 

B. Claim Construction 

38. I have been informed that claim terms are typically given their plain 

and ordinary meanings, as would have been understood by a person of ordinary skill 

in the art at the time of the earliest alleged priority date. I have further been informed 

that when considering the meaning of any terms in the challenged claims of the �196 

Patent, I should apply the plain and ordinary meaning of those terms. I have further 

been informed that in considering the meaning of the claims, one must consider the 

language of the claims, the specification, and the prosecution history of record.  
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39. To the extent the claims and specification do not resolve the meaning 

of a claim term, the prosecution history should be consulted in construing claim 

terms. Additionally, claim terms are normally not interpreted in such a way that 

exclude embodiments disclosed in the specification, except in cases of clear 

disclaimer in the specification or prosecution history. I have been further informed 

that claim terms only need to be construed to the extent necessary to resolve the 

validity inquiry. Accordingly, in order to evaluate potential constructions of the 

claim terms, I have reviewed the entirety of the �196 Patent, as well as its prosecution 

history.  

V. PERSON OF ORDINARY SKILL IN THE ART AND THE TIME OF 
THE ALLEGED INVENTION 

40. I have been asked to assume that the �196 Patent is entitled to an earliest 

alleged priority date of August 24, 2011. See Ex. 1001, Cover; Ex. 1007 at 4. Based 

on my knowledge and experience, I was a person of ordinary skill in the art as of 

August 24, 2011, and can provide opinions regarding the knowledge of a person of 

ordinary skill in the art as of that time. My opinions herein are, where appropriate, 

based on my understandings as to a person of ordinary skill in the art at that time.  

41. Based on the materials and information I have reviewed, and based on 

my experience in the technical areas relevant to the �196 Patent, a person of ordinary 

skill in the art at the time of the alleged invention of the �196 Patent would have had 

at least a bachelor�s degree in electrical engineering, computer engineering, 
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computer science, physics, or the equivalent, and at least two years of experience in 

the field. Relevant working experience would include experience with cellular 

telecommunications and networking, radio-access networking architectures, 

protocols and signal propagation in wireless networks. More education can 

supplement practical experience and vice versa. Based on my knowledge and 

experience, including as discussed above in section II, I was a person of ordinary 

skill in the art at the time of the alleged invention of the �196 Patent and can provide 

opinions regarding the knowledge of a person of ordinary skill in the art as of that 

time. My opinions herein are, where appropriate, based on my understandings as to 

a person of ordinary skill in the art at that time. I myself had these capabilities at the 

time of the alleged invention of the �196 Patent.  

VI. THE �196 PATENT 

A. Description of the �196 Patent�s Specification 

42. The �196 Patent purports to solve a problem relating to providing 

wireless communications networks to a variety of devices with phone and data 

functionality. Ex. 1001, 1:11-17. When a network is required to provide coverage to 

a variety of devices, poor coverage configurations can result, where the poor 

coverage conditions provide a �relatively low power beam to both active and 

inactive devices.� Ex. 1001, 1:11-17. In particular, the �196 Patent discusses sending 
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�data updates� to different types of electronic devices based on device usage. Ex. 

1001, 6:59-64. 

43. To try and remedy this problem, the �196 Patent proposes optimizing 

network usage based on the services being used by the mobile device. Ex. 1001, 

1:22-35. For example, a first network configuration could be used for continuous 

use devices, where continuous use or �substantially continuous service may 

generally include any type of substantially continuous service including, for 

example, a voice call, a download, a content streaming, or the like.� Ex. 1001, 3:47-

51. A second network configuration could then be used for interval use devices, 

where interval use services �may include social networking applications, email, 

Really Simple Syndication (RSS) feeds, map updates, game update, sports score 

update, or the like.� Ex. 1001, 6:59-62. �Data updates� can be sent to an electronic 

device for all the interval use services described above. Ex. 1001, 6:51-56, 6:59-64, 

10:8-11:29, Fig. 3. 

44. A POSITA would have understood the specifically identified types of 

data described above would constitute data updates, as well as any other data that 

needs to be synced to a mobile device to ensure that the mobile device is up to date. 

Ex. 1001, 4:15-22 (�requests by applications requiring intermittent updates may be 

postponed and/or batched and not sent during coverage by the less capable network. 

Then, during the first coverage configuration when covered by the more capable 
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network, the interval use devices requiring intermittent updates may request and/or 

receive data downloads related to those applications.�), 6:59-64. Examples of data 

that needs to be pushed to mobile devices can include purchased music, apps, map 

updates, game updates, and books, all of which would be considered �data updates.� 

Ex. 1001, 6:59-64, 10:23-35, 11:9-25. 

45. The �196 Patent generally focuses on using different types of beams in 

a single network to create the multiple network configurations, but also discloses 

that �the second coverage configuration may also include coverage by a second type 

of network.� Ex. 1001, 3:51-53. The �196 Patent also notes that �[i]n general, the 

first type of network may be a more capable network than the second type of 

network� where �a more capable network may provide greater uplink and/or 

downlink rates, may be more stable, may be of a more advanced standard, or the 

like.� Ex. 1001, 3:54-56, 9:10-13. The �196 Patent further notes that many different 

types of networks can be used in the proposed method, including EDGE, 3G, 4G, 

and WiMax among others. Ex. 1001, 9:10-46. 

46. Because one network is generally �more capable� than the other 

network, the �196 Patent discloses that the data updates can be deferred during 

coverage by the less capable network, and then transmitted once the device is 

covered by the more capable network. Ex. 1001, Fig. 3. 
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�196 Patent (Ex. 1001), Fig. 3. 

 

B. The �196 Patent�s Prosecution History 

47. In this Section, I summarize parts of the �196 Patent�s prosecution 

history. This summary is not intended to address or summarize the �196 Patent�s 

entire prosecution history; rather, it is intended to summarize the parts that are 

relevant to my analysis below. 
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48. The �196 Patent was initially filed as U.S. Patent Application No. 

13/321,792 on November 21, 2011. Ex. 1001, 1. The Patentee also filed a Petition 

to make special under the PCT-Patent Prosecution Highway Program, claiming 

priority to PCT Application No. PCT/US2011/049003, which was filed on August 

24, 2011. Ex. 1002 at 47. The Petition to make special was initially rejected for 

formalities, but ultimately was granted on March 7, 2012. Ex. 1002 at 69.  

49. The �196 Patent received only a single substantive response during 

prosecution, a non-final rejection dated Nov. 21, 2012. Ex. 1002 at 164-70. The Non-

Final Rejection rejected Claims 1-27 of the application under 35 U.S.C. § 103(a) as 

being unpatentable over Vendryes (U.S. Patent No. 6,546,259) in view of Gale et al. 

(U.S. Patent App. Pub. No. 2011/0223925). Ex. 1002 at 164-70. The only reference 

made in the Non-Final Rejection to the claims at issue in the present IPR (claims 23-

27) is that �[c]laims 14-27 incorporate the limitations of claims 1-13, and are 

therefore rejected for the same reasons as claims 1-13.� Ex. 1002 at 169. 

50. In response, the Patentee amended independent claims 1, 14, 17, and 

20, but did not make any amendments to claims 23-27. Ex. 1002 at 192-93. The 

amendments made all included adding the limitation �the at least one continuous use 

device being actively involved in a substantially continuous service with the 

network� in reference to a second or third coverage configuration transmitting a 

beam to a continuous use device referenced earlier in each claim. Ex. 1002 at 184-
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92. Notably, claims 23-27 do not reference transmitting beams or continuous use 

devices. Ex. 1002 at 192-93. In deciding not to amend claims 23-27, the Patentee 

argued that the scope of claim 23 differed from the scope of the amended claims, in 

that claim 23 referenced �transmitting a data update request in response to coverage 

by a second network, wherein the second network is a more capable network than 

the first network� which was not present in any of the other rejected claims. Ex. 1002 

at 198. The patentee argued that this difference in scope meant that the Patent Office 

had not presented any rationale for the rejection of claims 23-27, let alone 

established a prima facie case of obviousness. Ex. 1002 at 198-200. On June 6, 2013, 

the Examiner sent a Notice of Allowance without further comment. Ex. 1002 at 

207-14. Claims 23-27 of the �196 Patent did not face any other substantive 

prosecution. 

C. Claim Construction of the �196 Patent 

51. I understand claims are construed according to the standard as set forth 

in Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005) (en banc). I understand 

that all claim terms should receive their plain and ordinary meaning, in the context 

of the �196 Patent specification, under the Phillips2 standard. This Declaration 

analyzes the claims consistent with the ordinary and customary meaning as would 

 

2 This assertion is not an admission that the Challenged Claims are valid under § 112. 
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be understood by a POSITA in light of the specification and the prosecution history 

pertaining to the patent. Where necessary, I will provide context for the plain and 

ordinary meaning of terms as a POSITA would have understood them. 

52. I have followed this approach in my analysis, and for all of the claim 

terms considered in this Declaration, I have applied the plain and ordinary meaning 

of those terms. I followed this approach in my analysis. I also understand that the 

words of the claims should be interpreted as they would have been interpreted by a 

POSITA at the time the invention was made. For purposes of my analysis here only, 

I have used the August 24, 2011, priority date of the �196 Patent as the date of the 

invention.3  

53. Claim 23 requires �wherein the second network is a more capable 

network than the first network.� Ex. 1001, cl. 23.4 The �196 Patent provides an 

example that �a more capable network may provide greater uplink and/or downlink 

rates, may be more stable, may be of a more advanced standard, or the like.� Ex. 

 

3 This assertion is not an admission that the earliest priority date of the �196 Patent 

is August 24, 2011. 

4 I understand Petitioners have taken no position with respect to § 112 issues in this 

proceeding.. 
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1001, 9:10-13. The reference (Chang) discussed below provides similar disclosures 

regarding network combinations, and I have proceeded with my analysis with this 

understanding of a �more capable� network. 

VII. SUMMARY OF THE PRIOR ART 

A. Chang (Ex. 1004) 

54. U.S. Patent No. 9,830,642 (�Chang�) is titled �Intelligent Delivery and 

Acquisition of Digital Assets.� Ex. 1004, Cover. The original assignee of Chang was 

Apple Inc. Ex. 1004, Cover. 

55. I have been informed that I should assume Chang issued on November 

28, 2017, from U.S. Patent Application No. 13/171,253, which was filed on June 28, 

2011. Id. I have also been informed that Chang also claims priority to U.S. 

Provisional Patent Application No. 61/451,057, which was filed on March 9, 2011. 

Id. I have also been informed that I should assume Chang is prior art under at least 

35 U.S.C. § 102(e) (pre-AIA).  

56. Chang discloses a method comprising �[i]mproved techniques and 

systems for delivery and acquisition of digital assets . . . that are available for 

acquisition and electronic delivery from online stores to electronic devices.� Ex. 

1004, Abstract. Chang defines �digital assets� as including �various types of media 

related items (e.g., musical albums, songs, movies, audio, video, textual content, 
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books) as well as various application programs (�applications�) that can be provided 

for electronic devices.� Ex. 1004, 4:53-58. 

57. In particular, Chang discloses a method for facilitating automatic 

download of digital assets from servers to multiple electronic devices when 

purchased by a single user account. Ex. 1004, 1:60-67. Chang further discloses that 

these automatic downloads can be limited to only being sent when particular criteria 

are met, including being connected to a specified network type, meeting a 

connectivity threshold, or exceeding a minimum bandwidth. Ex. 1004, 11:53-57, 

13:12-16, 13:41-56. If the specified criteria are not met, the method will continue to 

cycle the automatic download sequence to evaluate the specified criteria until either 

the criteria are met, or the automatic download is canceled. Ex. 1004, Fig. 6. 

58. Chang also provides a specific example of limiting automatic 

downloads, such that automatic downloads are only sent to the electronic device over 

a particular type of network, in this case a Wi-Fi network, rather than a cellular 

network. Ex. 1004, 13:41-56. In this example, a user interface is provided to the 

electronic device to determine whether automatic downloads can be sent over both 

cellular and Wi-Fi networks, or instead if automatic downloads can only be sent over 

Wi-Fi. Ex. 1004, Fig. 9 (below). 
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Chang (Ex. 1004), Fig. 9 (annotated). 

 

VIII. GROUND 1: CHANG RENDERS OBVIOUS CLAIMS 23-27 OF THE 
�196 PATENT 

59. Chang renders obvious claims 23-27 of the �196 Patent. 

A. Independent Claim 23 

1. [23.0] A method for a device to receive data updates 
comprising: 

60. Chang renders obvious �[a] method for a device to receive data 

updates.� Specifically, Change discloses �[i]mproved techniques and systems for 

delivery and acquisition of digital assets� where �[t]he techniques and systems are 

especially suitable and useful for delivering digital assets (e.g., media assets) that 

Ex.1003.00028



Ex. 1003, page 26 

are available for acquisition and electronic delivery from online stores to electronic 

devices.� Ex. 1004, Abstract. Chang defines �digital assets� as comprising �various 

types of media related items (e.g., musical albums, songs, movies, audio, video, 

textual content, books) as well as various application programs (�applications�) that 

can be provided for electronic devices (e.g., productivity products, games, computer 

applications for computing devices).� Ex. 1004, 4:53-58 (emphasis added).  

61. The proposed method disclosed in Chang allows an electronic device 

or end user to �automatically download a digital asset when it receives a notification 

(e.g., a push notification) directly or indirectly via an online store server.� Ex. 1004, 

4:32-38. Chang further discloses that an automatic download option is provided to 

the user �to effectively allow the user to select whether the automatic downloads 

should take place via a cellular network (which may have a data transfer fee). If the 

selectable option is set to �off�, then automatic download will only occur when the 

electronic device is connected to a Wi-Fi connection.� Ex. 1004, 13:41-56; id. at Fig. 

9. 
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Chang (Ex. 1004), Fig. 9 (annotated). 

 

62. The �196 Patent describes �data updates� as being sent for interval use 

devices, where �[i]n general, any service that may not require continuous service to 

the device may be classified and managed as an interval use device.� Ex. 1001, 6:57-

59. Examples of these interval use services �may include social networking 

applications, email, Really Simple Syndication (RSS) feeds, map updates, game 

update, sports score update, or the like. In such examples, the interval use device 

may be able to wait for data updates, feeds, or the like.� Ex. 1001, 6:59-64. The �196 

Patent further describes the data updates as being for a single application or multiple 
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applications. Ex. 1001, 11:4-7. A POSITA would have understood that any data 

required to be sent or pushed to the mobile device would be considered a �data 

update� within the context of the �196 Patent, including the particular types of data 

discussed above. Ex. 1001, 4:15-22 (�the interval use devices requiring intermittent 

updates may request and/or receive data downloads related to those applications.�); 

Ex. 1001, 6:59-64. A POSITA would have further understood that the data requiring 

transmission to the mobile device to keep the mobile device updated could comprise 

other types of data as well, including purchased music, apps, and books. Ex. 1001, 

6:59-64, 10:23-35, 11:9-25. 

63. In the related district court cases, Patent Owner has identified 

application updates and software updates as meeting the �data updates� limitation of 

element [23.0]. Ex. 1008 at 3-7. 

Patent Owner�s Infringement Contentions (Ex. 1008) at 4. 
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64. Chang and the �196 Patent similarly disclose transmitting data related 

to applications along with relating to applications generally. As evidenced in the 

�196 Patent specification, the Chang specification, and Patent Owner�s infringement 

contentions, a POSITA would have understood the data updates of the �196 Patent 

to be the same as the digital assets disclosed in Chang, because both data updates 

and digital assets comprise data that must be sent to a mobile device. Ex. 1001, 11:4-

7; Ex. 1008 at 3-7; Ex. 1004, 1:23-24, 4:53-58.  

65. Chang explicitly discloses transmitting �digital assets� where digital 

assets comprise data related to applications, and a POSITA would have understood 

the digital assets disclosed in Chang to comprise the data updates disclosed in the 

�196 Patent. Chang also discloses automatically downloading applications where �a 

new or revised version of an asset can be effectively automatically downloaded if 

available at the time the download takes place.� Ex. 1004, 14:52-55. The proposed 

method in Chang also contemplates requiring �determining an appropriate type, 

version and/or format to be delivered to a particular electronic device.� Ex. 1004, 

11:35-44 (emphasis added). The particular required version of a digital asset can be 

used to create specific user interfaces tailored to the particular types of applications 

supported, along with the particular versions of those applications. Ex. 1004, 

13:3-18. A POSITA would have also understood that automatically downloading 

digital assets, such as a book, could be canceled if the type or version of the digital 
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asset was no longer supported. Ex. 1004, 15:12-22 (�[I]f a particular type (or form) 

of digital assets (e.g., books) is no longer viable for (or supported by) an electronic 

device because of a change to the device (e.g., book reading/presenting application 

has been uninstalled) the digital asset type (e.g., Books) would no longer be 

automatically downloaded to the device and the configuration window for the device 

would not show the digital asset type as an option for download as long as the digital 

asset type is not viable for (or supported by) the device.�). 

66. Therefore, Chang contemplates evaluating the current version of an 

application to be sent or downloaded and sending a �new or revised version� i.e., 

update if available. This interpretation is in keeping with Patent Owner�s 

infringement contentions that application updates and software updates meet the 

�data updates� element of claim [23]. Ex. 1004, 11:35-44, 14:52-60; Ex. 1008 at 3-7. 

67. Chang further discloses automatically downloading applications in the 

context of new purchases, as well as automatically downloading previous digital 

asset purchases for new devices. Ex. 1004, 8:57-64. It would have been obvious to 

a POSITA that checking the most up-to-date version of a digital asset for automatic 

download to a new device would be equally applicable to current devices that already 

have the digital asset as well. In those cases where the digital asset is already present, 

the appropriate �version to be delivered� would be a �new or revised version� of the 

digital asset. Ex. 1004, 11:35-44, 14:52-55. It would have been obvious to a POSITA 
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that delivering the most recent version of a digital asset would be beneficial to the 

user by ensuring that any new features are available, any identified bugs in the 

application are be fixed or patched, and any other improvements to the digital asset 

are implemented. Chang�s disclosure of sending �new or revised version[s]� of a 

digital asset would apply to devices that already contain older versions of the digital 

asset as well, and nowhere does Chang disclose skipping or canceling an automatic 

update of a �new or revised version� of a digital asset because an older version is 

already present on mobile device. Therefore, no changes to Chang would be required 

to automatically download the most up-to-date version of an application to both 

current and new devices, and a POSITA would thus expect the automatic download 

of new or revised versions of digital assets already present on a mobile device to 

likewise be successfully transmitted. Thus, Chang renders obvious �[a] method for 

a device to receive data updates.� 

2. [23.1] cycling over time through an update sequence that 
includes: 

68. Chang renders obvious �cycling over time through an update 

sequence.� Chang discloses that the automatic download method can be cycled over 

time for a single automatic download or multiple automatic downloads. Specifically, 

the first step of Chang continuously evaluates whether a digital asset has been 

purchased, and resultantly whether to initiate the automatic download process. See 

Ex. 1004, Fig. 6 at step 602. 
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Chang (Ex. 1004), Fig. 6 (annotated). 

 

69. Method 600 of Chang will continuously evaluate whether the initial 

condition has been met � that a digital asset has been purchased at step 602. Id. If a 
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digital asset has not been purchased, the method 600 will go back to the beginning 

of the sequence, where it will again evaluate whether a digital asset has been 

purchased. Id. Chang discloses that this method will be repeatedly cycled, and 

further discloses that the method can be cycled for a given time period. Ex. 1004, 

11:60-62 (�Method 600 can, for example, end after the arranged automatic 

downloads have been completed or canceled, or after a determined amount of time 

has lapsed.�). Therefore, Chang discloses cycling over time through an update 

sequence. 

70. Second, Chang expressly discloses the ability to defer automatic 

downloads based on several criteria, including network type, connectivity, and 

bandwidth. Ex. 1004, 11:53-57, 13:12-16, 13:41-56. By limiting the ability to send 

automatic downloads based on particular criteria, the disclosed automatic download 

sequence must be repeatedly cycled over time to evaluate when the predetermined 

criteria are met. For example, if the instructions require a minimum bandwidth, the 

server will repeatedly check the available bandwidth to determine when the criteria 

has been met to send the automatic download. Id. In doing so, the server would 

continue cycling the automatic download sequence until the automatic download 

sequence is completed or canceled. Ex. 1004, Fig. 6. Chang discloses that the 

evaluation occurs at least in part at Step 618 of method 600, where �[a]rranging 

(618) the digital asset for delivery can, for example, include determining an 
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appropriate type, version and/or format to be delivered to a particular electronic 

device, sending a push notification to an electronic device, storing the appropriate 

digital asset in a delivery queue for delivery at an appropriate time (e.g., when one 

or more network conditions are met), and/or recording automatic download data for 

a particular user and/or device.� Ex. 1004, 11:35-43. 
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Chang (Ex. 1004), Fig. 6 (annotated). 

 

71. Chang further discloses that the method 600 �can determine (620) 

whether download is to be initiated or whether the automatic download is to be 

Ex.1003.00038



Ex. 1003, page 36 

cancelled (622) before the download is initiated . . . An automatic download can, for 

example, be initiated when an electronic device initiates it and/or one or more 

delivery conditions are met (e.g., network type or bandwidth is appropriate for 

download).� Ex. 1004, 11:46-57. Chang discloses that method 600, and in particular 

the identified portion of method 600 above, must be repeatedly evaluated to 

determine whether the criteria for sending the automatic update are met, or if instead 

the automatic update is canceled. Ex. 1004, Fig. 6, 11:46-57. A POSITA would 

understand that an automatic download that occurs when �one or more delivery 

conditions are met� would normally be performed by regularly checking (cycling) 

whether the delivery conditions are met. Typically, this is done in software using an 

�if / then� conditional statement that checks whether certain conditions are met, and 

if so, the next step is executed. In order for this to be �automatic,� a POSITA would 

understand that this necessarily means that the �if� portion of the statement would 

be checked on a regular basis, such as by having a timer that causes the �if� 

condition�here, whether the delivery conditions are met�to be checked on a 

regular basis. Thus, a POSITA would understand Chang�s reference to an automatic 

download process when certain conditions are met to describe �cycling over time 

through an update sequence.� 

72. As a further example, if automatic downloads are limited to Wi-Fi 

networks only, the method would cycle through a process of checking to see if the 
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electronic device is connected to Wi-Fi to determine if the necessary updates can be 

completed, or if instead the update has been canceled. Ex. 1004, 13:41-56, Fig. 6, 

Fig. 9. Thus, Chang renders obvious �cycling over time through an update 

sequence.� 

3. [23.2] deferring, during coverage by a first network, data 
updates for the device; 

73. Chang renders obvious �deferring, during coverage by a first network, 

data updates for the device.� Specifically, Chang discloses a proposed method that 

allows an electronic device or end user to �automatically download a digital asset 

when it receives a notification (e.g., a push notification) directly or indirectly via an 

online store server.� Ex. 1004, 4:32-38.  

74. Chang further discloses that an automatic download option is provided 

to the user �to effectively allow the user to select whether the automatic downloads 

should take place via a cellular network (which may have a data transfer fee). If the 

selectable option is set to �off�, then automatic download will only occur when the 

electronic device is connected to a Wi-Fi connection.� Ex. 1004, 13:41-56, Fig. 9. 
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Chang (Ex. 1004), Fig. 9 (annotated). 

 

75. The automatic download feature disclosed in Chang allows a user to 

determine whether an electronic device may perform automatic downloads over a 

cellular network, which can be considered a first network. When the option is turned 

�off� as shown above in Fig. 9, automatic download of digital assets cannot be 

performed on the first network and are instead deferred until the user is connected 

to a Wi-Fi network. As discussed above in § VIII.A.1, the digital assets sent and 

received in Chang comprise the data updates sent and received in the �196 Patent. 
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Thus, Chang renders obvious �deferring, during coverage by a first network, data 

updates for the device.� 

4. [23.3] transmitting a data update request in response to 
coverage by a second network, wherein the second network 
is a more capable network than the first network; and 

76. Chang renders obvious �transmitting a data update request in response 

to coverage by a second network, wherein the second network is a more capable 

network than the first network.� The pertinent disclosure in Chang for element [23.3] 

is identical to the disclosure above for element [23.2]. See supra, § VIII.A.3. 

Specifically, Chang discloses that an automatic download option is provided to the 

user �to effectively allow the user to select whether the automatic downloads should 

take place via a cellular network (which may have a data transfer fee). If the 

selectable option is set to �off�, then automatic download will only occur when the 

electronic device is connected to a Wi-Fi connection.� Ex. 1004, 13:41-56, Fig. 9. 
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Chang (Ex. 1004), Fig. 9 (annotated). 

 

77. The automatic download feature disclosed in Chang can be set to only 

allow automatic downloads over a Wi-Fi network, which can be considered a second 

network (with a cellular network being the first network). Ex. 1004, 13:41-56; id. at 

Fig. 9. As discussed above in § VIII.A.1, the digital assets sent and received in Chang 

comprise the data updates sent and received in the �196 Patent. Chang further 

discloses that the electronic device can �automatically download a digital asset when 

it receives a notification (e.g., a push notification) directly or indirectly via an online 

store server.� Ex. 1004, 4:32-38. �A push notification can instruct a recipient 
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electronic device to transparently check its delivery queue without requiring explicit 

user input, feedback or instructions.� Ex. 1004, 14:1-4. Just as the automatic 

download will not be initiated until the electronic device has coverage by the second 

network, a POSITA would have understood that the push notification would only be 

sent when there is appropriate coverage as well. Ex. 1004, 13:41-56, Fig. 9. Thus, 

Chang discloses �transmitting a data update request in response to coverage by a 

second network.� 

78. Claim element [23.3] further requires that the second network be �a 

more capable network than the first network.� In defining �more capable,� the �196 

Patent notes that �[i]n general, a more capable network may provide greater uplink 

and/or downlink rates, may be more stable, may be of a more advanced standard, or 

the like.� Ex. 1001, 9:10-13. The �196 Patent further notes that �[i]n general, any 

combination of network types may be provided� before discussing network 

combinations including EDGE, 3G, 4G, and WiMax among others. Ex. 1001, 

9:10-46. 

79. Chang likewise considers network strength and uplink / downlink 

bandwidth rates in determining which networks to use for downloading digital 

assets. Ex. 1004, 11:53-57 (�An automatic download can, for example, be initiated 

when an electronic device initiates it and/or one or more delivery conditions are met 

(e.g., network type or bandwidth is appropriate for download).�). Chang further 

Ex.1003.00044



Ex. 1003, page 42 

discloses that the automatic download configuration generator can evaluate which 

network type to use (e.g., cellular vs. Wi-Fi) based in part on the connectivity or 

bandwidth associated with that network type. Ex. 1004, 13:12-16 (�It should be 

noted that user input and/or preferences 810 as well as other criteria 812 (e.g., 

network type, connectivity and/or bandwidth) can also be considered by the 

automatic download configuration generator 800 in generating an automatic 

download configuration UI.�). 

80. It would have been obvious to a POSITA that Chang�s requirement that 

the automatic download be completed over a Wi-Fi network rather than a cellular 

network is because the Wi-Fi network is viewed as advantageous or more capable 

in some way. Ex. 1004, 13:41-56. At the time of the �196 Patent, it was known to a 

POSITA that Wi-Fi networks could have greater uplink or downlink rates than 

available cellular networks. See Ex. 1009 at 166. For example, at the time of the �196 

Patent, Wi-Fi networks could support data transmission rates up to 54 MB per 

second, whereas data transmission rates for 3G cellular networks could not exceed 

2 MB per second. Ex. 1009 at 166. Therefore, a POSITA would have understood 

that Wi-Fi networks could be seen as more capable than available cellular networks 

in certain conditions. Ex. 1009 at 166. A POSITA would have further understood 

that, in addition to being seen as more capable than cellular networks for this type 

of activity, Wi-Fi networks would also have been preferable from a consumer�s 
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perspective. At the time of Chang (and subsequently, the �196 patent), most cellular 

customers (i.e., end users of the mobile devices) did not have unlimited data plans, 

even though some carriers offered them. Instead, most cellular customers still paid 

for data on a per-byte basis, which would often include additional charges when 

customers exceeded data caps. And even customers with unlimited data plans would 

prefer the ability to defer updates until the device was on Wi-Fi, as unlimited plans 

at the time of Chang often imposed slower data rates when users exceeded certain 

limits.  

81. It is also notable that Patent Owner agrees that deferring data updates 

while on a cellular network until a mobile device is on a Wi-Fi network meets the 

requirements of element [23.3]. Compare Patent Owner�s Infringement Contentions, 

Ex. 1008 at 19-30, with Ex. 1004, Fig. 9. 

Patent Owner�s Infringement Contentions (Ex. 1008), 20 (annotated). 
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Chang (Ex. 1004), Fig. 9 (annotated). 

 

82. Because Patent Owner makes identical assertions regarding limiting 

automatic updating of applications to Wi-Fi only scenarios as being within the scope 

of claim element [23.3], it is obvious that Chang, through its disclosure of Wi-Fi 

only automatic downloads, likewise discloses sending updates with a second �more 

capable� network. Thus, Chang renders obvious transmitting a data update request 

in response to coverage by a second network, wherein the second network is a more 

capable network than the first network. 
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5. [23.4] receiving, during the second coverage configuration, 
a data update. 

83. Chang renders obvious �receiving, during the second coverage 

configuration, a data update.� Specifically, Chang discloses that the automatic 

download feature can be set to only allow automatic downloads over a Wi-Fi 

network, which can be considered a second network (with a cellular network being 

the first network). Ex. 1004, 13:41-56, Fig. 9. Chang further discloses that the digital 

asset is received by the electronic device, and then can be post processed �once it is 

determined (724) that the download has been completed.� Ex. 1004, 12:43-45. As 

discussed above in § VIII.A.1, the digital assets sent and received in Chang comprise 

the data updates sent and received in the �196 Patent. 
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Chang (Ex. 1004), Fig. 7 (annotated). 

 

84. Thus, Chang renders obvious receiving, during the second coverage 

configuration, a data update. 
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B. Dependent Claim 24 

85. Chang renders obvious �[t]he method of claim 23, wherein the device 

comprises at least one of a mobile phone, a smartphone, a laptop computer, a netbook 

device, a tablet device or a personal digital assistant.�  

86. Specifically, Chang discloses a method whereby �the online store 

server 102 can effectively serve as, or provide, a delivery system for delivering 

digital assets via the network 104 to other devices including, a portable electronic 

device 106, a portable computer 108, and a desktop computer 110.� Ex. 1004, 5:4-7. 

Chang further discloses that �a person may own and/or operate several electronic 

devices with the ability to access online stores, including a desktop computer, a 

laptop computer, a pad or tablet computer (e.g., iPad�), a smartphone, a media 

player, a gaming device, a television, and so on.� Ex. 1004, 1:37-41. Chang further 

discloses that �it will readily be known that an electronic device provided in 

accordance with one or more embodiments can, for example, be a computing device 

(e.g., personal computer), mobile phone (e.g., cellular phone), personal digital 

assistant (PDA), media player (e.g., music, videos, games, images), media storage 

device, camera, and/or the like.� Ex. 1004, 15:25-35 (emphasis added). Therefore, 

Chang renders obvious that the electronic device of the disclosed method comprises 

at least one of a mobile phone, a smartphone, a laptop computer, a netbook device, 

a tablet device or a personal digital assistant. 
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C. Dependent Claim 25 

87. Chang renders obvious �[t]he method of claim 23, wherein the update 

sequence further comprises: batching the deferred data updates for the device.�  

88. Chang expressly discloses the ability to defer automatic downloads 

based on several criteria, including network type, connectivity, and bandwidth. Ex. 

1004, 11:53-57, 13:12-16, 13:41-56. For each of the disclosures regarding deferred 

automatic downloads, it would have been obvious to a POSITA that requests for 

automatic download of multiple applications can be received when the criteria for 

sending is not met, resulting in the multiple automatic downloads being held back 

together. Ex. 1004, 13:57-63 (�an online store server can effectively put the digital 

asset in the queue for delivery for all the electronic devices registered to the user 

with the appropriate settings for the automatic download selected.�). It would have 

been obvious to a POSITA that in these scenarios once the criteria or setting for 

sending is finally met, the multiple deferred automatic downloads would be sent all 

at once in a single batch to the electronic device.  

89. Chang further discloses that evaluating when to deliver the digital asset 

can �include determining an appropriate type, version and/or format to be delivered 

to a particular electronic device, sending a push notification to an electronic device, 

storing the appropriate digital asset in a delivery queue for delivery at an appropriate 

time (e.g., when one or more network conditions are met).� Ex. 1004, 11:35-42. 
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Chang further discloses that the delivery queue can contain digital assets that have 

accumulated over several weeks or months. Ex. 1004, 14:46-55. A POSITA would 

have understood the �queue� of Chang to be a First-In-First-Out (�FIFO�) data 

structure whereby several digital assets could be accumulated. It would have been 

obvious to a POSITA that once the delivery criteria for the accumulated digital assets 

in the delivery queue are met, they will all be sent at once, starting with the oldest 

automatic download request and proceeding until the most recent automatic 

download request has been sent. Ex. 1004, 11:35-42. 

90. Chang further discloses that in one embodiment, automatic downloads 

can be deferred, for example when available download speeds are low. Ex. 1004, 

11:53-57 (�An automatic download can, for example, be initiated when an electronic 

device initiates it and/or one or more delivery conditions are met (e.g., network type 

or bandwidth is appropriate for download).�). In this embodiment, even when the 

network is the correct type, the bandwidth at a given time or location might not be 

favorable, such that the download may be delayed until transmission conditions are 

better. Id. For example, if multiple automatic downloads are requested and placed in 

the delivery queue while the download speeds are below a predetermined threshold, 

they will all be held back until the electronic device is accessible via the required 

network type at or above the specified minimum bandwidth. Id. It would have been 

obvious to a POSITA that once those two criteria are met, the undelivered automatic 
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updates in the delivery queue would be sent to the electronic device all at once in a 

single batch. 

91. Similarly, Chang discloses that an automatic download can be delayed 

until a user is on a Wi-Fi network. Ex. 1004, 13:41-56. In these scenarios, all 

received automatic download requests would be held back until the user is on the 

appropriate Wi-Fi network. It would have been obvious to a POSITA that once the 

user is on the Wi-Fi network, all automatic downloads that had been deferred would 

be sent at once. 

92. Therefore, Chang discloses multiple criteria for deferring automatic 

downloads, and it would have been obvious to a POSITA that all deferred automatic 

downloads would be sent at the same time once the criteria is fulfilled. Thus, Chang 

renders obvious �[t]he method of claim 23, wherein the update sequence further 

comprises: batching the deferred data updates for the device.�  

D. Dependent Claim 26 

93. Chang renders obvious �[t]he method of claim 23, wherein the data 

update includes at least one of an email update, an Really Simple Syndication (RSS) 

feed update, a social networking update, a software update, a map update, or a 

gaming update.�  

94. Specifically, Chang discloses that the �digital assets� used in the 

described method comprise �various types of media related items (e.g., musical 

Ex.1003.00053



Ex. 1003, page 51 

albums, songs, movies, audio, video, textual content, books) as well as various 

application programs (�applications�) that can be provided for electronic devices 

(e.g., productivity products, games, computer applications for computing devices).� 

Ex. 1004, 4:53-58 (emphasis added). Chang further discloses that digital assets can 

include games or computing applications for computing devices. Id. 

95. As noted above in § VIII.A.1, both Chang and the �196 Patent disclose 

transmitting data related to applications along with relating to applications generally. 

See § VIII.A.1. A POSITA would have understood that Chang�s digital assets and 

the �196 Patent�s data updates both relate to applications and describe data to be sent 

to a mobile device. Ex. 1001, 11:4-7; Ex. 1008 at 3-7; Ex. 1004, 1:23-24, 4:53-58. 

Chang also explicitly discloses checking the required version of an application prior 

to transmitting the digital asset or application update, so that �a new or revised 

version of an asset can be effectively automatically downloaded if available at the 

time the download takes place.� Ex. 1004, 14:52-55. Therefore, Chang discloses 

evaluating the current version of a digital asset to be transmitted, and if applicable 

sending a �new or revised version� of the digital asset. A POSITA would have 

understood this disclosure to comprise updated versions of each digital asset. Id.  

96. This interpretation is in keeping with Patent Owner�s infringement 

contentions that software updates and gaming updates meet the �data updates� 

element of claim [23] (and dependent claim [26]). Ex. 1004, 11:35-44, 14:52-60; Ex. 
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1008 at 3-7. Chang likewise expressly discloses these same software updates and 

data updates. Ex. 1008 at 44-48; Ex. 1004, 11:35-44, 14:52-60, 4:53-58 (digital 

assets can include �various application programs (�applications�) that can be 

provided for electronic devices (e.g., productivity products, games, computer 

applications for computing devices).�).  

97. Chang expressly discloses determining the most recent version of an 

application and replacing an older version that is to be downloaded with the newest 

version. See supra § VIII.A.1; Ex-1004, 11:35-44, 11:52-55. Chang further discloses 

automatically downloading applications where �a new or revised version of an asset 

can be effectively automatically downloaded.� Ex. 1004, 14:52-55. Chang also 

requires the server to verify that the appropriate version of the digital asset is sent. 

Ex. 1004, 11:35-44. Thus, the sending of applications expressly disclosed in Chang 

applies to both applications and updated versions of applications. See supra § 

VIII.A.1, Ex. 1001, 11:4-7; Ex. 1008 at 44-48; Ex. 1004, 1:23-24, 4:53-58.  

98. It would have been obvious to a POSITA that determining the most 

up-to-date version of games or computer applications and sending the most recent 

version would apply not only to newly purchased digital assets, but previously 

purchased digital assets as well. Therefore, Chang renders obvious �[t]he method of 

claim 23, wherein the data update includes at least one of an email update, an Really 

Ex.1003.00055



Ex. 1003, page 53 

Simple Syndication (RSS) feed update, a social networking update, a software 

update, a map update, or a gaming update.�  

E. Dependent Claim 27 

99. Chang renders obvious �[t]he method of claim 23, wherein the first 

network and the second network comprise at least one of the following: the first 

network is a Third Generation Mobile (3G) network and the second network is an 

Enhanced Data Rates for Global Evolution (EDGE) network, the first network is a 

Fourth Generation Mobile (4G) network and the second network is an Enhanced 

Data Rates for Global Evolution (EDGE) network, the first network is a Long Term 

Evolution (LTE) network and the second network is an Enhanced Data Rates for 

Global Evolution (EDGE) network, the first network is an Evolution-Data 

Optimized (EV-DO) network and the second network is a Code Division Multiple 

Access (CDMA) network, the first network is a Fourth Generation Mobile (4G) 

network and the second network is a Third Generation Mobile (3G) network, the 

first network is a data network and the second network is a voice network, or the 

first network is a data network and the second network is a mixed voice and data 

network.�  

100. On its face, there are significant problems with the language of 

dependent claim related to the order and dependency of the identified first and 
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second network pairs [27].5 For example, claim [27] depends from independent 

claim [23], which requires the second network to be �more capable� than the first 

network. Ex. 1001, cls. 23, 27. The �196 Patent�s specification also provides a nearly 

identical list of network pairs as disclosed in dependent claim [27], except the 

ordered pairs are inverted where the specification lists the more capable network as 

the first network, while the claim language requires the second network to be the 

more capable network. Compare Ex. 1001, cl. 27 with Ex. 1001, 9:9-46. 

Nevertheless, since the prior art discloses an example coextensive with an example 

in Patent Owner�s infringement contentions (e.g., Wi-Fi and cellular networks), the 

prior art discloses this limitation. 

101. Disregarding the identified claim language issues, Chang discloses that 

an automatic download option is provided to the user �to effectively allow the user 

to select whether the automatic downloads should take place via a cellular network 

(which may have a data transfer fee). If the selectable option is set to �off�, then 

automatic download will only occur when the electronic device is connected to a 

Wi-Fi connection.� Ex. 1004, 13:41-56, Fig. 9.  

 

5 I understand Petitioners have taken no position with respect to § 112 issues in this 

proceeding.. 
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102. As noted above in § VIII.A.4, Patent Owner asserts in its district court 

infringement contentions that deferring data updates while on a cellular network 

until a mobile device is on a Wi-Fi network discloses the requirements of claim 

element [23.3] related to the second network being more capable than the first 

network. Compare Ex. 1008 at 25-30, with Ex. 1004, Fig. 9. 

Patent Owner�s Infringement Contentions (Ex. 1008) at 26 (annotated). 
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Chang (Ex. 1004), Fig. 9 (annotated). 

 

103. In its infringement contentions Patent Owner has asserted that �Each 

Accused Product first network is a data network and the second network is a mixed 

voice and data network.� Ex. 1008 at 49. The exact same configuration outlined in 

Patent Owner�s infringement contentions related to a first network being a cellular 

network, and second network being a Wi-Fi network is disclosed in Chang. Because 

Patent Owner makes assertions in its infringement contentions regarding Wi-Fi only 

downloads include a cellular network being a data network and a Wi-Fi network 

being a mixed voice and data network, it is obvious that Chang, through its identical 

disclosure of Wi-Fi only automatic downloads, likewise discloses a first network 
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being a data network and a second network being a mixed voice and data network. 

Thus, Chang renders obvious the elements of dependent claim [27]. 

IX. ANALYSIS OF CHANG PROVISIONAL 

104. Below is a chart showing where in the disclosure of provisional 

application No. 61/451,057 there is support for Claim 1 in Chang: 

Chang Claim 1 Prov. App. 61/451,057 
[1a] A method comprising: 
detecting, by a processor of a 
server device corresponding to 
an online store, that a first digital 
asset has been acquired from the 
online store by an acquisition 
device associated with a first 
user account; 

[0039]: By way of example, the auto download detection component 410 can 
detect that a digital asset has been purchased or is to be purchased via an 
electronic device associated with a user. In the example, if this is the first 
purchase made by the user and/or first purchase made via the electronic device, 
the configuration manager 402 can be activated to generate an initial UI 
component to be displayed to the electronic device used to purchase the asset 
and/or a number of other electronic devices that are associated with the user.  

See also, [0025], [0028]-[0035], [0039]-[0041], Fig. 3, Fig. 4, Fig. 5, Fig. 6. 
[1b] arranging, by the processor, 
delivery of the first digital asset 
to the acquiring device by the 
online store; 

[0025]: In accordance with one aspect, when a digital asset is acquired form an 
online store via an electronic device associated with a user, the digital asset can 
be arranged for delivery to a number of other of electronic devices also 
associated with the user. It will be appreciated that the digital asset can be 
delivered and acquired without requiring explicit user input or instruction in 
accordance with another aspect. By way of example, an electronic device can 
be configured to automatically download a digital asset when it receives a 
notification (e.g., a push notification) directly or indirectly via an online store 
server.  
 
See also, [0025], [0028]-[0035], [0039]-[0041], Fig. 3, Fig. 4, Fig. 5, Fig. 6. 
 

[1c] determining, by the 
processor, that a second 
electronic device, other than the 
acquisition device, is associated 
with the first user account; 

[0040]: By way of example, when purchase of a digital asset from an online 
store via an acquisition device is detected by the automatic download detection 
component 410, the auto download manager 408 can determine at least partly 
based on device, user registration data, and auto download configuration data 
stored in the auto download data storage 406,whether the digital asset and/or 
another digital asset (e.g., a similar digital asset, an additional bonus asset) is 
to be automatically downloaded to one or more electronic devices other than 
the acquisition device registered to the user. If so, a content 
selection/determination component 414 can determine and/or select the content 
to be automatically downloaded based on one more criteria (e.g., a device 
capability, a network parameter). 
 
See also, [0025], [0028]-[0035], [0039]-[0041], Fig. 3, Fig. 4, Fig. 5, Fig. 6. 
 

[1d] receiving, by the processor, 
automatic download options data 
for the second electronic device 
indicating user selected media 
types that should be 

[0048]: Subsequently, it can be determined (610) whether automatic download 
configuration data is needed. Automatic download configuration data can, for 
example, represent preferences of a user with respect to automatically 
downloading. The download configuration data can pertain to particular types 
of digital assets for various devices that have been registered to the user. 
Although not shown in FIG. 6, it should be noted that authentication of the 
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automatically downloaded to the 
second electronic device; 

user can also be performed during the configuration process. In any case, if it 
is determined (610) that configuration data is needed, the method 500 can 
effectively wait (612) for data to be received. 
 
[0049]: If it is determined (616) based on the download configuration data 
whether the digital asset is to be delivered to at least one electronic device 
other than the acquisition device, the digital asset is arranged (618) for 
automatic download to at least one electronic device other than the acquisition 
device. Arranging (618) the digital asset for delivery can, for example, include 
determining an appropriate type, version and/or format to be delivered to a 
particular electronic device, sending a push notification to an electronic device, 
storing the appropriate digital asset in a delivery queue for delivery at an 
appropriate time (e.g., when one or more network conditions are met), and/or 
recording automatic download data for a particular user and/or device. 
 
[0056]: To elaborate even further, FIG. 9 depicts an exemplary automatic 
configuration UI in form of a window 900 suitable for display on various 
electronic devices. Referring to FIG. 9, automatic download options (or 
switches) for assets purchased for a fee (or acquired for free) are provided in 
the window 900. It should be noted that automatic download options of 
window 900 can be provided based on asset types that may be applicable to a 
particular electronic device. As such, "Music," "Apps," and "Books" can be 
presented as selectable options in window 900 to the user. However, it should 
be noted that if an electronic device, for example, does not have the ability to 
use "Apps" or "Books," then only a "Music" option may be displayed for that 
electronic device. Alternatively, more media types (e.g., movies) may be 
disabled as selectable options if applicable. 
 
See also, [0037]-[0039], [0047]-[0050], [0055]-[0058], Fig. 4, Fig. 5, Fig. 6, 
Fig. 9. 
 

[1e] based on the automatic 
download options data for the 
second electronic device, 
determining, by the processor, 
that the first digital asset 
corresponds to a media type that 
should be automatically 
downloaded to the second 
electronic device; 

[0049]: If it is determined (616) based on the download configuration data 
whether the digital asset is to be delivered to at least one electronic device 
other than the acquisition device, the digital asset is arranged (618) for 
automatic download to at least one electronic device other than the acquisition 
device. Arranging (618) the digital asset for delivery can, for example, include 
determining an appropriate type, version and/or format to be delivered to a 
particular electronic device, sending a push notification to an electronic device, 
storing the appropriate digital asset in a delivery queue for delivery at an 
appropriate time (e.g., when one or more network conditions are met), and/or 
recording automatic download data for a particular user and/or device. 
 
[0056]: To elaborate even further, FIG. 9 depicts an exemplary automatic 
configuration UI in form of a window 900 suitable for display on various 
electronic devices. Referring to FIG. 9, automatic download options (or 
switches) for assets purchased for a fee (or acquired for free) are provided in 
the window 900. It should be noted that automatic download options of 
window 900 can be provided based on asset types that may be applicable to a 
particular electronic device. As such, "Music," "Apps," and "Books" can be 
presented as selectable options in window 900 to the user. However, it should 
be noted that if an electronic device, for example, does not have the ability to 
use "Apps" or "Books," then only a "Music" option may be displayed for that 
electronic device. Alternatively, more media types (e.g., movies) may be 
disabled as selectable options if applicable. 
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See also, [0037]-[0039], [0047]-[0050], [0055]-[0058], Fig. 4, Fig. 5, Fig. 6, 
Fig. 9. 
 

[1f] arranging, by the processor, 
based on the determination, 
delivery of the first digital asset 
to the second electronic device 
by the online store when the first 
digital asset corresponds to a 
media type that the automatic 
download options data indicates 
should be automatically 
downloaded to the second 
electronic device; and 

[0049]: If it is determined (616) based on the download configuration data 
whether the digital asset is to be delivered to at least one electronic device 
other than the acquisition device, the digital asset is arranged (618) for 
automatic download to at least one electronic device other than the acquisition 
device. Arranging (618) the digital asset for delivery can, for example, include 
determining an appropriate type, version and/or format to be delivered to a 
particular electronic device, sending a push notification to an electronic device, 
storing the appropriate digital asset in a delivery queue for delivery at an 
appropriate time (e.g., when one or more network conditions are met), and/or 
recording automatic download data for a particular user and/or device. 
 
[0056]: To elaborate even further, FIG. 9 depicts an exemplary automatic 
configuration UI in form of a window 900 suitable for display on various 
electronic devices. Referring to FIG. 9, automatic download options (or 
switches) for assets purchased for a fee (or acquired for free) are provided in 
the window 900. It should be noted that automatic download options of 
window 900 can be provided based on asset types that may be applicable to a 
particular electronic device. As such, "Music," "Apps," and "Books" can be 
presented as selectable options in window 900 to the user. However, it should 
be noted that if an electronic device, for example, does not have the ability to 
use "Apps" or "Books," then only a "Music" option may be displayed for that 
electronic device. Alternatively, more media types (e.g., movies) may be 
disabled as selectable options if applicable. 
 
See also, [0037]-[0039], [0047]-[0050], [0055]-[0058], Fig. 4, Fig. 5, Fig. 6, 
Fig. 9. 
 

[1g] preventing the second 
device from downloading the 
first digital asset when the first 
digital asset is a media type that 
the automatic download options 
data indicates should not be 
automatically downloaded to the 
second electronic device. 

[0058]: As noted above, automatic download configuration can be presented as 
one or more selectable options or switches that can be enabled or disabled. The 
selectable options and switches for allowing automatic download may initially 
(or as a default option) be turned off so as not to allow automatic download.  
 
Fig. 9:     
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See also, [0037]-[0039], [0047]-[0050], [0055]-[0058], Fig. 4, Fig. 5, Fig. 6, 
Fig. 9. 
 

105. In addition, the provisional application of Chang is identical to the 

specification of Chang relied upon as prior art, therefore the portions of Chang I 

identify in Section VIII were in the provisional application. 

X. CONCLUSION 

106. I hereby declare that all statements made of my own knowledge are true 

and that all statements made on information and belief are believed to be true. I 

further declare that these statements were made with the knowledge that willful false 

statements and the like so made are punishable by fine or imprisonment, or both, 

under Section 1001 of the Title 18 of the United States Code and that such willful 

false statements may jeopardize the validity of this proceeding.  
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XI. CLAIM LISTING 

Cl. No. Elem. Claim Language 
23 [23.0] A method for a device to receive data updates comprising: 

[23.1] cycling over time through an update sequence that includes: 
[23.2] deferring, during coverage by a first network, data updates for the device; 
[23.3] transmitting a data update request in response to coverage by a second network, wherein 

the second network is a more capable network than the first network; and 
[23.4] receiving, during the second coverage configuration, a data update. 

24 [24] The method of claim 23, wherein the device comprises at least one of a mobile phone, a 
smartphone, a laptop computer, a netbook device, a tablet device or a personal digital 
assistant. 

25 [25] The method of claim 23, wherein the update sequence further comprises: batching the 
deferred data updates for the device. 

26 [26] The method of claim 23, wherein the data update includes at least one of an email update, 
an Really Simple Syndication (RSS) feed update, a social networking update, a software 
update, a map update, or a gaming update. 

27 [27] The method of claim 23, wherein the first network and the second network comprise at 
least one of the following: the first network is a Third Generation Mobile (3G) network 
and the second network is an Enhanced Data Rates for Global Evolution (EDGE) 
network, the first network is a Fourth Generation Mobile (4G) network and the second 
network is an Enhanced Data Rates for Global Evolution (EDGE) network, the first 
network is a Long Term Evolution (LTE) network and the second network is an Enhanced 
Data Rates for Global Evolution (EDGE) network, the first network is an Evolution-Data 
Optimized (EV-DO) network and the second network is a Code Division Multiple Access 
(CDMA) network, the first network is a Fourth Generation Mobile (4G) network and the 
second network is a Third Generation Mobile (3G) network, the first network is a data 
network and the second network is a voice network, or the first network is a data network 
and the second network is a mixed voice and data network. 
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