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I. STATEMENT OF RELIEF REQUESTED 

Pursuant to 35 U.S.C. § 317(a) and 37 C.F.R. § 42.5(a), and the Board’s 

authorization via email on August 16, 2024, Petitioner MediaTek Inc. (“Petitioner” or 

“MediaTek”) and Patent Owner, ParkerVision Inc. (“Patent Owner” or 

“ParkerVision”), jointly move that the Board terminate the above-captioned proceeding 

as a result of an agreement between Petitioner and Patent Owner with respect to the 

patent at issue.  

Pursuant to 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(b), Petitioner and Patent 

Owner submit concurrently herewith a true and correct copy of the Confidential 

Agreement Regarding Dismissal of ’835 Patent and Termination of IPR (“Confidential 

Agreement”) governing the resolution of the inter partes review and underlying 

litigation with respect to the ’835 Patent. (See Confidential Ex. 1026). There are no 

other collateral agreements, oral or written, between the parties made in connection 

with, or in contemplation of, the termination of this proceeding. 

The parties are concurrently filing a joint request that the Confidential 

Agreement be treated as business confidential information, be kept separate from the 

file of the involved patents, and be made available only to Federal Government agencies 

on written request, or to any person on a showing of good cause pursuant to 35 U.S.C. 

§ 42.74(c). 
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II. ARGUMENT 

Good cause exists to terminate this proceeding. “The Board expects that a 

proceeding will terminate after the filing of a settlement agreement, unless the Board 

has already decided the merits of the proceeding.” Patent Office Trial Practice Guide 

(Nov. 2019); see also 35 U.S.C. § 317(a) (“An inter partes review instituted under 

this chapter shall be terminated with respect to any petitioner upon the joint request of 

the petitioner and the patent owner, unless the Office has decided the merits of the 

proceeding before the request for termination is filed”). Here, the parties respectfully 

submit that termination is appropriate because they have reached an agreement that 

resolves all disputes between the parties involving the patent at issue in the above-

captioned inter partes review and the Board has not issued a final written decision or 

decided the merits of the proceeding. Moreover, the parties filed a Joint Stipulation 

for Dismissal in the United States District Court for the Eastern District of Texas on 

August 15, 2024 in the underlying lawsuit styled ParkerVision, Inc. v. MediaTek Inc., 

No. 6:22-cv-01163 (W.D. Tex.), and the Court dismissed claims with respect to the 

’835 Patent on August 19, 2024. 

Accordingly, Petitioner and Patent Owner have complied with the requirements 

of 35 U.S.C. § 317 and 37 C.F.R. § 42.74, and it is appropriate for the Board to dismiss 

the above-captioned proceeding. 
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Dated: August 21, 2024 

/ Jessica Kaiser /   

Jessica Kaiser 
Reg. No. 58,937 
Kaiser-ptab@perkinscoie.com 
PERKINS COIE LLP 
1900 Sixteenth Street, Suite 1400 
Denver, CO 80202 
Tel: (303) 291-2300 
Fax: (303) 291-2400 
  
 
 

/ Jason S. Charkow /  

Jason S. Charkow  
Reg. No. 46,418  
Chandran B. Iyer  
Reg. No. 48,434  
jcharkow@daignaultiyer.com 
cbiyer@daignaultiyer.com  
DAIGNAULT IYER LLP  
8618 Westwood Center Drive, Suite 150  
Vienna, VA 22182 
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CERTIFICATE OF SERVICE 
 

The undersigned certifies that true copies of the JOINT MOTION TO 

TERMINATE PURSUANT TO 35 U.S.C. § 317 AND 37 C.F.R. § 42.74 was served 

electronically on August 21, 2024 in its entirety on the following counsel of record 

for Patent Owner: 

Jason S. Charkow 
jason.s.charkow@gmail.com 

Richard Juang 
richard.juang@gmail.com 

Chandran B. Iyer 
cbiyer@daignaultiyer.com 

Ronald M. Daignault 
rdaignault@daignaultiyer.com 

 

 

Dated: August 21, 2024 
 
 
 

PERKINS COIE LLP 
1900 Sixteenth Street, Suite 1400 
Denver, CO 80202 
Tel: (303) 291-2300 
Fax: (303) 291-2400 

 / Jessica Kaiser /  
Jessica Kaiser 
Reg. No. 58,937 
Kaiser-ptab@perkinscoie.com 


