PATENT
Attorney Docket No. 269.0003-03000
Customer No. 22882

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
In re Application of: ) Confirmation No.: 5143
Gregory D. Conley et al. )
Serial No.: 16/451,483 ) Group Art Unit: 3600
Filed: June 25, 2019 )
For: ELECTRONIC VAPORIZER )

Commissioner for Patents
P.0O. Box 1450
Alexandria, VA 22313-1450
Sir:
DECLARATION UNDER 37 C.F.R. § 1.131

I, Gregory D. Conley, declare as follows:

1. 'am one of the named inventors of the above-identified application, and the
other named inventor and | are the sole inventors of the subject mater described and
claimed therein.

2. The present application was filed on June 25, 2019 and claims priority as a
continuation of U.S. Application No. 15/377,522 (now U.S. Patent No. 10,334,881), filed
on December 13, 2016, which claims priority as continuation of U.S. Application No.
14/510,955 (now U.S. Patent No. 9,532,604), filed on October 9, 2014, which claims
priority as continuation of U.S. Application No. 13/594,813 (now U.S. Patent No.
8,897,628), filed on August 25, 2012, which claims priority as continuation in part of
U.S. Application No. 12/843,917, filed on July 27, 2010. U.S. Application No.
12/843,917 claims the benefit of U.S. Provisional Application No. 61/273,097, filed on
July 31, 2009, and claims the benefit of U.S. Provisional Application No. 61/271,819,
filed on July 27, 2009. U.S. Application No. 13/594,813 claims the benefit of U.S.
Provisional Application No. 61/527,434, filed on August 25, 2011.

3. Prior to January 13, 2010 (the publication date listed on the face page of
CN201379072), the other named inventor and | reduced to practice in this country the
invention as described and claimed in the above-identified application. Evidence of our
reduction to practice is set forth below and attached hereto as Exhibit A.

4. Exhibit A includes Figs. 1-17 that depict the product and the componentry

thereof that embody the reduction to practice of the invention as described and claimed
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in the above-identified application. The figures of Exhibit A depict an Electronic
Cigarette Starter Kit (including an electronic cigarette having a cartridge (yellow portion
of electronic cigarette in Exhibit A)) and replacement Cartridges (sold separately from
the Electronic Cigarette Starter Kit). As depicted in Exhibit A, the electronic cigarette is
provided to vaporize at least a portion of a vaping liquid contained in a holding medium
contained in the cartridge. The vaporization is facilitated using a heating element
included in the cartridge responsive to electrical power received from a battery (white
portion of electronic cigarette in Exhibit A), and the vaporized liquid is for oral
provisioning to an individual in an airflow that travels through the electronic cigarette.

5. The relationship of the subject matter of the claims to the product and the
componentry thereof shown in Exhibit A is set forth below.

(a1) Independent claim 41

Preamble: a cartridge configured to couple to a power source (see Fig. 2
of Exhibit A showing a white battery) of an electronic vaporizer (see Fig. 2 of
Exhibit A showing an electronic cigarette).

Recitation 1:

a housing (of the cartridge) (see Figs. 2-9 of Exhibit A showing yellow
cartridge) having an interior and a solution holding medium adapted to hold a
solution (see Figs. 7-12 of Exhibit A showing a batting material that is a solution
holding medium on an interior of the housing), the housing having a first end and
a second end that is opposite the first end (see Figs. 6, 7, and 15 of Exhibit A
showing a first end and a second end of the yellow cartridge), the housing having
a first aperture proximate the first end and a second aperture proximate the
second end (see Fig. 15 of Exhibit A showing a first aperture at the first end of
the yellow cartridge and a second aperture at the second end of the yellow
cartridge), the first end of the housing being adapted to electrically couple to the
power source (see Figs. 2 and 15 of Exhibit A showing an electrical conductive
threaded portion of the yellow cartridge for electrically coupling with an electrical
conductive threaded portion on the white battery), the first aperture and the
second aperture being in communication with one another to permit an airflow

through the housing from the first aperture to the second aperture (see Figs. 5-13

2-
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of Exhibit A showing first and second apertures permitting an airflow through the
yellow cartridge); and

Recitation 2

a heating element (of the cartridge) located in the interior of the housing
(see Figs. 6-14 of Exhibit A showing a heating element), the heating element
extending transversely to a central longitudinal axis of the housing and being at
least partially exposed to the airflow (see Figs. 6-14 of Exhibit A showing the
respective arrangement of the heating element relative to the airflow through the
yellow cartridge), the heating element being configured to vaporize at least a
portion of the solution for oral provision to an individual in the airflow, the heating
element being responsive to electrical power received from the power source
(this corresponds to the purpose of the electronic cigarette of Exhibit A).
(b1) Dependent claim 42

Recitation: further in combination with a power source adapted to be
electrically coupled to the first end of the housing, the power source including a
battery (see Fig. 2 of Exhibit A showing the white battery and the relationship
with the first end of the housing).
(c1) Dependent claim 43

Recitation: wherein the cartridge is adapted to permit the airflow to pass
on both transverse sides of the heating element during use of the electronic
vaporizer (see Figs. 6-14 of Exhibit A showing the respective arrangement of the
heating element relative to the airflow through the yellow cartridge).

(d1) Dependent claim 44

Recitation: wherein the heating element includes a wicking material being

operative to permit at least a portion of the solution to be held in the solution
holding medium to be drawn toward the heating element to be vaporized (see
Figs. 6- 14 of Exhibit A show the wicking material passing through the heating
element and being operative to attract a portion of the solution from the solution
holding medium located immediately adjacent opposite ends of the heating
element toward the heating element).

(e1) Dependent claim 45
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Recitation: wherein the first aperture proximate the first end is smaller than
the second aperture proximate the second end (see Fig. 15 of Exhibit A showing
dimensions of the first aperture and the second aperture).

(f1) Dependent claim 46

Recitation: further comprising a solution in the solution holding medium,

the solution comprising one of propylene glycol and nicotine (the solution holding
medium of Figs. 6 and 12 of Exhibit A held a solution comprising propylene glycol
and nicotine).

(91) Dependent claim 47

Recitation: further comprising an airflow passageway in the housing, at
least a portion of the airflow passageway extending centrally and axially with
respect to the housing (see Figs. 5-13 and 15-17 of Exhibit A showing the airflow
passageway through the yellow cartridge).

(h1) Dependent claim 48

Recitation: wherein a majority of the portion of the airflow passageway has

a substantially uniform cross-sectional area measured perpendicular to the
central longitudinal axis of the housing between the heating element and the
second aperture (see Figs. 6-10 and 15 of Exhibit A for a majority of the airflow
passageway having a uniform cross-sectional area between the heating element
and the second aperture).

(1)  Dependent claim 49

Recitation: wherein the airflow passageway extends centrally and axially
from the first aperture to the second aperture (see Figs. 5-13 and 15-17 of Exhibit
A showing the airflow passageway through the yellow cartridge).

(i1) Dependent claim 50

Recitation: wherein the airflow passageway extends in a straight path from
the first aperture to the second aperture with only the heating element obstructing
a portion of the airflow through the airflow passageway along the central
longitudinal axis of the housing (see Figs. 5-17 of Exhibit A showing the airflow
passageway through the yellow cartridge, and the location of the heating

element).
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(k1) Dependent claim 51

Recitation: wherein the heating element includes a coil (see Figs. 6-14 of
Exhibit A showing a coil of the heating element).

(1)  Dependent claim 52

Recitation: wherein the housing further comprises an airflow chamber
having a length extending intermediate of the heating element and the second
aperture, the chamber having an interior between the heating element and the
second aperture, the interior having no cross-sectional area measured
perpendicular to the central longitudinal axis of the housing smaller in cross-
sectional area than a cross-sectional area of the second aperture (see Figs. 6-10
and 15 of Exhibit A showing an airflow chamber having an interior between the
heating element and the second aperture, and having the relationship of cross-
sectional areas with a cross-sectional area of the second aperture).

(m1) Dependent claim 53

Recitation: wherein the housing further comprises an airflow chamber
having a length extending intermediate of the heating element and the second
aperture, the length of the chamber having a substantially uniform cross-
sectional area along a continuous majority of the length, the substantially uniform
cross-sectional area being measured perpendicular to the central longitudinal
axis of the housing, no portion of the chamber from immediately adjacent the
heating element to the second aperture having a cross-sectional area smaller
than a cross-sectional area of the second aperture (see Figs. 6-10 and 15 of
Exhibit A showing an airflow chamber between the heating element and the
second aperture, having a substantially uniform cross-sectional area along a
continuous majority of a length thereof, and having the relationship of cross-
sectional areas with a cross-sectional area of the second aperture).

(n1) Dependent claim 54

Recitation: wherein the airflow through the housing follows an airflow path,
a first portion of the airflow path proximate the first aperture being defined
substantially centrally and axially with respect to the central longitudinal axis of

the housing, and a second portion of the airflow path proximate to the second
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aperture being defined substantially centrally and axially with respect to the
central longitudinal axis of the housing (see Figs. 6-10 and 15 of Exhibit A
showing the arrangement of a first portion and a second portion of an airflow path
adjacent the first aperture and the second aperture, respectively).

(0o1) Dependent claim 55

Recitation: wherein the heating element includes a material that when
powered by the power source is adapted to vaporize the solution brought into
contact with the heating element (this corresponds to the purpose of the
electronic cigarette of Exhibit A).

(a2) Independent claim 56

Preamble: a cartridge configured to couple to a power source (see Fig. 2
of Exhibit A showing a white battery) of an electronic vaporizer(see Fig. 2 of
Exhibit A showing an electronic cigarette).

Recitation 1:

a housing (of the cartridge) (see Figs. 2-9 of Exhibit A showing yellow
cartridge) having an interior and a solution holding medium adapted to hold a
solution (see Figs. 7-12 of Exhibit A showing a batting material that is a solution
holding medium on an interior of the housing), the housing having a first end and
a second end that is opposite the first end and a central longitudinal axis
extending from the first end to the second end (see Figs. 6, 7, and 15 of Exhibit A
showing a first end and a second end of the yellow cartridge, and central
longitudinal axis extending from the first end to the second end), the housing
having a first aperture proximate the first end and a second aperture proximate
the second end (see Fig. 15 of Exhibit A showing a first aperture at the first end
of the yellow cartridge and a second aperture at the second end of the yellow
cartridge), the first end of the housing being adapted to electrically couple to the
power source (see Figs. 2 and 15 of Exhibit A showing an electrical conductive
threaded portion of the yellow cartridge for electrically coupling with an electrical
conductive threaded portion on the white battery), the first aperture and the

second aperture being in communication with one another to permit an airflow
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through the housing (see Figs. 5-13 of Exhibit A showing first and second
apertures permitting an airflow through the yellow cartridge); and

Recitation 2:

a heating element (of the cartridge) located in the interior of the housing
(see Figs. 6-14 of Exhibit A showing a heating element), the heating element
including a coil extending transversely to the central longitudinal axis of the
housing and transversely to a direction of the airflow such that the airflow passes
on both transverse sides of the heating element during use of the electronic
vaporizer(see Figs. 6-14 of Exhibit A showing a coil of the heating element, and
the respective arrangement of the heating element relative to the airflow through
the yellow cartridge), the heating element being configured to vaporize at least
the portion of the solution drawn to the heating element for oral provision to an
individual in the airflow, the heating element being responsive to electrical power
received from the power source (this corresponds to the purpose of the electronic
cigarette of Exhibit A).
(b2) Dependent claim 57

Recitation: further in combination with a power source adapted to be

electrically coupled to the first end of the housing, the power source including a
battery (see Fig. 2 of Exhibit A showing the white battery and the relationship
with the first end of the housing).

(c2) Dependent claim 58

Recitation: wherein the heating element includes a wicking material being
operative to permit at least a portion of the solution to be held in the solution
holding medium to be drawn toward the heating element to be vaporized (see
Figs. 6- 14 of Exhibit A show the wicking material passing through the heating
element and being operative to attract a portion of the solution from the solution
holding medium located immediately adjacent opposite ends of the heating

element toward the heating element).

(d2) Dependent claim 59
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Recitation: wherein the first aperture proximate the first end is smaller than
the second aperture proximate the second end (see Fig. 15 of Exhibit A showing
dimensions of the first aperture and the second aperture).

(e2) Dependent claim 60

Recitation: further comprising a solution in the solution holding medium,
the solution comprising one of propylene glycol and nicotine (the solution holding
medium of Figs. 6 and 12 of Exhibit A held a solution comprising propylene glycol
and nicotine).

(f2)  Dependent claim 61

Recitation: further comprising an airflow passageway in the housing, at

least a portion of the airflow passageway extending centrally and axially with
respect to the housing (see Figs. 5-13 and 15-17 of Exhibit A showing the airflow
passageway through the yellow cartridge).

(92) Dependent claim 62

Recitation: wherein a majority of the portion of the airflow passageway has
a substantially uniform cross-sectional area measured perpendicular to the
central longitudinal axis of the housing between the heating element and the
second aperture (see Figs. 6-10 and 15 of Exhibit A for a majority of the airflow
passageway having a uniform cross-sectional area between the heating element
and the second aperture).
(h2) Dependent claim 63

Recitation: wherein the airflow passageway extends centrally and axially

from the first aperture to the second aperture (see Figs. 5-13 and 15-17 of Exhibit
A showing the airflow passageway through the yellow cartridge).

(i2) Dependent claim 64

Recitation: wherein the airflow passageway extends in a straight path from
the first aperture to the second aperture with only the heating element obstructing
a portion of the airflow through the airflow passageway along the central
longitudinal axis of the housing (see Figs. 5-17 of Exhibit A showing the airflow
passageway through the yellow cartridge, and the location of the heating

element).
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(i2) Dependent claim 65

Recitation: wherein the cartridge is formed as an integrated single
assembly (see Figs. 2-12 and 15 showing the yellow cartridge is an integrated
single assembly).

(k2) Dependent claim 66

Recitation: wherein the airflow through the housing follows an airflow path,

a first portion of the airflow path proximate the first aperture being defined
substantially centrally and axially with respect to the central longitudinal axis of
the housing, and a second portion of the airflow path proximate to the second
aperture being defined substantially centrally and axially with respect to the
central longitudinal axis of the housing (see Figs. 6-10 and 15 of Exhibit A
showing the arrangement of a first portion and a second portion of an airflow path
adjacent the first aperture and the second aperture, respectively).

(2)  Dependent claim 67

Recitation: wherein the housing further comprises an airflow chamber

having a length extending intermediate of the heating element and the second
aperture, the chamber having an interior between the heating element and the
second aperture, the interior having no cross-sectional area measured
perpendicular to the central longitudinal axis of the housing smaller in cross-
sectional area than a cross-sectional area of the second aperture (see Figs. 6-10
and 15 of Exhibit A showing an airflow chamber having an interior between the
heating element and the second aperture, and having the relationship of cross-
sectional areas with a cross-sectional area of the second aperture).

(m2) Dependent claim 68

Recitation: wherein the housing further comprises an airflow chamber
having a length extending intermediate of the heating element and the second
aperture, the length of the chamber having a substantially uniform cross-
sectional area along a continuous majority of the length, the substantially uniform
cross-sectional area being measured perpendicular to the central longitudinal
axis of the housing, no portion of the chamber from immediately adjacent the

heating element to the second aperture having a cross-sectional area smaller
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than a cross-sectional area of the second aperture (see Figs. 6-10 and 15 of
Exhibit A showing an airflow chamber between the heating element and the

second aperture, having a substantially uniform cross-sectional area along a
continuous majority of a length thereof, and having the relationship of cross-
sectional areas with a cross-sectional area of the second aperture).

(a3) Independent claim 69

Preamble: a cartridge configured to couple to a power source (see Fig. 2
of Exhibit A showing a white battery) of an electronic vaporizer (see Fig. 2 of
Exhibit A showing an electronic cigarette).

Recitation 1:

a housing (of the cartridge) (see Figs. 2-9 of Exhibit A showing yellow
cartridge) having an interior and a solution holding medium adapted to hold a
solution (see Figs. 7-12 of Exhibit A showing a batting material that is a solution
holding medium on an interior of the housing), the housing having a first end and
a second end that is opposite the first end and a central longitudinal axis
extending from the first end to the second end (see Figs. 6, 7, and 15 of Exhibit A
showing a first end and a second end of the yellow cartridge, and central
longitudinal axis extending from the first end to the second end), the housing
having a first aperture proximate the first end and a second aperture proximate
the second end (see Fig. 15 of Exhibit A showing a first aperture at the first end
of the yellow cartridge and a second aperture at the second end of the yellow
cartridge), the first end of the housing being adapted to electrically couple to the
power source (see Figs. 2 and 15 of Exhibit A showing an electrical conductive
threaded portion of the yellow cartridge for electrically coupling with an electrical
conductive threaded portion on the white battery), the first aperture and the
second aperture being in communication with one another to permit an airflow
through the housing (see Figs. 5-13 of Exhibit A showing first and second
apertures permitting an airflow through the yellow cartridge); and

Recitation 2:

a heating element (of the cartridge) located in the interior of the housing

(see Figs. 6-14 of Exhibit A showing a heating element), the heating element
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extending transversely to the central longitudinal axis of the housing and being at
least partially exposed to the airflow such that the airflow entering through the
first aperture will separate and then pass on both transverse sides of the heating
element and then continue along an airflow path co-axial with the central
longitudinal axis of the housing toward the second aperture during use of the
electronic vaporizer (see Figs. 6-15 of Exhibit A showing the respective
arrangement of the heating element relative to the airflow through the yellow
cartridge), the heating element being configured to vaporize at least the portion
of the solution for oral provision to an individual in the airflow, the heating
element being responsive to electrical power received from the power source
(this corresponds to the purpose of the electronic cigarette of Exhibit A).

(b3) Dependent claim 70

Recitation: further in combination with a power source adapted to be

electrically coupled to the first end of the housing, the power source including a
battery (see Fig. 2 of Exhibit A showing the white battery and the relationship
with the first end of the housing).

(c3) Dependent claim 71

Recitation: wherein the heating element comprises a material that when
powered by the power source is adapted to vaporize the solution brought into
contact with the heating element (see Figs. 6-14 of Exhibit A showing a coil of the
heating element).

(d3) Dependent claim 72

Recitation: further comprising a solution in the solution holding medium,

the solution comprising one of propylene glycol and nicotine (the solution holding
medium of Figs. 6 and 12 of Exhibit A held a solution comprising propylene glycol
and nicotine).

(e8) Dependent claim 73

Recitation: further comprising an airflow passageway in the housing, at
least a portion of the airflow passageway extending centrally and axially with
respect to the housing (see Figs. 5-13 and 15-17 of Exhibit A showing the airflow

passageway through the yellow cartridge).

-11-
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(f3) Dependent claim 74

Recitation: wherein a majority of the portion of the airflow passageway has

a substantially uniform cross-sectional area measured perpendicular to the
central longitudinal axis of the housing between the heating element and the
second aperture(see Figs. 6-10 and 15 of Exhibit A for a majority of the airflow
passageway having a uniform cross-sectional area between the heating element
and the second aperture).

(93) Dependent claim 75

Recitation: wherein the airflow passageway extends centrally and axially
from the first aperture to the second aperture (see Figs. 5-13 and 15-17 of Exhibit
A showing the airflow passageway through the yellow cartridge).

(h3) Dependent claim 76

Recitation: wherein the airflow passageway extends in a straight path from

the first aperture to the second aperture with only the heating element obstructing
a portion of the airflow through the airflow passageway along the central
longitudinal axis of the housing (see Figs. 5-17 of Exhibit A showing the airflow
passageway through the yellow cartridge, and the location of the heating
element).

(i3) Dependent claim 77

Recitation: wherein the cartridge is formed as an integrated single
assembly (see Figs. 2-12 and 15 showing the yellow cartridge is an integrated
single assembly).

(j3) Dependent claim 78

Recitation: wherein the housing further comprises an airflow chamber
having a length extending intermediate of the heating element and the second
aperture, the chamber having an interior between the heating element and the
second aperture, the interior having no cross-sectional area measured
perpendicular to the central longitudinal axis of the housing smaller in cross-
sectional area than a cross-sectional area of the second aperture (see Figs. 6-10

and 15 of Exhibit A showing an airflow chamber having an interior between the

-12-

NJOY Exhibit 2029.012
Juul v. NJOY
IPR2024-00160



Application No. 16/451,483
Declaration under 37 C.F.R. § 1.131

heating element and the second aperture, and having the relationship of cross-
sectional areas with a cross-sectional area of the second aperture).
(k3) Dependent claim 79

Recitation: wherein the housing further comprises an airflow chamber

having a length extending intermediate of the heating element and the second
aperture, the length of the chamber having a substantially uniform cross-
sectional area along a continuous majority of the length, the substantially uniform
cross-sectional area being measured perpendicular to the central longitudinal
axis of the housing, no portion of the chamber from immediately adjacent the
heating element to the second aperture having a cross-sectional area smaller
than a cross-sectional area of the second aperture (see Figs. 6-10 and 15 of
Exhibit A showing an airflow chamber between the heating element and the
second aperture, having a substantially uniform cross-sectional area along a
continuous majority of a length thereof, and having the relationship of cross-
sectional areas with a cross-sectional area of the second aperture).

(a4) Independent claim 80

Preamble: a cartridge configured to couple to a power source of an
electronic vaporizer.

Recitation 1:

a housing (of the cartridge) (see Figs. 2-9 of Exhibit A showing yellow
cartridge) having an interior and a solution holding medium adapted to hold a
solution (see Figs. 7-12 of Exhibit A showing a batting material that is a solution
holding medium on an interior of the housing), the housing having a first end and
a second end that is opposite the first end (see Figs. 6, 7, and 15 of Exhibit A
showing a first end and a second end of the yellow cartridge), the housing having
a first aperture proximate the first end and a second aperture proximate the
second end (see Fig. 15 of Exhibit A showing a first aperture at the first end of
the yellow cartridge and a second aperture at the second end of the yellow
cartridge), the first end of the housing being adapted to electrically couple to the
power source (see Figs. 2 and 15 of Exhibit A showing an electrical conductive

threaded portion of the yellow cartridge for electrically coupling with an electrical
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conductive threaded portion on the white battery), the first aperture and the
second aperture being in communication with one another to permit an airflow
through the housing from the first aperture to the second aperture (see Figs. 5-13
of Exhibit A showing first and second apertures permitting an airflow through the
yellow cartridge); and

Recitation 2:

a heating element (of the cartridge) located in the interior of the housing,
the heating element extending transversely to a central longitudinal axis of the
housing and being at least partially exposed to the airflow (see Figs. 6-14 of
Exhibit A showing the respective arrangement of the heating element relative to
the airflow through the yellow cartridge), the heating element being configured to
vaporize at least a portion of the solution for oral provision to an individual in the
airflow, the heating element being responsive to electrical power received from
the power source (this corresponds to the purpose of the electronic cigarette of
Exhibit A);

Recitation 3:

wherein the cartridge is formed as an integrated single assembly (see

Figs. 2-12 and 15 showing the yellow cartridge is an integrated single assembly).
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6. The product and the componentry thereof shown in Exhibit A and embodied in
independent claims 41, 56, 69, and 80 was sold to customers of Fuma International LLC
before January 13, 2010, as evidenced by Exhibit B. To illustrate, page 1 of Exhibit B
depicts Invoice No. 41 and shows Deluxe Starier Kits and various Cartridges |
(corresponding to those shown in Figs. 1-17 of Exhibit A) were sold before January 13,
2010, and page 2 of Exhibit B depicts Invoice No. 44 and shows that Deluxe Starter Kits
and various Cartridges (corresponding to those shown in Figs. 1-17 of Exhibit A) also
were sold before January 13, 2010.

I declare further that all statements made herein of our own knowledge are true
and that all statements made on information and belief are believed to be true; and
further, that the statements were made with the knowledge that willful false statements
and the like so made are punishable by fine or imprisonment, or both, under Section
1001 of Title 18 of the United States Code, and that such wiliful false statements may

jeopardize the validity of the application or any patents issuing thereon. '

Dated: f}\} l \0 /.;‘@&\ ‘By: J}:j/\ﬁwféﬁ&,{ri /7 \P}v«b

L4
I
Gregory D) Conley : jﬂ\/"
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