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Petitioner Texas Instruments Incorporated (“Petitioner TI”) and Patent Owner
Bell Semiconductor, LLC (“Patent Owner”) (collectively “the parties’) have entered
into a settlement agreement that resolves all underlying disputes between the parties
involving U.S. Patent No. 7,345,245 (“the ’245 Patent”), including the related
district court proceeding, Bell Semiconductor, LLC v. Texas Instruments
Incorporated, Case No. 4:23-cv-00609, pending in the Eastern District of Texas, and
the above-captioned inter partes review currently before the Board. The settlement
agreement is the only agreement or understanding between Petitioner T1 and Patent
Owner made in connection with, or in contemplation of, the termination of this inter
partes review with respect to Petitioner T1.

Petitioner TI became a party in the above-captioned inter partes review on
November 1, 2024, when the Board entered a Decision in Inter Partes Review No.
[PR2024-01010 granting Petitioner TI’s motion for joinder with this inter partes
review. Texas Instruments Incorporated v. Bell Semiconductor, LLC, IPR2024-
01010, Paper 10 (P.T.A.B. Nov. 1, 2024). The other Petitioners in this proceeding,
namely NXP USA, Inc., NXP Semiconductors N.V., NXP B.V., and Freescale
Semiconductor Holdings V, Inc. (“the other Petitioners”) are not requesting
termination. Therefore, granting this motion will not result in termination of the

proceeding in its entirety.
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In an email dated January 2, 2025, the Board authorized Petitioner T1 and
Patent Owner to file (a) a joint motion to terminate as to Petitioner TI and (b) a joint
request to treat the settlement agreement as business confidential information.

As authorized, Petitioner TI and Patent Owner jointly move that the Board
terminate the above-captioned inter partes review as to Petitioner TI. Pursuant to 35
U.S.C. § 317(a), "[a]n inter partes review instituted under this chapter shall be
terminated with respect to any petitioner upon the joint request of the petitioner and
the patent owner, unless the Office has decided the merits of the proceeding before
the request for termination is filed." Here, termination as to Petitioner TI is
appropriate because the Board has not yet decided the merits of this inter partes
review, as Patent Owner has not yet filed its Sur-Reply and a Final Written Decision
is not due until May 8, 2025, one year from institution.

No other party’s rights would be prejudiced by the termination of this inter
partes review as to Petitioner T1. The 245 Patent is subject to the following pending
lawsuit in which Petitioner TI is not a party: Bell Semiconductor, LLC v. NXP USA,
Inc. et al, Case No. 8:22-cv-02133-HDV-ADS (C.D. Cal.); and the other Petitioners
(NXP USA, Inc., NXP Semiconductors N.V., NXP B.V., and Freescale
Semiconductor Holdings V, Inc.) do not oppose this motion and remain active in this

proceeding.
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Aside from the proceedings identified above, Petitioner TI and Patent Owner
are unaware of any other pending related proceeding regarding the involved patent
before the Board, or any other matter before the USPTO (or any other tribunal) that
would be affected by the requested termination of this proceeding.

Pursuant to 35 U.S.C. 317(b) and 37 C.F.R. § 42.74(b), Petitioner TI and
Patent Owner are filing concurrently herewith, as Ex. 1102, a true copy of the
settlement agreement. The parties request that the settlement agreement between
them be treated as business confidential information and be kept separate from the
file of the involved patent, pursuant to 35 U.S.C. 317(b) and 37 C.F.R. § 42.74(c).

The settlement agreement is being filed as “Available only to board” to
preserve the confidentiality of the agreement so that, inter alia, the other Petitioners
will not have access to the agreement.

In view of the above, Petitioner TI and Patent Owner respectfully request that
the Board grant the parties' joint motion to terminate this inter partes review as to
Petitioner TI. Petitioner T1 and Patent Owner further request that the Board grant
Petitioner T1 and Patent Owner's joint request to treat the settlement agreement
between the parties as business confidential information and keep it separate from

the file of the involved patent.
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