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REPLY TO NON-FINAL OFFICE ACTION

Sir:
This is in response to the Non-Final Office Action mailed
June 19, 2015 (hereinafter "the Office Action"). Applicants hereby

respond as follows:

Amendments to the Claims are reflected in the listing of claims

which begins on page 2 of this paper; and

Remarks begin on page 8 of this paper.
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Amendments to the Claims

This listing of claims will replace all prior versicns and

listings of claims in the application:

Listing of Claims:

1. - 23. (Cancelled)

24, (Withdrawn) An electronic device comprising:
a bezel, wherein an outer surface of at least a
porticn of the bezel comprises a first visual characteristic; and
a heart senscr coupled to the at least a portion of
the bezel and operative to detect a user's cardiac signal, wherein an
outer surface of the heart sensor comprises a second visual

characteristic that matches the first visual characteristic.

25. (Withdrawn} The electronic device of claim 24, wherein
each of the outer surface of the at least a portion of the bezel and
the outer surface of the heart sensor comprises a portion of an outer

surface of the electronic device.

26, (Withdrawn) The electronic device of claim 24,
wherein:
the outer surface of the at least a portion of the
bezel comprises a first finish; and
the cuter surface of the heart sensor comprises a

second finish that matches the first finish.

27 (Withdrawn) The electrenic device of claim 24, wherein
the outer surface of the heart sensor comprises a conductive coating

that provides the second visual characteristic.
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28. (Withdrawn) The electronic device of claim 24, wherein
each of the first visual characteristic and the second visual
characteristic comprises at least one of:

a particular color;
a particular tone; and

a particular reflectivity.

29, (Currently Amended) An electronic device for detecting
a user's cardiac signal, comprising:
an enclosure;
a heart senscr configured to detect the user's cardiac
signal, the heart sensor comprising:
a first lead embedded in a first portion of the

enclosure, wherein an exterior surface of the enclosure comprises an

exterior surface of the first portion, wherein the first lead is

positioned underneath the exterior surface of the first portion, and

wherein the first lead is configured to detect a first electrical
signal of the user's cardiac signal via the user's contact with =%

+ . £+
ey | = <2

oTT o T
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+—Jead—and the exterior surface of the first
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portion of the enclosure; and
a second lead embedded in a second portion of the
enclosure, wherein the second lead is configured to detect a second
electrical signal of the user's cardiac signal via the user's contact
with at least one of the second lead and the second portion of the
enclosure; and
a processor coupled to the heart sensor and configured

Lo receive and process the detected cardiac signal.

30. (Previously Presented) The electronic device of
claim 29, wherein the first portion and the second portion are

located on opposite sides of the electronic device.
AliveCor Exhibit 1002
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31 ., (Previcusly Presented) The electronic device of
claim 29, wherein the first portion is electrically isolated from the

second portion.

32. {(Previcously Presented) The electronic device of

claim 29, wherein:

the first portion is separated from the second portion
by a third portion of the enclosure;

at least the third portion is constructed from a
material having a first conductivity; and

the first conductivity is insufficient to transmit the
first electrical signal from the first lead to the second lead via

the third portion.

33. (Previously Presented) The electronic device of
claim 32, wherein:
the material having the first conductivity comprises
one of aluminum and steel; and
the second lead is constructed from a silver based

compound.

34. (Currently Amended) The electronic device of claim 32,
wherein:

the exterior surface of the enclosure further

comprises an exterior surface of the second portion;

the second lead is configured to detect the second
electrical signal of the user’'s cardiac signal via the user's contact
with [[an]] the exterior surface of the second portion;

the second lead 1s positioned from the exterior

surface of the second portion by a thickness of the second portion;
AliveCor Exhibit 1002
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at least the thickness of the second portion is
constructed from [[a]] material having a second conductivity; and
the second conductivity is defined such that the

second electrical signal is not able to be transmitted through

material having the second conductivity over a distance larger than

the thickness of the second portion.

35. (Currently BAmended) The electronic device of claim 34,
wherein the first lead and the second lead are positioned apart from
one another at a distance larger than the thickness of the second

portion by material having the second conductivity.

36. (Currently Amended) The electronic device of claim 29,
wherein:
the enclosure further comprises at least one pocket

underneath an—-ouvter the exterior surface of the enclosure; and

at least one of the first lead and the second lead is

placed within the at least one pocket.

37. (Cancelled)
38. (Cancelled)
39. (Currently Amended) The electronic device of claim 29,

further comprising:
a display, wherein the enclosure supports the display,

and wherein at least a portion of the exterior surface of the

enclosure forms at least a portion of an exterior surface of the

electronic device behind the display; and
a third lead embedded with the display, wherein the

third lead is configured to detect a third electrical signal of the
AliveCor Exhibit 1002
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user's cardiac signal via the user's contact with at least cone of the

third lead and the display.

40, (Currently Amended) An electronic device for detecting
a user's cardiac signal, comprising:
a heart senscr configured to detect the user's cardiac
signal, the heart sensor comprising:
a first lead embedded in a first portion of the
electronic device, wherein the first lead is configured to detect a
first electrical signal of the user's cardiac signal via the user's
contact with at least one of the first lead and the first porticon of
the electronic device; and
a second lead embedded in a second portion of the
electronic device, wherein the second lead is configured to detect a
second electrical signal of the user's cardiac signal via the user's
contact with at least one of the second lead and the second portion
of the electronic device; and
a processor coupled to the heart sensor and configured
Lo process the first and second electrical signals of the user's

cardiac signal, wherein:

the first portion of the electronic device

comprises an enclosure of the electronic device; and

the second portion of the electronic device

comprises a display screen exposed to the user through an opening in

the enclosure of the electronic device.

41. {Cancelled)
42, (Currently Amended) The electronic device of
claim [[41]11 40, wherein:

the first portion of the electronic device comprises a
AliveCor Exhibit 1002
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bezel of the enclosure;

the electronic device further comprises a
non-conductive component positioned between the bezel and the display
screen for electrically isolating the first portion of the electronic

device from the second portion of the electronic device.

43. (Cancelled)
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REMARKS

Introduction

Claims 1-23, 37, 38, 41, and 43 have been cancelled without
prejudice. 2Applicants hereby reserve the right to pursue the subject
matter of one or more of cancelled claims in cne or more continuation
applications. Claims 24-28 have been withdrawn without prejudice.
Claims 29, 34-3¢, 39, 40, and 42 have been amended. Claims 30-33 are
also currently pending in the above-identified patent application.

No new subject matter has been introduced and all amendments are
fully supported by the application as originally filed.

Claims 29-36 and 39-43 have been rejected on the ground of
nonstatutory double patenting.

Claims 34 and 35 have been rejected under 35 U.S.C. § 112
as allegedly being indefinite.

Claims 29-36¢, and 40 have been rejected under 35 U.S.C.
§ 102 (b) as allegedly being anticipated by Ceballos et al. U.S.
Patent No. 6,522,915 (hereinafter "Ceballos™).

Claims 39 and 42 have been rejected under 35 U.S.C.
§ 103 (a) as allegedly being unpatentable over Ceballos.

A two-month extension of time in which to respond to the
Non-Final Office Action mailed June 19, 2015 is respectfully
requested. A Terminal Disclaimer is being filed concurrently
herewith. The required fees are being paid by credit card, but the
Director is authorized to charge any underpayment or to credit any
overpayment to Deposit Account No. 50-¢007.

Reconsideration and allowance of this application in light

of the following remarks is hereby respectfully reguested.

The Double Patenting Rejections

Claims 29-36, 39, 40, and 42 have been rejected on the

ground of nonstatutory double patenting as allegedly being
AliveCor Exhibit 1002
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unpatentable over claims 1-20 of U.S. Patent No. 8,615,290
{hereinafter the "'290 patent").

Sclely in order to expedite prosecution and without
conceding the patentability of the present claims in view of the
'290 patent, applicants submit herewith a Terminal Disclaimer in view
of the '290 patent. Accordingly, applicants respectfully submit that
the double patenting rejections of claims 2%-36, 39, 40, and 42
should be withdrawn and that claims 29-36, 39, 40, and 42, and any

claims dependent therefrom, are allowable.

The Rejections Under 35 U.S.C. § 112

Claims 34 and 35 have been rejected under 35 U.S.C. § 112
as allegedly being indefinite. Applicants have amended claims 34
and 35 to obviate these rejections (see, e.g., applicants'
specification, paragraphs [0011]1, [0044], and/oxr [0047]). Therefcre,
applicants respectfully reguest that the rejections of claims 34

and 35 under 35 U.S.C. $ 112 be withdrawn.

The Rejecticns Under 35 U.S.C. § 102 (b)
Claims 29-36

Claims 29-3¢ have been rejected under 35 U.S.C. § 102 (k) as
allegedly being anticipated by Ceballos. These rejections are
respectfully traversed.

Applicants' amended independent claim 29 defines an
electronic device for detecting a user's cardiac signal, including an
enclosure, a heart sensor configured to detect the user's cardiac
signal, and a processor coupled to the heart sensor. The heart
sensor includes a first lead embedded in a first portion of the
enclosure, wherein an exterior surface of the enclosure includes an
exterior surface of the first portion, wherein the first lead is

positioned underneath the exterior surface of the first portion, and
AliveCor Exhibit 1002
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wherein the first lead is configured to detect a first electrical
signal of the user's cardiac signal via the user's contact with the
exterior surface of the first porticn of the enclosure. The heart
sensor also includes a second lead embedded in a second portion of
the enclosure, wherein the second lead is configured to detect a
second electrical signal of the user's cardiac signal via the user's
contact with at least one of the second lead and the second portion
of the enclosure. The processor is configured to receive and process
the detected cardiac signal.

For ezample, "[hleart sensor 112 can include one or more
leads connected to the exterior of the electronic device such that
the user may contact one or more of the leads to provide an
electrical signal associated with the user's heart to heart
sensor 112," and "[t]lhe cardiac signals detected by the heart sensor
leads can be coupled to a processor incorporated in heart sensor 112,
or instead provided to processor 102," where "[t]he processor may
then analyze the received signals and generate, from the received
signals, one or more characteristic guantities of the user's
heartbeat or heart rate for authentication" (applicants'
specification, paragraph [0033]). The "size and location of the
leads can be selected to ensure that sufficient contact is made
between the user (e.g., the user's hand or finger) and the leads for
cardiac signals to be detected," where "each lead can include a pad
or extended area placed on the outer or inner surface of an
electronic device bezel or housing™ or "an entire portion of the
electronic device enclosure (e.g., a portion of a bezel or housing)
can serve as a lead for the heart sensor," and the "pad or extended
area can then be coupled to a wire or other connector for providing
cardiac signals to a processor for processing” (applicants'
specification, paragraph [0034]). As a specific example, with

respect to applicants' FIG. 4B, an enclosure of electronic device 450
AliveCor Exhibit 1002
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may include a bezel 460, where, "[i]f the electrical conductivity and
size of bezel 460, and the strength or characteristics of the cardiac
signal provided by the user and detected by the heart sensor are
adapted such that the signal can be transmitted along short distances
in bezel 460, lead 472 of the heart sensor can be positioned against
the back surface of bezel 460," or "lead 472 can be placed within the
thickness of bezel 460 (e.g., in a pocket within the bkezel wall}, but
underneath the outer surface of the bezel,”™ where a "short thickness
of bezel 460 can allow electrical signals to propagate from the user
Lo the outer surface of bezel 460, through bezel 460, and into
lead 472, which may in turn transmit the signals to a processor using
cennector 474" (applicants' specification, paragraph [0047]).

Nowhere does Ceballos show or suggest an electronic device
with an enclosure and a heart sensor with a first lead embedded in a
first portion of the enclosure and a second lead embedded in a second
portion of the enclosure, where "an exterior surface of the enclosure
comprises an exterior surface of the first portion, wherein the first
lead 1is positioned underneath the exterior surface of the first
portion, and wherein the first lead i1s configured to detect a first
electrical signal of the user’'s cardiac signal via the user's contact
with the exterior surface of the first portion of the enclosure," as
required by applicants' amended independent claim 29. Instead,
Ceballos only describes ccoil electrodes 61 (and not wiring 53) for
detecting electrical signals of a user, and Ceballos only shows each
electrode €61 positioned within an opening 50 formed in shroud 48
through an exterior surface of shroud 48. Nowhere does Ceballos show
or suggest that electrode 61 is positioned underneath the exterior
surface of shroud 48 such that electrode 61 detects an electrical
signal of a user's cardiac signal via the user's contact with the
exterior surface of shroud 48 underneath which electrode 61 is

positioned. 1Instead, guite to the contrary, opening 50 1is provided
AliveCor Exhibit 1002
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through the exterior surface of shroud 48 for holding and exposing
electrode ©61. 1Indeed, shroud 48 is insulative and would be unable to
enable passage of an electrical signal therethrough for detection by
a heart sensor lead.

For at least these reasons, applicants respectfully submit
that applicants' amended independent claim 29 and all claims
dependent therefrom, including claims 30-36 and 39, are allowable
over Ceballos. Therefore, applicants respectfully reguest that the
rejections of claims 29-36 under 35 U.S.C. § 10Z2(b) with respect to
Ceballos be withdrawn.

Claim 40

Claim 40 has been rejected under 35 U.S5.C. § 102(b) as
allegedly being anticipated by Ceballos. This rejection is
respectfully traversed.

Applicants' amended independent claim 40 defines an
electronic device for detecting a user's cardiac signal, including a
heart sensor configured to detect the user's cardiac signal and a
processor coupled to the heart senscr. The heart sensor includes a
first lead embedded in a first portion of the electronic device,
wherein the first portion of the electronic device comprises an
enclosure of the electronic device, wherein the first lead is
configured to detect a first electrical signal of the user's cardiac
signal via the user's contact with at least one of the first lead and
the first portion of the electronic device. The heart senscor also
includes a second lead embedded in a second portion of the electronic
device, wherein the second portion of the electronic device comprises
a display screen exposed to the user through an opening in the
enclosure of the electronic device, wherein the second lead 1is
configured to detect a second electrical signal of the user's cardiac

signal via the user's contact with at least one 0f the second lead
AliveCor Exhibit 1002
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and the second portion of the electronic device. The processor is
configured to process the first and second electrical signals of the
user's cardiac signal.

For example, as shown in applicants' FIG. 3, "electronic
device 300 can include additiconal lead 32¢ embedded in or behind
display 302," where "[l]lead 326 can be operative to detect a user's
heart activity as the user moves a finger across display 302," and,
"[ulsing lead 326, the electronic device can detect an electrical
signal from a different portion of the user's body (e.g., leads 322
and 324 detect signals through a first hand, and lead 32¢ detects
signals through the second hand), which can provide the processor
with additional information for determining characteristics of the
user's cardiac activity" (applicants' specification,
paragraph [0043]1).

Nowhere does Ceballcs show or suggest an electronic device
with a heart sensor that includes "a second lead embedded in a second
portion of the electronic device, wherein the second portion of the
electronic device comprises a display screen exposed to the user
through an opening in [an] enclosure of the electronic device,
wherein the second lead is configured to detect a second electrical
signal of the user's cardiac signal via the user's contact with at
least one 0f the second lead and the second portion of the electronic
device," as required by applicants' amended independent claim 40.
Instead, Ceballos only describes coll electrodes 61 {and not
wiring 53) for detecting electrical signals of a user, and Ceballocs
only shows each electrode 61 positioned within an opening 50 formed
in shroud 48 through an exterior surface of shroud 48. Nowhere does
Ceballos show or suggest any display screen exposed through an
opening in shroud 48. 1Indeed, shroud 48 is only useful when
positioned within a patient's body, thereby teaching away from any

need to provide a display screen on shroud 48.
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For at least these reasons, applicants respectfully submit
that applicants' amended independent claim 40 and all claims
dependent therefrom, including claim 42, are allowable over Ceballos.
Therefore, applicants respectfully reguest that the rejection of
claim 40 under 35 U.S.C. § 102(b) with respect to Ceballos be

withdrawn.

The Rejections Under 35 U.S.C. § 103 (a)

Claim 39
Claim 39 has been rejected under 35 U.S.C. § 103(a) as
allegedly being unpatentable over Ceballos. Applicants respectfully
submit that claim 39, which depends from applicants' amended
independent claim 29, 1s allowable over Ceballos for at least some of
the same reasons as applicants' amended independent claim 39 is
allowable over Ceballcocs. Therefore, applicants respectfully reguest

that the rejection of claim 3% under 35 U.S.C. § 103(a) with respect

to Ceballos be withdrawn be withdrawn.

Claim 41
Claim 41 has been rejected under 35 U.S.C. § 103{(a) as
allegedly being unpatentable over Ceballos. Applicants respectfully
submit that claim 41, which depends from applicants' amended
independent claim 40, 1s allowable over Ceballos for at least some of
the same reasons as applicants' amended independent claim 40 is
allowable over Ceballos. Therefore, applicants respectfully reguest

that the rejection of claim 41 under 35 U.S.C. § 103(a) with respect

to Ceballos be withdrawn be withdrawn.
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Conclusion

In view of the foregeing, applicants respectfully submit
that claims 2%-36¢ and 39, 40, and 42 are allowable. This applicatiocon
is therefore in condition for allowance. Reconsideration and prompt

allowance of this application are respectfully reguested.

Respectfully submitted,

Date: November 17, 2015 /Jeffrey C. Aldridge/
Jeffrey C. Aldridge
Registration No. 51,390
Attorney for Applicants
Van Court & Aldridge LLP
Customer No. 111349
154 Grand Street
New York, New York 10013
Tel.: (347) 470-6620
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Priority under 35 U.S.C. § 119
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3. Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
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DETAILED ACTION
1. The present application is being examined under the pre-AlA first to invent
provisions.
Election/Restrictions
2. Claims 24-28 are withdrawn from further consideration pursuant to 37 CFR
1.142(b) as being drawn to a nonelected invention, there being no allowable generic or

linking claim. Election was made without traverse in the reply filed on April 17, 2015.

Double Patenting

3. The nonstatutory double patenting rejection is based on a judicially created
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the
unjustified or improper timewise extension of the “right to exclude” granted by a patent
and to prevent possible harassment by multiple assignees. A nonstatutory double
patenting rejection is appropriate where the claims at issue are not identical, but at least
one examined application claim is not patentably distinct from the reference claim(s)
because the examined application claim is either anticipated by, or would have been
obvious over, the reference claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d
1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir.
1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum,
686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619
(CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969).

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d)

may be used to overcome an actual or provisional rejection based on a nonstatutory
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double patenting ground provided the reference application or patent either is shown to
be commonly owned with this application, or claims an invention made as a result of
activities undertaken within the scope of a joint research agreement. A terminal
disclaimer must be signed in compliance with 37 CFR 1.321(b).

The USPTO internet Web site contains terminal disclaimer forms which may be
used. Please visit http://www.uspto.gov/forms/. The filing date of the application will
determine what form should be used. A web-based eTerminal Disclaimer may be filled
out completely online using web-screens. An eTerminal Disclaimer that meets all
requirements is auto-processed and approved immediately upon submission. For more
information about eTerminal Disclaimers, refer to

http://www.uspto.gov/patents/process/file/efs/guidance/e TD-info-1.jsp.

4. Claims 29-43 are rejected on the ground of nonstatutory double patenting as
being unpatentable over claims 1-20 of U.S. Patent No. 8615290. Although the claims
at issue are not identical, they are not patentably distinct from each other because both
recite an enclosure or housing, a heart sensor, a first lead embedded in a first portion of
the device enclosure and a second lead embedded in a second portion of the device
enclosure and a processor.

Claim Rejections -35USC § 112

5. The following is a quotation of 35 U.S.C. 112(b):
(b) CONCLUSION.—The specification shall conclude with one or more claims particularly
pointing out and distinctly claiming the subject matter which the inventor or a joint inventor
regards as the invention.

The following is a quotation of 35 U.S.C. 112 (pre-AlA), second paragraph:
The specification shall conclude with one or more claims particularly pointing out and distinctly
claiming the subject matter which the applicant regards as his invention.
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6. Claim 34-35 are rejected under 35 U.S.C. 112(b) or 35 U.S.C. 112 (pre-AlA),
second paragraph, as being indefinite for failing to particularly point out and distinctly
claim the subject matter which the inventor or a joint inventor, or for pre-AlA the
applicant regards as the invention.
7 As to claim 34, it is unclear how the "second conductivity” is such that the signal
cannot is not transmitted over a distance larger than the thickness of the second
portion. The examiner requests clarification how the thickness of the second portion
impacts the conductivity and how to quantify such conductivity characteristics.

Claim Rejections - 35 USC § 102
8. In the event the determination of the status of the application as subject to AIA 35
U.S.C. 102 and 103 (or as subject to pre-AlA 35 U.S.C. 102 and 103) is incorrect, any
correction of the statutory basis for the rejection will not be considered a new ground of
rejection if the prior art relied upon, and the rationale supporting the rejection, would be
the same under either status.
9. The following is a quotation of the appropriate paragraphs of pre-AlA 35 U.S.C.

102 that form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(b) the invention was patented or described in a printed publication in this or a foreign country
or in public use or on sale in this country, more than one year prior to the date of application
for patent in the United States.

10.  Claims 29-38, 40 and 43 are rejected under pre-AlA 35 U.S.C. 102(b) as being

anticipated by Ceballos et al. (US 6,522,915 B1).
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11.  Asto claims 29, 40 and 43, Ceballos et al. discloses a subcutaneous electrode
array (SEA) around the perimeter of an implantable medical device. The SEA
electrodes are positioned in a non-conductive shroud (see figure 6).

12.  The examiner considers the surround shroud with the recessed cups (depicted
as 49a in figure 6) to be the enclosure. As additionally seen in figure 6, an electrode
(coiled electrode depicted as 61) is positioned within the enclosure. An electrode is
positioned within the bezel on the housing. The electrode functions as a heart sensor to
detect cardiac depolarizations (col. 10, lines 5-13).

13.  Additionally Ceballos et al. discloses “there are four recessed openings 50. A
cup 49a with a contact plate 49b is fitted into each recessed opening. Into each of
recessed openings 50 is placed an electrode such as a helical electrode (see FIG. 9 for
details) that, in conjunction with other paired electrodes detect cardiac depolarizations.
These electrical signals are passed to contact plate 49b that is electrically connected to
hybrid circuitry 42 via insulated wires running on the inner portion of surround shroud 48
(see FIG. 5 for details)” (col. 10, lines 5-13). Thus the electrodes or heart sensor(s)
include a lead (tubular wiring depicted as 53 in figure 6) that runs through the channels
62 formed in the inner surface of the housing (surround shroud). The sensors, through
the wiring, connect to the hybrid circuitry (depicted as 42 in figure 4) and thus connect to
a processor for receiving the signals (col. 10, lines 16-19).

14.  Furthermore, since there are a plurality of electrodes and recessed openings
(four depicted in figure 4) located in the housing (surround shroud) the examiner

considers the housing to have a first section (one of the recessed openings) and a
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second section (an additional recessed opening). As seen in figure 6, for example, the
portion of the housing with the recessed opening depicted as 60 is considered to the
first section (with a first associated lead, i.e. tubular wiring 53) while the second
recessed opening depicted as the coil electrode 61 in figure 6 (with a second associated
lead, i.e. tubular wiring 53) is considered to be the second section.

15.  Asto claim 30, as depicted in figure 6, for example, the first portion and second
portion are located on opposite sides of the electronic device.

16.  Asto claim 31, since the housing (surround shroud) is non-conducting the first
section with the first recessed opening is electrically isolated from the second section
with the second recessed opening.

17.  Asto claim 32, as additionally depicted in figure 6, there is a third recessed
opening depicted between the first and second portions. The examiner considers the
third recessed opening to be the third portion. Additionally, since the surround shroud or
housing, is constructed from non-conducting material, the third portion of the housing in
constructed from a material having a first conductivity that is insufficient to transmit the
first electrical signals via the first lead to the second lead.

18.  Asto claim 34, as best understood in light of the 112 rejections above, the
thickness of the second portion of the housing is constructed from a non-conductive
material and thus a material having a second conductivity such that a second electrical
signal is not transmitted over the distance larger than a thickness of the second portion

(i.e. the signal is not transmitted through the second portion since it is non-conductive).
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19.  Asto claim 35, as depicted in figure 6, the first lead and second lead are
positioned apart from one another at a distance larger than the thickness of the second
portion.
20.  Asto claim 36, the electrodes or sensors positioned in the housing are
associated with leads (tubular wiring). The tubular wiring is retained in the channels
formed in the surround shroud. The examiner considers the channels that retain the
lead to be the “pockets”.
21. Asto claims 37-38, as seen in figure 6, for example, the exterior surface of the
enclosure comprises an exterior surface of the first portion that disposes the lead
underneath the exterior surface.

Claim Rejections - 35 USC § 103
22.  The following is a quotation of pre-AlA 35 U.S.C. 103(a) which forms the basis

for all obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described
as set forth in section 102 of this title, if the differences between the subject matter sought to
be patented and the prior art are such that the subject matter as a whole would have been
obvious at the time the invention was made to a person having ordinary skill in the art to which
said subject matter pertains. Patentability shall not be negatived by the manner in which the
invention was made.

23. This application currently names joint inventors. In considering patentability of the claims
under pre-AlA 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various
claims was commonly owned at the time any inventions covered therein were made absent any
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out
the inventor and invention dates of each claim that was not commonly owned at the time a later
invention was made in order for the examiner to consider the applicability of pre-AlA 35 U.S.C.
103(c) and potential pre-AlA 35 U.S.C. 102(e), (f) or (g) prior art under pre-AlA 35 U.S.C.
103(a).

24.  Claims 39 and 41-42 are rejected under pre-AlA 35 U.S.C. 103(a) as being
unpatentable over Ceballos et al. (US 6,522,915 B1). Ceballos et al. discloses a display

(depicted as 64 in figure 2) but does not explicitly disclose the display is located on the
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electronic device. It would have been obvious to one having ordinary skill in the art at
the time the invention was made to modify the location of the screen or electronic
components in order to provide the predictable results to modify treatment to meet
specific patient needs and requirements, especially ensuring sufficient communication

to the patient and/or clinician.

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Alyssa M. Alter whose telephone number is (571)272-
4939. The examiner can normally be reached on M-F 7am to 3:30pm.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's
supervisor, Niketa Patel can be reached on (571) 272-4156. The fax phone number for
the organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a
USPTO Customer Service Representative or access to the automated information
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/Alyssa M Alter/

Primary Examiner
Art Unit 3762
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