
 

  

 

 
 
 
 

UNITED STATES PATENT AND TRADEMARK OFFICE 
 

    
 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
 

    
 
 

ALIVECOR, INC., 
 

Petitioner, 
 

v. 
 

APPLE INC., 
 

Patent Owner 
 

    
 
 

Case IPR2024-00169 
U.S. Patent 10,076,257 

 
    

 
 

PATENT OWNER’S MANDATORY NOTICES 
 

 



Case No. IPR2024-00169 
Attorney Docket No: 50095-0157IP2 

 

 

 

Pursuant to 37 C.F.R. § 42.8, Patent Owner, Apple Inc. (“Patent Owner”), 

hereby submits the following Mandatory Notices in response to the Petition for 

Inter Partes Review of U.S. Patent No. 10,076,257. 

1. Real Party-In-Interest under 37 CFR § 42.8(b)(1) 

Apple Inc. is the Patent Owner and the Real Party-In-Interest in this 

proceeding. 

2. Related Matters under 37 CFR § 42.8(b)(2) 

Apple has asserted the ‘257 patent in Apple Inc. v. AliveCor, Inc., Case 4:22-

cv-07608, filed on December 2, 2022. Petitioner filed a petition for IPR of the ’257 

patent under the case heading IPR2023-00950.  

Apple has asserted the ‘257 patent in Apple Inc. v. Masimo Corp.et al., Case 

1:22-cv-01378, filed on October 20, 2022.  Masimo Corporation filed petitions for 

IPR of the ’257 patent under the case headings IPR2023-00745 and IPR2024-

00071.    
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3. Lead and Back-Up Counsel, under 37 CFR § 42.8(b)(3) 

The Patent Owner designates the following lead and back-up counsel: 

Lead Counsel Backup counsel 

W. Karl Renner, Reg. No. 41,265 
Fish & Richardson P.C. 
60 South Sixth Street, Suite 3200 
Minneapolis, MN 55402 
Tel: 202-783-5070 
Fax: 877-769-7945 
Email: IPR50095-0157IP2@fr.com 

Jeremy Monaldo, Reg. No. 58,680 
Grace J. Kim, Reg. No. 71,977 
Andrew B. Patrick, Reg. No. 63,471 
Patrick J. Bisenius, Reg. No. 63,893 
Fish & Richardson P.C. 
60 South Sixth Street, Suite 3200 
Minneapolis, MN 55402 
Tel: 202-783-5070 
Fax: 877-769-7945 
IPR50095-0157IP2@fr.com  

 

4. Service Information under 37 CFR § 42.8(b)(4)(i) et seq. 

Please address all correspondence and service to counsel as listed above.  

Patent Owner consents to service by email at IPR50095-0157IP2@fr.com. 

 

  Respectfully submitted, 

 

Date:  December 7, 2023  /Grace J. Kim/  
 Grace Kim, Reg. No. 71,977 
 Fish & Richardson P.C. 
 60 South Sixth Street, Suite 3200 
 Minneapolis, MN 55402 
 T: 202-783-5070 
 F: 877-769-7945  
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CERTIFICATE OF SERVICE 

Pursuant to 37 C.F.R. § 42.6(e)(4), the undersigned certifies that on 

December 7, 2023, a complete and entire copy of this Patent Owner’s Mandatory 

Notice were provided via email, to the Petitioner by serving the email 

correspondence addresses of record as follows: 

 
Christopher TL Douglas, Reg. No. 56,950 

Scott M. Stevens, Reg. No. 54,762 
 Philip Ducker, Pro Hac Vice  

J. Ravindra Fernando, Reg. No. 73,762 
Thomas F. Finch, Pro Hac Vice  
Erin Beaton, Reg. No. 79,218 

 
ALSTON & BIRD LLP  

Vantage South End  
1120 South Tryon Street, Suite 300  

Charlotte, NC 28203-6818  
Phone: 704.444.1000  
Fax: 704.444.1111  

 
E-mail: apple-alivecor-ndcal@alston.com  

 
 
 

       /Crena Pacheco/    
       Crena Pacheco 
       Fish & Richardson P.C. 
       60 South Sixth Street, Suite 3200 
       Minneapolis, MN 55402 
       pacheco@fr.com  


