
Filed: June 28, 2024 

 

 

 

 

 

 

 

 

 

UNITED STATES PATENT AND TRADEMARK OFFICE 
    

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

    

FORESIGHT DIAGNOSTICS INC., 

Petitioner, 

 

v. 

 

PERSONALIS, INC. 

Patent Owner. 
    

IPR2024-00170  

U.S. Patent No. 11,584,968 
    

 

JOINT MOTION TO TERMINATE  

PURSUANT TO 35 U.S.C. § 317 AND 37 C.F.R. § 42.74 



Foresight Diagnostics Inc. v. Personalis, Inc. 

IPR2024-00170  

-1- 

I. STATEMENT OF THE PRECISE RELIEF REQUESTED 

Pursuant to 35 U.S.C. § 317 and 37 C.F.R. § 42.74, Petitioner Foresight 

Diagnostics Inc. (“Foresight”) and Patent Owner Personalis, Inc. (“Personalis”) 

jointly move to terminate the above-referenced inter partes review proceeding in 

light of the parties’ settlement of their disputes regarding the involved patent, U.S. 

Patent Number 11,584,968.  The filing of this Joint Motion was authorized by the 

Board in an email dated June 26, 2024.  The parties have filed a true copy of their 

written Settlement Agreement (Ex. 2202) in connection with this matter as required 

by the statute.  Given that Foresight is the only Petitioner in this proceeding, the 

settlement effectively resolves all disputes, and the entire proceeding should be 

dismissed as to both Petitioner and Patent Owner. 

II. STATEMENT OF REASONS FOR THE RELIEF REQUESTED 

On June 21, 2024, Petitioner and Patent Owner reached an agreement 

resolving all disputes regarding the patent involved in this inter partes review 

proceeding, as well as the related district court litigation between Petitioner and 

Patent Owner.  No other petitioners remain in this inter partes review proceeding.  

Accordingly, termination is appropriate because all disputes between the parties 

regarding U.S. Patent Number 11,584,968 has been resolved. 
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Patent Owner has not submitted its Patent Owner Response, no other trial 

briefs have been filed, and oral argument has not yet taken place.  Accordingly, 

termination is appropriate. 

Pursuant to 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(b), filed separately as 

Exhibit 2202 is a true copy of the written Settlement Agreement resolving the 

disputes in the above-captioned inter partes review. The parties also are filing 

separately herewith a request that this exhibit that constitutes the settlement 

agreement be treated as business confidential information and be kept separate from 

the file of this proceeding in accordance with 37 C.F.R. § 42.74(c). 

For at least these reasons, Patent Owner and Petitioner submit that termination 

of this inter partes reviews is appropriate.   

 

Dated:  June 28, 2024                 Respectfully Submitted By:  

 

/Andrew E. Krause/  

Andrew E. Krause, Reg. No. 76,276 

Abigail Sellers, Reg. No. 80,391 

Alan J. Heinrich (pro hac vice) 

IRELL & MANELLA LLP 

 

Amir Naini, Reg. No. 45,770 

NAINI P.C. 

 

Counsel for Petitioner, 

Foresight Diagnostics Inc. 

/Nathanael R. Luman/  

Nathanael R. Luman, Reg. No. 63,160 

Knobbe, Martens, Olson & Bear LLP 

 

Derek C. Walter, Reg. No. 74,656 

Weil, Gotshal & Manges LLP 

 

 

 

Counsel for Patent Owner,  

Personalis, Inc. 
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CERTIFICATE OF SERVICE 

 

I hereby certify that, pursuant to 37 C.F.R. § 42.6(e) and with the agreement 

of counsel for Petitioner, a true and correct copy of JOINT MOTION TO 

TERMINATE PURSUANT TO 35 U.S.C. § 317 AND 37 C.F.R. § 42.74 and 

Exhibit 2202 are being served electronically on June 28, 2024, to the e-mail 

addresses shown below: 

Andrew E. Krause, Reg. No. 76,276 

IRELL & MANELLA LLP 

1800 Avenue of the Stars, Ste. 900 

Los Angeles, CA 90067 

T: 310-277-1010 

F: 310-203-7199 

akrause@irell.com 

ForesightIPRs@irell.com 

Amir Naini, Reg. No. 45,770 

NAINI P.C. 

2632 Wilshire Blvd., Suite 268 

Santa Monica, CA 90403 

T: 310- 592-3030 

F: 310-453-9008 

amir@nainipc.com 

 

Abigail Sellers, Reg. No. 80,391 

Alan J. Heinrich (pro hac vice) 

IRELL & MANELLA LLP 

1800 Avenue of the Stars, Suite 900 

Los Angeles, California 90067 

Telephone: (310) 277-1010 

Facsimile: (310) 203-7199 

asellers@irell.com 

aheinrich@irell.com 

 

 

 

Dated:  June 28, 2024  /Nathanael R. Luman/  

Nathanael R. Luman (Reg. No. 63,160) 

Lead Counsel for Personalis, Inc  

 


