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Per the January 8, 2025, emails between the parties and the Board, Patent
Owner moves for the Board to accept the declaration testimony of Dr. Daniel
Minoli (EX2015) filed with Patent Owner’s sur-reply. Petitioner does not oppose
this motion.

Ordinarily, “[a] sur-reply may only respond to arguments raised in the
corresponding reply and may not be accompanied by new evidence other than
deposition transcripts of the cross-examination of any reply witness.” 37 C.F.R.
§ 42.23(b). However, “[t]he Board may waive or suspend a requirement of parts 1,
41, and 42 and may place conditions on the waiver or suspension.” 37 C.F.R.
§ 42.5(b); see also 37 C.F.R. §§ 42.5(c)(3) (noting that “[a] late action will be
excused on a showing of good cause or upon a Board decision that consideration
on the merits would be in the interests of justice.”). Here, there is good cause for
the Board to accept the filing of Dr. Minoli’s declaration with Patent Owner’s sur-
reply, and consideration of it on the merits would be in the interest of justice. As
explained below, Dr. Minoli’s declaration is the only way to address new grounds
and related facts presented by Petitioner for the first time in its Reply. Furthermore,
Petitioner does not oppose this motion, and has instead agreed to a proposal
allowing it to file a supplemental brief addressing the declaration instead. See
Paper 29. Thus, accepting EX2015 creates a more comprehensive record for the
Board to consider without prejudicing the Petitioner.

Dr. Minoli’s declaration directly addresses three issues raised in Petitioner’s
reply and the accompanying declaration of its expert, Dr. Bhattacharjee. Namely:

1) whether Fangman describes the circumstances where an IP telephone receives
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an “unsolicited” call; 2) whether a POSITA would find it obvious to apply King’s
teachings in reverse; and 3) whether a POSITA would have found it obvious to
modify the teachings of Fangman and/or King to use port ranges when routing an
IP packet. Each of these points responds to a specific argument newly raised in
Petitioner’s reply.

First, Grounds 2 and 4 of the Petition rely primarily on the Fangman
reference (EX1024), which describes a system for IP telephone calls. See Petition
(“Pet.”) 38. One issue raised in the briefing concerns how a device called a
“service gateway’ routes IP telephone packets from the public network to a phone
on a private network. See, e.g., Reply 5-9. The Petition argued that, because
Fangman assigns port ranges to a telephone to use in its outgoing transmissions,
Fangman also uses those same port ranges to route packets coming back to the
phone. See Pet. 43-45. Patent Owner’s response (“POR”) noted that, in the
Fangman embodiments relied on in the Petition, the only inbound packet
transmissions come following some outgoing transmissions, and as a result the
service gateway has already associated the phone with a specific port number. See
POR 22-23. Thus, the service gateway uses that port number (rather than the
previously assigned port range) to route the packet. /d.

In its Reply, Petitioner argued that, due to the nature of IP telephones,
Fangman’s system must be able to handle “unsolicited” calls where there has been
no previous outgoing message. Reply 7, 9-11. According to Petitioner and its
expert, in that situation, the system according to Fangman must use port ranges

because a port number has not been previously assigned to the receiving phone. /d.
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Petitioner’s argument relies heavily on Dr. Bhattacharjee’s new declaration and his
description of various technical aspects of IP telephony. /d.

Dr. Bhattacharjee’s declaration makes these same points and purportedly
supports it with a technical discussion of several aspects of IP telephony. EX1039
9913-21. For example, Dr. Bhattacharjee argues that NAT could not support
unsolicited calls. /d. 9914-15. In support of this position, he makes several related
technical points, relying on newly submitted exhibits and allegations related to a
POSITA’s knowledge and understanding. /d. qq14-15 (citing EX1041-1045). Dr.
Bhattacharjee then makes several new technical points related to Fangman’s
disclosure, including, for example, a new interpretation of Fangman’s NAPPT. /d.
1912-16.

Dr. Minoli’s declaration addresses these new technical points and
arguments. He explains that there is no situation where an IP telephone has not
initiated some sort of outgoing registration message in Fangman’s system. EX2015
93-12. For example, Dr. Minoli responds to Dr. Bhattacharjee’s arguments in
explaining that no client device can receive an “unsolicited” packet. EX2015 9[7.
Dr. Minoli goes on to explain how Fangman’s system relies on prior messages to
enable IP telephone calls. EX2015 999-12. This discussion directly responds to the
new argument raised in the Reply and Dr. Bhattacharjee’s accompanying
declaration.

Second, grounds 3 and 5 of the Petition rely primarily on the King reference
(EX1025). Pet. 53-55. King describes a system to classify IP patents. Pet. 55. The

Petition argues King’s classification system teaches the claimed routing a packet
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based on a port range. Pet. 60-64. In the POR, Patent Owner pointed out that King
does not use the destination ports at all, and that the Petition only pointed to
King’s use of source ports. POR 28-31. The POR also argued that King’s system
does not describe routing packets, only classifying them. /d. 31-33.

The Petitioner, in its Reply, newly argues that “a POSITA would have found
it obvious to apply King’s outbound teachings to inbound communications.” Reply
20. This argument relies heavily on Dr. Bhattacharjee’s declaration filed with the
reply in which he argues that a POSITA would have understood King could apply
its teachings related to outbound packets to inbound packets. Id.; EX1039 9925-29.
For example, Dr. Bhattacharjee contends that “A POSITA would have understood
that King’s outbound disclosures can easily be applied to routing inbound
transmissions and that King’s disclosures actually teach toward that idea.” Id. 425.
He argues that “[a] POSITA would have understood that applying this exact
process to inbound data packets would be trivial.” Id. §26. He provides example
code allegedly enabling this change. /d. He states that “A POSITA would have
known that, to replace or supplement PAT, King’s invention would be performed
on both outbound and inbound data packets.” Id. 427. He finally argues that “a
POSITA would have recognized that aggregation device 110 must know where to
send inbound data packets” and “A POSITA would have understood that
aggregation device 110 could use NAT or PAT...but a POSITA would have
known that implementing NAT or PAT would needlessly waste resources....” Id.

8.
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None of these arguments related to a POSITA’s understanding of King or a
POSITA’s motivations to modify King were raised in the petition or Dr.
Bhattacharjee’s original declaration. Accordingly, Dr. Minoli’s new declaration is
needed to address these points. For example, Dr. Minoli explains why King could
not simply be applied “in reverse,” and that a POSITA would understand this.
EX2015 q14. Dr. Minoli also responds to Dr. Bhattacharjee’s discussion of PAT
and its function in King. /d. Each of these factual points is necessary to respond to
the new arguments raised in the Reply and declaration.

Third, in light of the above issues, the Reply argues with respect to both
Fangman and King that, e.g., “[e]ven if the Board were to conclude that Fangman
teaches the individual-port implementation and not the port-range implementation,
then a POSITA would have at the very least found it obvious to implement the
port-range table instead.” Reply 16; see Reply 22 (similar with respect to King).
This modification was not proposed in the Petition, and the Reply and Dr.
Bhattacharjee’s declaration include significant detail related to this new point.
Reply 16-17, 22; EX1039 9923, 28. For example, Dr. Bhattacharjee describes
alleged efficiencies gained by the proposed modification and suggests a POSITA
would know to make such a modification because port ranges are discussed in
other contexts in Fangman and King. /d.

Dr. Minoli’s declaration directly addresses this point by describing assorted
reasons why such a modification would not make sense to a POSITA. EX2015
16. For example, Dr. Minoli explains the significance of the change from

traditional methods, which could induce complexity and incompatibility, and that
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Fangman and King teach away from the proposed modification. /d. Because this
modification and these motivations were not raised in the Petition, Dr. Minoli’s
declaration is needed to address these issues with the sur-reply.

Each of the three issues detailed above is a new argument based on new
technical points raised for the first time in Reply, and Patent Owner and its expert
had no opportunity to respond prior to the sur-reply. The only means to address
these new technical points and factual allegations is with Dr. Minoli’s declaration
filed with the sur-reply. Accordingly, Patent Owner respectfully requests that the
Board accept the submission of Dr. Minoli’s declaration (EX2015). As noted

above, Petitioner does not oppose this motion.

Dated: January 20, 2025 Respectfully submitted,

By: /R. Allan Bullwinkel/

R. Allan Bullwinkel (Reg. No. 77,630)
Attorney for Patent Owner

Monarch Networking Solutions, LLC
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