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haotan@archlakelaw.com

From: Trials <Trials@USPTO.GOV>
Sent: Friday, March 1, 2024 12:52 PM
To: haotan@archlakelaw.com; Trials
Cc: 'Kaiser, Jessica (Perkins Coie)'; 'Rose, Kate (Perkins Coie)'; SES-imagotag-

IPRs@perkinscoie.com; 'Elyn0703'; 'Christopher Fahy'; 
shenwang@archlakelaw.com

Subject: RE: Hanshow v. SES-Imagotag // IPR2024-00188

Counsel: 

From the Board – 

PeƟƟoners’ request for authorizaƟon to file a preliminary reply is granted.  Within 10 days, PeƟƟoners 
may file a preliminary reply limited to 10 pages and the subject maƩer discussed in the email.   Within 
10 days of the preliminary reply being filed, Patent Owner may file a preliminary sur-reply limited to 10 
pages and the subject maƩer of the reply. 

Regards, 

Esther Goldschlager 
Supervisory Paralegal Specialist 
Patent Trial & Appeal Board 
U.S. Patent & Trademark Office 

From: haotan@archlakelaw.com <haotan@archlakelaw.com>  
Sent: Tuesday, February 27, 2024 4:23 PM 
To: Trials <Trials@USPTO.GOV> 
Cc: 'Kaiser, Jessica (Perkins Coie)' <JKaiser@perkinscoie.com>; 'Rose, Kate (Perkins Coie)' 
<KateRose@perkinscoie.com>; SES-imagotag-IPRs@perkinscoie.com; 'Elyn0703' 
<ellen@archlakelaw.com>; 'Christopher Fahy' <christopher@archlakelaw.com>; 
shenwang@archlakelaw.com 
Subject: Hanshow v. SES-Imagotag // IPR2024-00188 

CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before 
responding, clicking on links, or opening attachments. 

Dear Board, 

PeƟƟoners, Hanshow America Inc. and Hanshow Technology Co., Ltd., respecƞully request authorizaƟon 
to file a Reply to Patent Owner’s Preliminary Response in IPR2024-00188. 

Good cause for a preliminary reply exists to respond to Patent Owner’s Preliminary Response, in 
parƟcular: (1) Patent Owner’s allegaƟon that the PeƟƟon fails to specifically address the term 
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“communicaƟon stage” raises a new claim construcƟon that PeƟƟoner could not have foreseen (i.e., 
communicaƟon stage not construed as communicaƟon unit using its plain meaning); (2) Patent Owner 
mischaracterizes the claim limitaƟon [1.3a] on the first page of its response by staƟng that limitaƟon 
[1.3a]3 recites that the playback devices comprise “a communicaƟon stage to communicate data with 
each other,” while claim 1 actually recites “each playback device (6A, 6B) comprises … a communicaƟon 
stage to communicate data with each other”; and (3) Patent Owner mischaracterizes the PeƟƟon’s 
discussion about Masumoto when explaining Element [1.3] because a POSITA would understand that 
the communicaƟon unit and/or the controller can funcƟon as “the communicaƟon stage” to 
communicate/transmit data.   
 
Patent Owner opposes PeƟƟoner’s request because there is no good cause for a preliminary 
reply.  Without including undue argument in an email to the Board, as to PeƟƟoner’s issue (1), Patent 
Owner notes that it did not raise any claim construcƟon issue, but instead, merely pointed out that the 
PeƟƟon failed to use the term “communicaƟon stage” (other than to recite the term in claim language), 
and failed to specify where it was found in the art. As to PeƟƟoner’s issues (2) and (3), Patent Owner did 
not “mischaracterize” either the claims or the PeƟƟon, and the Board can itself evaluate Patent Owner’s 
arguments (and the PeƟƟon’s deficiencies) without further briefing. At boƩom, it appears that PeƟƟoner 
simply disagrees with Patent Owner’s analysis. But such run-of-the-mill merits disputes do not show 
good cause for a preliminary reply.  If they did, the Board would have to allow a preliminary reply in 
every case. 
 
Should the Board desire a conference call with the parƟes, the parƟes can meet and confer and propose 
Ɵmes of mutual availability. 
  
Thanks! 
Hao 
 

Arch & Lake LLP 

Hao Tan / Partner 
HaoTan@archlakelaw.com 
Arch & Lake LLP 
203 N LaSalle Street, Suite 2100 
Chicago, IL, 60601 
Phone: 312-558-1368 
Fax: 312-614-1873 
 
CONFIDENTIALITY NOTICE: This electronic mail transmission and any attachments are confidential and may be 
privileged. They should be read or retained only by the intended recipient. If you have received this transmission in 
error, please notify the sender immediately and delete the transmission from your system. 
 

HANSHOW AMERICA INC. and HANSHOW TECHNOLOGY CO., LTD. 
IPR 2024-00188 Ex. 1012 page 2 


	Blank Page



