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I. INTRODUCTION

PO requests the Director review the institution decision in this case. This is
not a run-of-the-mill case where errors in an institution grant can be remedied during
trial. Respectfully, proceeding with a trial here prejudices PO because (1) the Board
made adverse inferences against PO for choosing not to submit an expert declaration
with the POPR and ignored binding authority in doing so and (2) the Board adopted
a claim construction—and applied a mapping based on that construction—that was
not offered in the Petition. Although Director Review is not generally appropriate
for institution grants, the Board clearly abused its discretion in this instance by acting
contrary to established authority and by acting in excess of its statutory role.

Fundamentally, the Board’s proper role is an adjudicative one, considering the
evidence and arguments the parties present and reaching a decision by applying the
appropriate burden to that which is presented. This role is set out in 35
U.S.C. § 314(a), which requires the Board to make its institution decisions based on
“the information presented in the petition” (and the POPR)!. But in reaching its
institution decision here, the Board went beyond this statutory role. By drawing
adverse inferences from PO’s lack of expert testimony (even though the Board is

precluded from doing so) and adopting a claim construction that was never raised by

! All emphasis added unless otherwise noted.



either party (and is incorrect as a matter of law), the Board moved from adjudicator
to advocate. This constitutes an abuse of discretion and raises the important question
of law and policy, of whether it is ever appropriate for the Board to plug holes in a
petition that would otherwise preclude institution. PO respectfully requests the Di-
rector review the Board’s institution decision and reverse it.

II. BACKGROUND
A. The ’669 patent and challenged claims.

The *669 Patent is directed to electronic shelf labels (“ESLs”). ESLs replace
the paper labels that show price or other information about products on shelves in
retail stores. ESLs can also include video playback, including video that can stretch
across several ESLs on different shelves. Ex. 1001, 4:44-48.

Extending video across multiple ESLs requires synchronizing the ESL dis-
plays. At the time of the 669 invention, existing playback systems used a hub-and-
spoke-type system to synchronize video. Such systems streamed “just in time” video
to devices and synchronized the playback of that video using a “highly precise and
system wide timing signal” from the server or “synchronized clock signal” from
“within the playback devices.” Id., 1:20-36.

The *669 patent is different. The invention described in the 669 patent ena-
bled a more efficient and accurate “video playback enabled electronic shelf label

system” and process. Id., 1:44-60, 1:66-2:11. The 669 patent describes a system



where individual playback devices can communicate playback data among them-
selves and independently determine whether “they are in a synchronous or asynchro-
nous playback progress” with other playback devices. Id., 8:29-33. Accordingly,
the sole independent claim, claim 1, recites, “devices (6A, 6B)...designed: to trans-
mit video playback progress-data via the communication stage...and, to deter-
mine...whether it is in a synchronous or asynchronous playback progress with the
other devices....” Although the prior art used a central server to control synchroni-
zation (id., 1:20-27), the claimed *669 devices act as peers, communicating directly
with each other and with each responsible for determining its own synchronization
status (id., 1:44-54). The POPR explained Masumoto’s devices Petitioner mapped
to devices 6A, 6B are not designed to both “transmit” and “determine” as recited.
POPR, 24-31.

B.  Petitioner’s challenge

On November 13, 2023, Petitioner filed its Petition, challenging all 15 claims
of the *669 patent on two grounds—both of which rely only on Masumoto as
teaching the limitations central to this request. Petition, 2-3. In support of the
Petition, Petitioner filed the Tentzeris Declaration, Ex. 1003.

C. The Board fills in the gaps in the Petition.

The POPR pointed out numerous problems with the Petition, but relevant

here, the POPR demonstrated (1) the Tentzeris declaration was conclusory and



provided little expert analysis for a number of critical limitations or for motivation
to combine, and (2) Petitioner had not demonstrated sufficiently for institution that
Masumoto taught the limitations central to this request.

Yet, instead of adjudicating whether these gaps were, in fact, present in the
Petition (they were) and restricting itself in making that determination based on the
showing made by the Petition (and PO’s arguments in the POPR), the Board filled
in the gaps for Petitioner in two important ways.

First, the Board drew explicit negative inferences from the fact that PO
objected to the Tentzeris declaration without itself submitting a declaration. The
Board made no secret it was doing this; it said it repeatedly and expressly. Paper 11
(“Dec.”), 35 (“the testimony of Dr. Tentzeris is entitled to at least some weight and
provides some support for Petitioner’s contentions when contrasted with [PO’s]
complete lack of any expert testimonial support for its arguments and contentions™),
39 (“[PO] may disagree with Petitioner, but Petitioner provides reasoning and cites
evidence including an expert declaration. As noted above, [PO’s] arguments are
not supported by any contradictory expert declaration evidence.”), 41 (“‘At least at
this stage, as Petitioner’s contentions are supported by evidence including an expert
declaration and [PO’s] contrary arguments are unsupported attorney argument, we
give more weight to Petitioner’s contentions and find them sufficient to support the

asserted combination of teachings.”), 60 (“We have considered [PO’s] arguments



that are unsupported by any expert testimony.. ., but give more weight to the showing
in the Petition that is supported by expert declaration testimony”). Perhaps most
stark was the Board’s footnote 8 in which the Board left little doubt (if any remained)
that it was drawing negative inferences from the lack of PO expert opinion: “In its
Sur-reply, somewhat ironically in view of [PO’s] complete lack of testimonial
support for its arguments and contentions, [PO] attacks Petitioner’s arguments
relating to limitation 1.3 as ‘little more than bare attorney argument.”” Id., 35, n.8.
Instead of “ironic,” PO was merely following binding authority discussed below that
entitles PO to object to conclusory testimony without itself offering testimony.
Second, the Board raised a claim-construction issue neither party raised and
applied that construction to grant institution. According to the Board, a “potential
claim construction issue” exists as to meaning of “designed: to” in claim 1 (“wherein
the devices (6A, 6B) are designed: to transmit...; and, to determine...”). The Board
stated, “[t]he parties may wish to address whether the proper scope of the claim does
not require either transmission or determination but rather requires that the playback
devices be designed to transmit and determine.” Dec., 13 (emphasis in original).?

Although raising a potential claim-construction issue for discussion at trial is

2 Although this statement may seem facially harmless, as discussed below, the

Board’s application of “designed to” did not give it the proper weight.



often proper, the Board here decided the issue in a way never argued by Petitioner.
And after sua sponte raising the issue, the Board applied its apparent construction of
that term to credit Petitioner’s mapping and to reject PO’s substantive arguments.
Specifically, the Board rejected PO’s arguments that Masumoto, which Petitioner
mapped to recited devices 6A, 6B, failed to meet both the transmission and determi-
nation limitations because, in view of its own construction of “designed: to,” it did
not believe it was necessary for the devices to actually carry out the transmission
and determination limitations. The Board put it this way (id., 31):

[PO’s] arguments are based on the contentions that claim
1 requires that each of the playback devices must transmit
video playback progress data and determine whether it is
synchronous or asynchronous playback progress with the
other playback devices. But, claim 1 recites that “the de-
vices (6A, 6B) are designed: to transmit video playback
progress-data . . . and, to determine based on the received
progress data whether it is in a synchronous or asynchro-

nous playback progress with the other devices (6B, 6A).”
(emphasis in original).
The Board then faulted PO for “fail[ing] to give any import or meaning to
‘designed to.”” Id. This is particularly troubling given that PO applied Petitioner’s

interpretation for its arguments, and Petitioner—not PO—had the burden at institu-

tion, which the Board relieved Petitioner of carrying on this critical issue.



III. ARGUMENT

The Director has the power to consider incorrect Board decisions where, as
here, those decisions involve an abuse of discretion or raise important legal or policy
issues. See United States v. Arthrex, Inc., 594 U.S. 1, 25 (2021); USPTO, Revised
Interim Director Review Process, §2.B.

A.  The Board’s acting as advocate for institution is both an abuse of
discretion and raises important questions of law and policy.

The Board’s statutory authority does not extend to acting as an advocate for
institution by drawing impermissible inferences and making arguments on
Petitioner’s behalf. 35 U.S.C. §314(a) (Board may institute an IPR only if “the
information presented in the petition filed...and any [PO preliminary]
response...shows that there is a reasonable likelihood that the petitioner would
prevail with respect to at least 1 of the claims challenged in the petition”). This is
Petitioner’s burden, not the Board’s. Harmonic Inc. v. Avid Tech., Inc., 815 F.3d
1356, 1363 (Fed. Cir. 2016) (citing 35 U.S.C. § 312(a)(3) as “requiring IPR petitions
to identify ‘with particularity...the evidence that supports the grounds for the

999

challenge to each claim’”). Where the petition fails to offer evidence or argument
establishing a reasonable likelihood of prevailing, it is not up to the Board to fill in
those blanks so that the petition can be instituted. SAS Inst. Inc. v. lancu, 138 S. Ct.
1348, 1355 (2018) (“the petitioner, not the Director, who gets to define the contours

of the proceeding”); see also In re Magnum QOil Tools Int’l, Ltd., 829 F.3d 1364,



1381 (Fed. Cir. 2016) (rejecting the Board’s reliance on obviousness arguments that
“could have been included” in the petition but were not, and holding that the Board
may not “raise, address, and decide unpatentability theories never presented by the
petitioner and not supported by record evidence”); Ariosa Diagnostics v. Verinata
Health, Inc., 805 F.3d 1359, 1367 (Fed. Cir. 2015) (holding “a challenge can fail
even if different evidence and arguments might have led to success™).

Here, the Board did precisely what it was precluded from doing: fixing
problems, errors, and omissions in the Petition based on its own reasoning, evidence,
and inferences by (1) drawing adverse inferences from the lack of PO expert
testimony, and (2) identifying, and then adopting and applying, a claim construction
that was never offered by either party and is incorrect as a matter of law.

1. The Board abused its discretion by drawing negative infer-
ences from PQO’s lack of expert testimony.

PO pointed out numerous flaws in the Petition, including that critical areas
were unsupported by anything other than attorney argument. E.g., POPR, 22, 26,
31, 36. In particular, PO explained (1) Petitioner failed to show Masumoto disclosed
limitation [1.3] (which includes the transmission and determination limitations) and
(2) Petitioner failed to show a POSITA would have been motivated to combine the
asserted prior-art references. Id. Yet, the Board ignored these flaws, electing instead
to criticize PO for not offering expert testimony. Dec., 34-35, 35 n.8, 39, 41, 60.

Institution on this basis is an abuse of discretion.



Binding authority expressly prohibits the Board from drawing negative infer-
ences from a lack of expert testimony supporting a POPR. As the Board’s Trial
Practice Guide puts it: “No negative inference will be drawn if a patent owner de-
cides not to present testimonial evidence with a preliminary response.” 2019 Con-
solidated Trial Practice Guide, 50. Given the Board’s unambiguous language in its
institution decision—*“In its Sur-reply, somewhat ironically in view of [PO’s] com-
plete lack of testimonial support for its arguments and contentions, [PO] attacks Pe-
titioner’s arguments relating to limitation 1.3 as ‘little more than bare attorney argu-
ment.”” Dec., 35 n.8—there can be little doubt that the Board drew negative infer-
ences contrary to the Trial Practice Guide.

Moreover, the Board’s analysis is directly contrary to the precedential deci-
sion in Xerox Corp. v. Bytemark, Inc., IPR2022-00624, Paper 9 (Aug. 24, 2022)
(precedential). In Xerox, the patent owner argued (in a footnote, without any sup-
porting expert declaration) that the petitioner’s expert declaration “merely repeats
the same conclusory statements made in the Petition.” Id., Paper 7, 10 n.2 (June 10,
2022). The Board did not fault the patent owner for not offering its own expert
testimony establishing the petition’s supporting declaration was insufficient; simply
pointing out the conclusory nature of the petitioner’s evidence was enough. As the
Board put it, “the cited declaration testimony [from Petitioner’s expert] is conclusory

and unsupported, adds little to the conclusory assertion for which it is offered to



support, and is entitled to little weight.” Id., Paper 9, 15-16 (Aug. 24, 2022) (prece-
dential). The Director affirmed and designated the Board’s decision as precedential.
Id., Paper 12 (Feb. 10, 2023).

This case is directly analogous—Petitioner’s expert offered little more than a
restatement of the legal arguments made in the Petition in key areas of his declara-
tion. But because the Board viewed PO’s “complete lack of testimonial support for
its arguments and contentions” as undermining PO’s critique of the expert (Dec., 35
n.8), the Board accepted and gave weight to the expert’s conclusory testimony.

The Board’s implied position—that conclusory expert testimony is entitled to
weight absent opposing expert testimony with the POPR—is directly contrary to
Xerox, which as a precedential decision is binding on the Board. In addition, such a
rule would effectively require all patent owners to provide expert testimony with
their POPRs or risk consideration of otherwise conclusory petitioner expert testi-
mony, as happened here. Such would be contrary to patent owners’ current under-
standing based on the Trial Practice Guide and Xerox as well as practitioners’ expe-
rience. See Winning Strategies at the PTAB, Part I: Bring Your Game, Stephen
Schreiner & Brad Close (May 22, 2024), available at https://ipwatch-
dog.com/2024/05/22/winning-strategies-ptab-part-bring-game/id=176805/  (“An-
other reason not to submit an expert declaration with the preliminary response is that

it can give the appearance of a genuine dispute of fact between the petitioner’s expert
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and the patent owner’s expert, which the panel may feel is best left to resolution by
trial.”).

Here, consistent with the Trial Practice Guide and Xerox, the Board should
have evaluated whether Petitioner’s expert testimony was conclusory (it was) and
declined to give it weight. Instead, the Board improperly gave conclusory testimony
weight because PO had not put in its own expert testimony with its POPR. Testi-
mony is conclusory or not, and the Board should not require opposing expert testi-
mony to demonstrate that. Xerox., [IPR2022-00624, Paper 9, 15-16.

2. The Board abused its discretion by raising arguments ab-
sent from the Petition that are contrary to law.

The Board, sua sponte, raised and then decided a “potential claim construction
issue” Petitioner never argued. Dec., 12 (citing Pet. 26). Specifically, the Board
questioned whether a limitation requiring playback devices “designed.: to transmit
video playback progress-data via the communication stage to the other device (6B,
6A); and, to determine...whether it is in a synchronous or asynchronous playback
progress with the other devices” requires actual “transmission and determination.”
Id. The Board suggested “the proper scope of the claim does not require either trans-
mission or determination but rather requires that the playback devices be designed
to transmit and determine.” Id., 13. The Board then adopted its own suggestion,
rejecting PO’s arguments in part because “[PO’s] arguments are based on the con-

tentions that claim 1 requires that each of the playback devices must transmit...and

11



determine.... But, claim 1 recites that ‘the devices (6A, 6B) are designed: to trans-
mit...and, to determine....” [PO’s] contentions fail to give any import or meaning
to ‘designed to.”” Id., 31 (emphasis in original).

But as the Board itself recognized, neither party addressed this issue. /d., 12
(“The parties appear to have disregarded ‘designed to’ in their consideration of claim
1 and to contend that claim 1 requires transmission and determination.”). The parties
did not address this issue because PO applied Petitioner’s interpretation of the
claims and showed Masumoto did not teach the transmission and determination lim-
itations under Petitioner’s interpretation. The Board’s broader-than-the Petition un-
derstanding of the claim, effectively writes those limitations out of the claim by
equating “designed to” to something like “capable of.” But since Petitioner itself
never suggested any such construction, that should have been the end of the issue; it
was Petitioner’s burden to show the limitations could be found in the prior art—
which it did not. But instead of evaluating the Petition, the Board effectively re-
wrote it by offering and adopting its new claim construction, and then using that new
construction against PO in two distinct ways. Id., 31.

First, the Board reversed the burden of proof, placing it on PO instead of Pe-
titioner. The Board asserted “[PO’s] contentions fail to give any import or meaning
to ‘designed to[,].”” Id. But because Petitioner had not raised that issue, PO had no

obligation to “give import” to “designed: to.” Petitioner had the burden to propose

12



a construction of “designed: to” if such a construction was necessary to show the
limitation was met. By sua sponte suggesting and then adopting a claim construction
Petitioner had not offered, the Board reversed the statutory burdens. Placing the
burden on PO to anticipate and rebut the Board’s sua sponte claim construction is
an abuse of discretion. Magnum Oil, 829 F.3d at 1381 (The Board may not “raise,
address, and decide unpatentability theories never presented by the petitioner and
not supported by the record evidence.”).

Second, by relying on a construction PO had no ability to anticipate, the Board
avoided conducting a proper analysis of PO’s arguments that Masumoto failed to
disclose the transmit and determine limitations. This is so because the Board’s con-
struction effectively wrote those limitations out of the claim. In the Board’s view,
devices 6A and 6B did not need to transmit or determine, so long as they were “de-
signed: to” do so. Although the Board did not expressly say what it thought “de-
signed to” meant, the Board’s analysis was clear that the devices needed no more
than the capability to perform these functions. Thus, when PO demonstrated that
the devices of Masumoto did not meet the transmit and determine limitations (as
discussed below), the Board summarily rejected PO’s arguments because they were
based on what the Board saw as the wrong construction. Dec., 31 (“[PO’s] arguments
are based on the contentions that claim 1 requires that each of the playback devices

must transmit...and determine...But...”).
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Respectfully, in instituting on its own construction and prior-art mapping, the
Board violated § 314, which bases the threshold for institution on “the information
presented in the petition” (and the POPR). See Koninklijke Philips N.V. v. Google
LLC, 948 F.3d 1330, 1336 (Fed. Cir. 2020) (“[T]he Board does not enjoy a license
to depart from the petition and institute a different [IPR] of his own design.”) (inter-
nal quotation marks omitted)). By addressing its own construction instead of that
applied by the parties, the Board reversed the burdens of proof and deprived PO of
its opportunity to meaningfully file a POPR, thereby abusing its discretion.

In addition, the Board’s apparent construction of “designed: to” is substan-
tively incorrect. The Board’s suggestion that prefacing the transmission and deter-
mination limitations with “designed to” removes the necessity of showing those lim-
itations are actually practiced is contrary to binding authority. The Federal Circuit
has long held that “designed to” is narrower than “capable of,” which is effectively
the most that the Board required of “designed to” here. E.g., In re Man Mach. In-
terface Techs. LLC, 822 F.3d 1282, 1286 (Fed. Cir. 2016); In re Giannelli, 739 F.3d
1375, 1379 (Fed. Cir. 2014); Aspex Eyewear, Inc. v. Marchon Eyewear, Inc., 672
F.3d 1335, 1349 (Fed. Cir. 2012). Contrary to the Board’s conclusion, “designed
to” requires both that the device be “capable of” performing the limitation, and that
the device is “made or designed to” do so. E.g., Man Mach. Interface, 822 F.3d at

1286.
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The POPR explained why Masumoto was not designed to perform the claimed
functions. Unlike the claimed system, where each device transmits its progress data
and each other device makes its own determination of the synchronization status
(like orchestra members listening to each other to hold correct pitch and rhythm
while performing a musical piece), Masumoto’s system selects a “master display”
device that only receives device video signal progress information (like an orchestra
member promoted to conductor that listens to synchronize the orchestra without her-
self adding to its harmony). Matusmoto’s system is similar to the “hub-and-spoke”
architecture which the *669 patent distinguished as discussed above. POPR, 26-27.
Regardless of which particular display is the “master display,” all of the other dis-
plays sync with the “master display.” Id., 27-28. The master display does not trans-
mit its own frame number (the alleged playback progress data) to any other (non-
master) device. Id., 26, 29. And the non-master displays do not make the determi-
nation of whether they are in a synchronous or asynchronous playback progress; they
only follow the instructions from the current master display. Id., 27-28.

IV. CONCLUSION

For the foregoing reasons, PO respectfully requests that the Director reverse

the Board’s Decision and remand to the Board with instructions to deny institution.
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