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LISTING OF CHALLENGED CLAIMS

Reference Claim limitation
[1.0] A video playback system (1), comprising
[1.1] a number of playback devices (6A, 6B) to playback a video on their
' screens (5),
each playback device (6A, 6B) comprises a memory to store video
[1.2] ) L
data (9) representing said video,
[1.3a] and a communication stage to communicate data with each other,
' wherein the devices (6A, 6B) are designed:
[1.3b] to transmit video playback progress-data via the communication
' stage to the other device (6B, 6A); and,
to determine based on the received progress data whether it is in a
[1.3¢] synchronous or asynchronous playback progress with the other
devices (6B, 6A);
wherein the display devices (6A, 6B) are designed to display prod-
uct information or product price related information by means of
[1.4] virtual electronic shelf labels displayed within a section of a screen's
(5) display area overlapping with a video content or substituting a
video content of said section.
[2.0] The system (I)! according to claim 1,
comprising a video distribution server (7) for distribution of the
[2.1] video data (9) to the devices (6A, 6B), in particular the entire video
data (9) of a video upfront to playback start at the devices (6A, 6B).
[3.0] The system (1) according to claim 1,
wherein the devices (6A, 6B) are designed to determine inde-
(3.1] pendently from a video distribution server (7) which distributed
' the video data (9) to the devices (6A, 6B) that they are in a synchro-
nous or asynchronous playback progress.
[4.0] The system (1) according to claim 1,

! Patent Owner notes this dependently-claimed element reflects a typographical error

in the patent language; the “system (I)” identified by Roman numeral refers to the

same “system (1)” identified by Western Arabic numeral in independent claim lim-

itation [1.0].
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[4.1]

wherein the devices (6A, 6B) are designed: to playback compressed
video data (9) that are structured in frames labeled by frame num-
bers, and to utilize a frame number that labels the frame that is cur-
rently played back as the progress-data to be transmitted.

[5.0]

The system (I)? according to claim 4,

[5.1]

wherein each device (6A, 6B) is designed to compare a frame num-
ber received with a frame number of the frame currently played back
at the device (6A, 6B) and to determine an asynchronous playback
progress if the difference in the frame numbers compared with each
other exceeds a pre-determined threshold value.

[6.0]

The system (1) according to claim 1,

[6.1]

wherein each device (6A, 6B) is designed to repeatedly transmit the
progress-data, preferred in a periodic manner, more preferred every
second.

[7.0]

The system (1) according to claim 1,

[7.1]

wherein each device is designed to broadcast adjustment data for
adjusting the playback progress of the devices (6A, 6B) over its
communication stage if it detects an asynchronous playback
progress.

[8.0]

The system (1) according to claim 7,

[8.1]

wherein each device (6A, 6B) is designed to embed the adjustment
data in a synchronization command.

[9.0]

The system (1) according to claim 8,

[9.1]

wherein each device (6A, 6B) is designed to receive the adjustment
data and to adjust its playback progress according to the adjustment
data, in particular to continue its playback of compressed video data
that are structured in frames labeled by frame numbers with the
frame number received in the broadcast of the adjustment data.

[10.0]

The system (1) according to claim 7,

[10.1]

wherein each device (6A, 6B) is designed: to receive the adjustment
data; and to adjust its playback progress according to the adjustment
data, in particular to continue its playback of compressed video data
that are structured in frames labeled by frame numbers with the
frame number received in the broadcast of the adjustment data.

[11.0]

The system (1) according to claim 1,

2 See supra note 1.
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wherein the communication stage is designed to use UDP multicast

[11.1] data packets for the communication.
[12.0] | The system (1) according to claim 1,
wherein each display device (6A, 6B): comprises its screen (5) or a
[12.1] number of screens (5), or is connected to its external screen (5) or a
number of screens (5) to be controlled by it.
[13.0] | The system (1) according to claim 1,
wherein said screen (5) is designed to realize a shelf rail (4) or part
[13.1] | ofit, or to cover a front of a shelf rail (4) or a part of it to which it is
attachable.
[14.0] | The system (1) according to claim 1,
[14.1] wherein the system realizes a video playback enabled electronic
' shelf label system.
A use of the system (1) according to claim 1 as video playback ena-
[15.0] | bled electronic shelf label system for the playback of synchronized
video content for a number of shelf rails (4),
[15.1] wherein each of said shelfs rails (4) is realized by a screen (5) or

carries a screen (5).

viii
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I. INTRODUCTION

Petitioner challenges the patentability of claims 1-15 (of which only claim 1
is independent) of U.S. Patent No. 11,405,669 (Ex-1001, “the 669 Patent”). Peti-
tioner asserts two grounds: (1) Swafford and Masumoto; and (2) Masumoto, Kipp,
and Takashi. Petitioner has failed to demonstrate that the challenged claims are ob-
vious for several reasons.

For both Grounds 1 and 2, Petitioner relies on a primary reference—Masu-
moto—that works in a way entirely contrary to the claims of the 669 Patent. The
’669 Patent describes a system in which each playback device is designed to do two
things while the system is in operation: (1) transmit playback progress-data to all of
the other playback devices; and (2) based on the playback progress-data received
from the other devices, determine whether it is synchronized with the other devices.
In the system of the *669 Patent, each playback device is a peer to every other play-
back device, having reciprocal, bilateral communication with each and every one of
the devices—each device transmits its data to all other devices, receives data from
all other devices, and then using the data it receives from the other devices, inde-
pendently determines whether it is synchronized with the other devices.

Masumoto, by contrast, discloses a classic hub-and-spoke system. In the Ma-
sumoto system a single “master display” controls the playback for all of the other

non-master displays. In the system as disclosed in Masumoto, the playback devices
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are not peers with each other, receiving data from the others and independently de-
termining whether they are synchronized. Instead, the master display receives data,
makes a determination regarding synchronization, and then instructs the other play-
back devices on how to synchronize. Masumoto, thus, teaches a unilateral system
where communication flows to and from a master display, in contrast to the peer-to-
peer type system disclosed in the 669 Patent. This fundamental disconnect infects
both Grounds 1 and 2, and by itself, shows none of the challenged claims have been
shown to be unpatentable.

But that is not the only significant problem for Grounds 1 and 2. For instance,
for Ground 1, Petitioner fails to show that a POSITA would have been motivated to
combine Masumoto with Swafford, and Petitioner cannot show that the additional
limitations of dependent claims 7 and 11 are met.

For its part, Ground 2 is flawed beyond Petitioner’s erroneous reliance on
Masumoto. For this ground, Petitioner misinterprets the disclosure of its secondary
reference, Takashi. Takashi discloses a three-dimensional representation of a prod-
uct—not a display like that at issue in the 669 Patent. That three-dimensional rep-
resentation is not disclosed as extending over the housing at the base of the apparatus
where pricing and other product information can be found. As a result, even if Ta-
kashi disclosed a display in the sense of the *669 Patent (it does not), it still would

not disclose the “overlap” requirement of limitation [1.4]. And anyway, to even
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attempt to cobble together disclosures sufficient to reach the *669 Patent’s limita-
tions, Petitioner combines two different embodiments of Takashi and yet entirely
fails to explain why or how a POSITA would make such a combination. Petitioner’s
combination is, thus, little more than hindsight.

Finally, Petitioner’s arguments purport to be supported by the testimony of its
expert, Dr. Tentzeris. But Dr. Tentzeris—who admits to having, at best, nominal
experience in the specific subject matter of the *669 Patent—simply parrots the opin-
ions of the attorneys, and his deposition testimony showed that those adopted opin-
ions are contrary to the understanding of a POSITA.

Given the manifest gaps in the Petition, the Board should find Petitioner has
not met its burden to show that any challenged claim is unpatentable.

II. BACKGROUND
A.  Overview of the Technology

In traditional brick-and-mortar retail, products are displayed on shelves, and
paper or sticker labels are placed on the shelf’s “rail”—the consumer-facing part of
the shelf—to identify product name, quantity, or price. But as low-powered microe-
lectronics have become more common, stores have begun transitioning to electronic
shelf labels (“ESLs”), or even larger digital displays installed on shelf rails, that can
depict “virtual” shelf labels. Ex-1001, 1:55-60, 4:44-48. Unlike paper or sticker la-

bels, ESLs and larger displays (which the 669 Patent collectively calls “display
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devices” or “playback devices”) can present dynamic video and images. These dis-
play devices can be configured so that multiple display devices can show one image
or video extended (i.e., stretched) across multiple display devices. An example of

video extended across four different displays is provided below.

Extended Video

Ex-2004 (“Hart”), q921-23. But extending the video or image on multiple display
devices requires that the devices be “synchronized” so that they all show their re-
spective part of a video or image at the same time. /d.

One known method to synchronize displays is through a hub-and-spoke
model. In such systems, a central server is the “hub” that communicates to the dis-

plays, which are the spokes, to ensure synchronization.
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Hart, 924. But hub-and-spoke systems require expensive implementation hardware,
have high bandwidth requirements, and rely on precise server-synchronized clock
signals to ensure the server-streamed video buffers correctly. Ex-1001, 1:20-36;
Hart, 9924-25.

B. Overview of the 669 Patent

The *669 Patent approached the problem of synchronizing multiple display
devices differently than the prior art. Rather than have all of the display devices
communicate with a hub that would control timing, the 669 Patent discloses and
claims a system where the display devices communicate directly with one another,
and each device independently determines its own timing. Ex-1001, 1:44-60, 1:66-
2:11; Hart, 926.

Videos are just a series of pictures (often called “frames”) played in rapid
succession. Hart, 9926-28. The *669 Patent discloses that a video can be downloaded
from a central server (7). Once downloaded and playing, each of the display devices

(6A, 6B) checks which frame number it is displaying at a set interval (e.g., one



[PR2024-00188
Patent Owner’s Response

second). Each device then broadcasts its frame number to the other display devices.
Id., 9928-32. This “playback progress-data” is used by each device to determine

whether it is synchronized with the other displays. Ex-1001, 5:49-55; Hart, 428.

1 /
™ 8 8 { T
, \
ANERN ((®))
0]
Shelf
% \\\ /\&S
| BA
//, oD ey
J Jl 6B
Fig. 1

Ex-1001, Figure 1 (annotated)
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Fig. 4

Ex-1001, Figure 4 (annotated)
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Figure 4 shows an example of this. As shown in Figure 4, after one second of
playback, display device 6A informs display device 6B that it (6A) is on frame 5 of
the video, and 6B informs 6A that it (6B) is on frame 7. Hart, 429. Each display
device compares the received frame number to its own frame number at the given
interval. Ex-1001, 5:56-58; Hart, 429. If the received frame number and a display
device’s own frame number differ by two or more frames, then the display device
first recognizing the asynchronization broadcasts a command for nearby display de-
vices to resynchronize by jumping ahead to match the higher frame number. Ex-
1001, 5:59-65; Hart, 929. In the example of Figure 4, if 6B (which is at frame 7)
discovers the asynchronization first, it instructs 6A to jump to frame 7 to resynchro-
nize. Hart, 929.

In the configuration described in the 669 Patent, no device is the “hub”
(sometimes referred to as a “master”), and each device is responsible for both trans-
mitting its playback progress-data to the other displays and determining whether it
is synchronized with the other devices. Hart, §33. This topology resembles what a
POSITA would have understood to be a peer-to-peer network. /d. Peer-to-peer net-
works consist of a plurality of devices, each communicating directly with each other,

eliminating the need for a central “hub” or “master.” /d.



[PR2024-00188
Patent Owner’s Response

C. Prosecution History of the 669 Patent

The *669 Patent was filed as Application No. 16/762,709 (“*709 Application”)
on May 8, 2020, and claims priority to PCT/EP2017/078844 filed on November 10,
2017. Ex-1001, Cover; Hart, 9934-52.

During prosecution, the Examiner initially rejected the pending claims in view
of Asami (EP2461582). Ex-1002, 145-54. In response, the Applicant did not amend
the claims, id., 136-44, but instead argued that Asami did not teach the claims be-
cause each of the claimed display devices “communicate data with each other ... to
determine, based on the received progress data, whether it is in a synchronous or
asynchronous playback progress with the other devices (emphasis added).” 1d., 140-
41. The Applicant focused on the fact that the claims recite that the playback devices
communicate “with each other” and required “a bidirectional relationship” in which
each display device engaged in “reciprocal” exchanges of information for each to
independently determine synchronicity. /d., 141. According to the Applicant, Asami
did not disclose such a relationship because only one of Asami’s devices engaged
only in a unidirectional exchange of information in which only one device would
determine whether a plurality of display devices was synchronized. /d. at 141-43.

The Examiner considered the Applicant’s arguments “persuasive,” but en-
tered a new ground of rejection in view of Asami and Oh (US2017/0098431), relying

on Oh’s teachings of determining synchronicity between devices. Id., 114-17. In



[PR2024-00188
Patent Owner’s Response

response, the Applicant re-presented the originally filed claims, but added a new
claim that effectively combined the limitations of then-pending claim 1 and one of
its dependent claims directed to a display device that could also display a virtual
ESL in addition to a video. /d., 108. The Applicant then reiterated the same distinc-
tion between bidirectional (i.e., reciprocal) and unidirectional communication be-
tween display devices as a basis for patentability. /d., 109-10.

The Examiner then issued a Final Office Action that found the newly added
claim allowable but rejected all others. Id., 61-72. In doing so, the Examiner disa-
greed with the Applicant’s “argu[ment] that Asami only teaches ... unidirectional
communication from the management device to the playback devices 10,” but in-
stead suggested bidirectional communication by teaching a separate ‘“cascade
mode.” Id., 63. The Examiner never reconciled that Asami taught only a single de-
vice capable of making synchronization determinations. Hart, 949.

Solely to “advance prosecution,” the Applicant filed an after-final amendment
that cancelled the two claims that were combined to create the now-allowable inde-
pendent claim, and made all other claims depend directly or indirectly from that al-
lowable claim. Ex-1002, 55-59. The Examiner then allowed the patent to issue, stat-
ing that the point of novelty (according to the Examiner) was combining the syn-
chronicity determination with the ability to display a virtual ESL overlapping the

video content being displayed. /d., 12-16; Hart, q51.
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Masumoto is a U.S. Patent Application that was filed on October 11, 2016,

and published on May 11, 2017.

Masumoto concerns the synchronization of large displays “for displaying a

single image.” Ex-1005, Abstract; Hart, 9996-105. Masumoto is not concerned with

small ESL-type displays, but rather, large displays one might see at a trade show or

the like. Masumoto discloses an image transmission server (100) to transmit a video

signal to a plurality of displays (210-240). Hart, 996. Each display “cuts out and

displays a portion...from the received image” sent to all four displays. Ex-1005, Fig.

1 (below), [0039].

FIG. 1
210 Display A 220 Display B
1 I Y~ S SR~
Multi-display apparatus ™~
100 /\
Image
transmission N\ pd

server ;_’

Video signal

230 Display C

240 Display D

Ex-1005, Figure 1.

10
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Because Masumoto’s apparatus displays one image using multiple displays,
it must “match ... image display timings and image display positions of the entire
image by connecting an image transmission server and multiple displays to a net-
work.” Id., [0015]. Coordinating the timing requires the displays to communicate
“specific information” including time stamp and frame at that time to a “controller”
(214) of a separate display. Id., [0017], [0107]-[0108].

Unlike the 669 Patent, in the system disclosed by Masumoto, displays do not
exchange playback progress-data with each other. Hart, 9997-98. Instead, Masumoto
discloses a single “master display” that requests timing information from all other
displays, with the other displays sending their timing information only to the mas-
ter—mnot to all of the other displays as in the 669 Patent. Ex-1005, [0108]. While
Masumoto says that the display may have similar configurations and that any one of
the displays may be the master, Masumoto discloses that there can only be a single
master display at any given time, id., [0124] (“only one master display can be set in
multi-display apparatus 1), and it is established either at installation or when the
system is powered on by measuring which display has the “highest processing capa-
bility” (e.g., CPU load rate). Ex-1005, [0120]-[0121], [0124]. The system disclosed
in Masumoto even includes rules to break a potential tie (i.e., two devices with the
same processing capability), thereby eliminating any possibility of designating more

than one master display. /d., [0124]. In Masumoto’s system, only the master display

11
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system determines synchronization—it “match|es] display timings of all [non-mas-
ter] displays at a desired original timing of the video signal [from the master display],
without adjusting the displays to a display with the slowest display timing.” /d.,
[0126].

Because the master display controls the timing of the other displays, frame
information flows only in one direction—to the master display. Hart, §105. As de-
picted in Figure 9 (below), the designated master display makes a request for frame
numbers from the other displays (step S21), each of which sends that information to
the master display (step S22). Id. The master display—and only the master display—
uses the frame information received from the other displays to calculate whether to
send a correction to the sending display (step S24-S26). Ex-1005, Fig. 9 (below),

[0108]-[0119].

12
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FIG9
| START ]

s21 }

x| The master display requests frame number

1o other displays

s22 |

X Other displays send frame number

to the master display

s23 :

%]  The master display receives frame numbers

from other desplays
524
Any difference? NO
YES

S25

\[ Calculate frame correction quantity I
526 1

N Give notification of the frame correction quantity

to a dsplay with the diflerence
( END |

Ex-1005, Figure 9 (annotated).

2. Swafford (Ex-1004)

Swafford is a U.S. Patent Application that was filed on May 15, 2015, and
published on May 12, 2016.

Unlike Masumoto, Swafford is directed to video “apportioned among displays
on electronic label devices and the packages,” which “simultaneously output a dif-
ferent portion of the streaming video.” Ex-1004, Abstract. An example of Swafford’s

system is shown in Figure 42 (annotated below). Hart, 106.

13
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1200
42308

Packaging~_ = * 2500 ason
| Shelf «=] o]

Display

Ex-1004, Figure 42 (annotated).

As shown, displays (4210A-H) are affixed to shelves for packaged products
(4260A-H, 4280A-H, 4250A-H, 4270A-H) to show product information (text
4220A-D). Hart, 9107. Information is communicated to displays (4210A-H) using
the “network and hub” architecture of Figure 39 (reproduced below) (Ex-1004, Fig.
39, [0382]). As shown in Figure 39 (below), the hub communicates data to the end-
point devices. Id., [0350]. Swafford does not disclose any communication—Ilet alone
bidirectional/reciprocal communication—between the end-point devices. Hart,

91108. Nor does Swafford disclose any particular synchronization system. /d.
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Ex-1004, Figure 39 (annotated).

3. Kipp (Ex-1006)

Kipp (Ground 2 only) is a U.S. Patent Application that was filed on December

9, 2015, and published on June 15, 2017.

Kipp discloses a system for synchronizing playback of “segmented video con-

tent across multiple video playback devices.” Ex-1006, Abstract; see also Hart,

9109. Kipp is directed to the problem that “[p]layback devices may connect to an IP

video server at slightly different times and thus receive the portions of video content

at different times,” resulting in playback that is “out of sync” when that video content

is intended to be played back “in real time” from a “stream.” Ex-1006, [0002]. As

depicted in Figure 1 (below), Kipp discloses a system directed to ensuring that the
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same video plays at the same time in multiple locations—such as in “sports bars,
classrooms, meeting rooms ... hotels, apartment buildings, [and] residences.” 1d.,
[0036]. This is a different problem than that addressed by the 669 Patent where the
concern is how to display portions of an image on different displays. Hart, §109. It
is undisputed that Kipp does not disclose extending video across multiple displays

where each display shows only a portion of the video as in the 669 Patent. /d.
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Ex-1006, Figure 1.
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4. Takashi (Ex-1007 (Original), Ex-1008 (Translation))

Takashi is a Japanese Patent Application that was filed on September 29,
2009, and published on April 24, 2011.

Takashi discloses a “merchandise information display system.” Ex-1008, Ab-
stract; see also Hart, 99185-86. The system includes an image display terminal (80)
with display area (D) for displaying merchandise. Ex-1008, [0020]. That display area
can either be a three-dimensional display, or a set of two-dimensional displays, such
as showing different perspectives of the merchandise on different sides. The display
area (D) sits on a housing (800, which is also part of image display terminal 80). The
image—a shoe for example—is shown above a separate shelf tag terminal (70) af-
fixed to a shelf (78) for displaying the name and price information of the merchan-
dise. 1d., [0019]-[0020]. This system is shown in Figure 5 (below). Ex-1007, Fig. 5
(original Japanese application document); Ex-1008, [0019]-[0020] (English transla-

tion).
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(X 5]

800(80)~

Ex-1007, Figure 5.
Takashi also discloses a different embodiment, where the “text information

about the merchandise” is shown on a display portion (70a) mounted on the housing

(800). Ex-1007, [0051], Fig. 14 (below).
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(X1 4)

Ex-1007, Figure 14.

III. PERSON OF ORDINARY SKILL IN THE ART

Patent Owner disagrees with Petitioner’s proposed level of ordinary skill in
the art. Hart, §953-55. First, the fields of computer engineering and electrical engi-
neering are too broad to require the specific knowledge to understand and practice
the *669 Patent. Id., 455. Second, “wireless telecommunication systems” should not
be included, as the 669 Patent does not address wireless telecommunication systems
of any sort. Id., 956-58. As such, Patent Owner proposes that the proper level of
ordinary skill in the art would be someone with coursework or training in multimedia
systems and at least a Master of Science Degree in an academic area emphasizing

electrical engineering, computer engineering, computer science, or an equivalent
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field (or a similar technical Master’s Degree, or higher degree). Hart, §56. Alterna-
tively, a POSITA would have had coursework in multimedia systems and a Bache-
lor’s Degree (or higher degree) in an academic area emphasizing electrical engineer-
ing, computer engineering, computer science, or an equivalent field with two or
more years of work experience in multimedia systems. /d. Additional education in a
relevant field, or relevant industry experience may compensate for a deficit in one
of the other aspects of the requirements stated above. /d.

While Petitioner’s expert, Dr. Tentzeris, may meet the specific definition of a
POSITA, he is not an expert in the relevant subject matter of the 669 Patent. This
is so because Dr. Tentzeris’s experience concerns “antennas, fractal RF structures
and circuit design....,” Ex-1003, 92, whereas the subject matter of the *669 Patent is
directed to a “higher level” of the network-communications stack, Hart, 59.

Network communications are often described using a model (called the “OSI”
model) comprising various layers. Id., §60. At the base of the model is the “physical
layer,” which is responsible for the transmission and reception of raw data. /d. That
is where Dr. Tentzeris’s expertise is. Above the “physical layer,” rest six other layers
(i.e., data link, network, transport, session, presentation, and application) that work
together to transmit and convert the raw data into user-facing information. /d. The

subject matter of the 669 Patent relates to the layers above the physical layer. /d.,
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q61. In particular, the 669 Patent concerns the display of video content, which is
handled in the application layer, not the physical layer. /d.; Ex-2001, 697-720.

Dr. Tentzeris conceded that his experience with these higher levels of the OSI
model is exceedingly limited. Tentzeris Dep., 69:6-70:5 (“I am familiar, but not ex-
tremely clear.” “So you have different constraints if you have audio then having
multimedia transmission. So the meaning whether there’s such a variety of potential
applications that I may not be familiar with some of them.”), 60:13-17; Hart, §62.
The Board has found that in such circumstances—when a proffered expert has little
relevant expertise—the Board should give limited weight to the expert’s testimony.
See Google LLC et al. v. Ecofactor, Inc., IPR2020-01504, Paper 55, at 20, 23 (Aug.
1, 2024) (“[1]f an expert witness’s background does not demonstrate that they have
specific experience on a topic to give reliable testimony on that topic and the wit-
ness’s testimony is not corroborated by other evidence, [the Board] may decline to
give it any weight or limit the weight [the Board] do[es] give it,” explaining that
although the expert satisfied the definition of a POSITA, the lack of relevant expe-
rience counseled against giving the expert’s testimony “any weight). As such, Dr.
Tentzeris’s opinion on issues such as motivation to combine, claim construction, and
whether any reference meets any claim limitation should be given little, if any,

weight. Hart, 463.
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IV. CLAIM CONSTRUCTION

The Board raised two potential claim-construction issues in its Institution De-
cision, which Patent Owner addresses here.

A.  “Designed to”

The Board suggested that “[t]he parties may wish to address whether the
proper scope of [claim 1] does not require either transmission or determination but
rather requires that the playback devices be designed to transmit and determine.”
Paper 11, 13 (emphasis in original). To the extent that the Board is asking whether
mere capability of the playback devices to transmit and determine is sufficient to
meet the claims, it is not. Instead, the Federal Circuit, as well as both the plain lan-
guage of the claims and the file history, make it clear that the claims require more,
namely that each device be expressly configured to transmit and determine during
the operation of the system. Hart, 9964-66.

While the Federal Circuit has not (to Patent Owner’s knowledge) explicitly
construed “designed to,” it has addressed similar terms, and in each case concluded
that they require more than mere capability. For example, in In re Man Mach. Inter-
face Techs. LLC, 822 F.3d 1282, 1286 (Fed. Cir. 2016), the Federal Circuit equated
“adapted to” with “designed to” and found that the term had a narrow meaning. As
the Federal Circuit put it, “adapted to” meant “that the claimed remote control device

is made or designed to be held in the human hand and the thumb switch is made or
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designed for activation by a human thumb.” This is distinct from, for example, being
capable of operation with the human thumb. Similarly, in /n re Giannelli, 739 F.3d
1375, 1379 (Fed. Cir. 2014), the court considered the phrase “adapted to be
moved...by a pulling force...in a rowing motion.” The court concluded that the
phrase “has a narrower meaning, viz., that the claimed machine is designed or con-
structed to be used as a rowing machine whereby a pulling force is exerted on the
handles.” Id. Again, the court equated “adapted to” with “designed or constructed
to” and found that mere capability was not enough to reach the limitation. See also
Aspex Eyewear, Inc. v. Marchon Eyewear, Inc., 672 F.3d 1335, 1349 (Fed. Cir.
2012) (“[ T]he phrase ‘adapted to’ is most naturally understood to mean that the arms
and magnetic members are designed or configured to accomplish the specified ob-
jective, not simply that they can be made to serve that purpose.”). The Federal Cir-
cuit, thus, views terms like “adapted to” and “designed to” as requiring more than
mere capability to meet the relevant limitation.

That is consistent with how the claims are written, as the claim limitations
require that each device be designed so that in operation each device can both trans-
mit video playback progress-data to all other devices and determine, based on the
received playback progress-data, whether it i1s synchronized with the other devices.
Limitation [1.3a] requires the playback devices 6A and 6B “communicate data with

each other,” and limitation [1.3b] recites that each device “transmit[s] video
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playback progress-data ... to the other device (6B, 6A).” By reciting that the same
device numbers communicate with each other (“devices (6A, 6B) ... transmit ... to
the other device (6B, 6A)”), limitation [1.3b] requires reciprocal communication—

that device 6A transmits to 6B and 6B transmits to 6A. Hart, 967.

a communication stage to communicate data with each
other, wherein the devices (6A, 6B) are designed:
to transmit video playback progress- via the commu-
nication stage to the other device (6B, 6A); and,

Ex-1001, Claim 1 (annotated).

Moreover, the specification explains that each playback device (6A and 6B)
is designed so that during use it transmits its own playback progress-data after a
tracked lapse of its own clock. Ex-1001, 5:49-53; Hart, 468. This is again a reciprocal
exchange of playback progress-data because the “transmission of the playback pro-
gress-data of the device 6A is received at the device 6B and vice versa.” Ex-1001,
5:53-55 (emphasis in original). Further, the *669 Patent’s playback devices are de-
signed to “independently” determine “that they are in a synchronous or asynchro-
nous playback progress” with other playback devices. Id., 2:29-33. Specifically,
each playback device is “designed to compare a frame number received” from an-
other playback device “with a frame number of the frame currently played back at

the device and to determine an asynchronous playback progress if the difference in
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the frame numbers compared with each other exceeds a pre-determined threshold
value.” Id., 2:54-59.

During prosecution, Applicant’s arguments underscored the required recipro-
cal nature of the communication during operation between playback devices so that
each device can independently make its own synchronicity determination. Hart, §69.
The Applicant explained that playback devices communicating “with each other”
involved reciprocal communication of playback progress-data ([1.3b]) and the de-
vices subsequently compared their own playback progress to the playback progress-
data of another device ([1.3c]). Ex-1002, 140-41 (arguing that “[e]ach playback de-
vice ... comprises a communication stage to communicate data with each other,
wherein the devices are designed to transmit video playback progress data via the
communication stage to the other device and to determine, based on the received
progress data, whether it is in a synchronous or asynchronous playback progress with
the other devices”) (emphasis in original); id., 141 (arguing that in then-pending
claim 1 “each individual playback device can independently detect an asynchronous
playback progress within the group of playback devices,” which the individual play-
back devices achieve “by a simple and fast comparison of the playback progress of
another device or of other devices with its own playback progress”).

Indeed, the Applicant expressly argued that the claim limitation “each other”

described a bidirectional and reciprocal exchange. /d. (arguing that “‘[w]ith each
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other’ particularly describes a bidirectional relationship (cf- Merriam-Webster dic-
tionary, definition for ‘Each other’: ‘each of two or more in reciprocal action or
relation’)”) (emphasis in original); id. (arguing that unlike the asserted prior art,
then-pending claim 1 required the “playback devices [to] communicate with each
other bidirectionally, thereby enabling independent detection of an asynchronous
playback progress within the group of playback devices ...””) (emphasis in original).
The Applicant noted that the requirement of devices communicating “with each
other” was to allow each device to make a “comparison of the playback progress of
another device or other devices with its own playback progress.” Id.; Hart, §970-71.

The Applicant explicitly distinguished systems where there was a “master”
device that transmitted synchronization information to a set of non-master devices.
Ex-1002, 141. Applicant identified such systems as “unidirectional” and expressly
distinguished them from bidirectional systems like the invention. The Applicant
pointed out that in master-type systems, all progress is in relation to the master de-
vice, id., and unlike the claimed system, that type did not allow each device to com-
pare playback progress with each other device. Id., 141-42; Hart, q970-71.

Thus, limitations [1.3b] and [1.3¢] require playback devices that are expressly
configured to, during operation of the claimed system, “transmit video playback pro-
gress-data” to each other (i.e., reciprocally) and “determine based on the received

progress data” (i.e., the data previously transmitted from the other device in the
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reciprocal exchange) “whether it is in synchronous or asynchronous play back pro-
gress with the other devices.” Hart, §972-73. In short, merely being capable of doing
these things is not sufficient to meet the limitations of the claims.

B. “Communication Stage to Communicate Data With Each Other”

The Board also identified as a potential claim-construction issue “whether
‘communication stage to communicate data with each other’ as recited in claim 1 is
a means-plus-function limitation that invokes 35 U.S.C. §112 (f).” Paper 11, 11.

Neither party proposed that this is a means-plus-function limitation. Patent
Owner contends that construction of this term, including whether or not 35 U.S.C.
§112(f) applies 1s unnecessary for the resolution of this matter. Realtime Data, LLC
v. lancu, 912 F.3d 1368, 1375 (Fed. Cir. 2019) (“The Board is required to construe
only those terms that are in controversy, and only to the extent necessary to resolve
the controversy.”) (cleaned up). No construction is necessary because, regardless of
whether “communication stage” is itself a structural term or in means-plus-function
form, for the reasons discussed in further detail below, Petitioner fails to identify any
prior art that is designed to operate as claimed. In particular, Petitioner fails to iden-
tify any reference where each playback device is designed to both transmit video
playback progress-data through the communication stage and determine, based on

progress-data received through the communication stage, whether it is in
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synchronous or asynchronous playback progress with the transmitting playback de-
vice. Hart, 974-75.

V. GROUND 1: The Swafford/Masumoto Combination Does Not Disclose
Several Limitations of the Challenged Claims

A. Claim 1 (and therefore all challenged claims)

Claim 1 is the only independent claim in the *669 Patent. Petitioner relies on
Masumoto to teach limitations [1.3b] and [1.3c], Paper 2 (‘“Petition”), 25, and on
Swafford to teach limitation [1.4], id., 28. Hart, 9 110-111. Neither reference
teaches the relevant limitations, and moreover, the Petition fails to articulate a
motivation to combine these disparate references. Id. As such, the combination of

Masumoto and Swafford is hindsight reconstruction.

1. Masumoto does not disclose limitations [1.3b] or [1.3c] be-
cause it discloses unilateral communication, not reciprocal
communication

Limitation [1.3b] requires that the playback devices “transmit video playback
progress-data to the other device (6B, 6A)” and [1.3c] requires that each device “de-
termine based on the received progress data whether it is in a synchronous or asyn-
chronous playback progress with the other devices (6B, 6A)” (emphasis added).
These limitations require reciprocal communication between the devices—each

must transmit playback progress-data to the other, and each must determine based
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on that data, whether it is synchronous. None of the displays disclosed in Masumoto
do this. Hart, §112.

Instead, Masumoto discloses a system that synchronizes video on multiple
displays using a “master display” that “calculates a desired frame number” and no-
tifies other non-master display devices to correct their own frame number based on
the calculation.> Ex-1005, [0110], [0113]; Hart, §112-27. Masumoto’s system is
designed such that the master display receives “specific information” from the non-
master devices, but it does not transmit to the other displays its own playback data.
Ex-1005, [0108] (“one display requests other displays to notify the frame number or
time stamp of the video signal displayed on each of other displays”) (emphasis
added), [0110], [0120], Fig. 9. While the non-master displays are designed to trans-
mit their current frame number or time stamp to the master display, they are not
designed to determine whether they are synchronized with the other displays using
the frame number or time stamp received from another device. Hart, §127; Ex-1005,
[0107]-[0118], Fig. 9. Only the master display makes a synchronization determina-
tion, which it bases on information received from the non-master devices. Ex-1005,

[0113]-[0118], Fig. 9. As shown in annotated Figure 1 below, Masumoto discloses

3 The Petition also refers to the master display by the “controller” of the master dis-

play. Petition, 25-26, 34.
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a unidirectional transmission of playback progress-data to a master display, and a
unitary determination by the non-transmitting master display of synchronicity.

FIG. 1

210 Display A 220 Display B

6A

Transmit
Playback Data

-

1
Multi-display apparatus ™

100

Image
transmission

server ;_)

Video signal 230 Display C 240 Display D

Ex-1005, Figure 1 (annotated)

Petitioner seems to recognize this problem because it proposes that Masumoto
teaches that each playback device has the ability to serve as a master or non-master,
and so, when one device is the master it can determine, and then later if it is desig-
nated a non-master, it can transmit. Petition, 15 (citing Masumoto’s disclosure that
“All displays have the same structure”); Tentzeris Dep., 124:4-5 (asserting that the
master display could change). But this misses the point for two reasons. Hart, 4128.

First, only a single master display is designated at a time, and the claims re-
quire that each playback device at all times be “designed to” both transmit and de-

termine. Indeed, one of the grounds on which the Applicant distinguished the claims
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over the prior art during prosecution was that all of the displays at any given time
can (1) engage in “reciprocal” communication, Ex-1002, 141 (arguing that unlike
the asserted prior art, then-pending claim 1 required the “playback devices [to] com-
municate with each other bidirectionally, thereby enabling independent detection of
an asynchronous playback progress within the group of playback devices ...”) (em-
phasis in original)), and (2) make determinations about whether they are synchro-
nized, id.

Second, the master-display assignment occurs only once—either at installa-
tion or when the system is powered on—and there is no disclosure of the master
display being reassigned during operation or on the fly. Ex-1005, [0121], [0076]. To
assign a master display, Masumoto explains that “display A210 to display D240 de-
termines itself to be a mas|[t]er display if the measurement result of its own pro-
cessing capacity is the highest, and not a master display if not the highest.” Id.,
[0124] (emphasis added). Masumoto also discloses that during the assignment pro-
cess, if the system fails to assign a master display, or mistakenly assigns more than
one display as the master display, the system resets the master display, to ensure that
one—but only one—display is designated as the master display at any given time.
Id., [0125].

Petitioner claims that each of Masumoto’s playback devices have the same

structure—see Petition, 20 (arguing that “[a]ll displays have the same structure”)
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and citing Ex-1005, [0040]—and so each is capable of transmitting and determining
when assigned as a master. But the claims require more than mere capability—they
require each device to transmit and determine at any given time. In Masumoto, “only
one master display can be set...,” based on measuring which display has the “highest
processing capability” (e.g., CPU load rate), or simply which display was turned on
first. Ex-1005, [0120]-[0121], [0124]; Hart, §9129-31. This configuration, therefore,
precludes any playback device from both transmitting and determining as there can
only be one master display at a time. For Masumoto to be similar to the system
recited, all of the displays would have to be both master and non-master at the same

time—something manifestly not disclosed by Masumoto. Hart, §4129-31.

2. Masumoto does not disclose limitation [1.3¢] because Masu-
moto’s master display is not designed to determine based on
the received progress data whether it is in a synchronous or
asynchronous playback progress with other devices

Limitation [1.3c] requires that each playback device is designed to “determine
based on the received progress data whether if is in a synchronous or asynchronous
playback progress with the other devices.” Ex-1001, Claim 1 (emphasis added). This
limitation reflects the reciprocal nature of the communications and synchronization
determination required by the claims because each display must determine whether
it is in sync. Hart, §9132-44. Masumoto’s master display does not do this. /d., 4145-

48.
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Masumoto’s master display “calculates a desired frame number at [a] specific
time” and “compares its calculation result with the frame number received” from
other displays. Ex-1005, [0113], Fig. 9 (Step S23); see also id., [0114]-[0116],
[0117] (“When a frame number different from the desired frame number (difference
exists) 1s detected (Yes in Step S24), display D240 calculates a frame correction
quantity (Step S25).”), [0118]. But this is not a determination about whether the
master display itself'is in synchronous or asynchronous playback progress with the
non-master displays. Hart, 9147. Instead, Masumoto’s master display determines
whether the data received from the non-master displays is synchronous or asynchro-
nous with a “calculated”/“desired” frame number. /d., §147. That is not the same
thing as determining whether the master display itself is synchronous or asynchro-
nous with the other device. /d. In Masumoto’s system, the master display is always
considered correct (it is never out of sync), and it only calculates whether the other
device is out of sync with it. /d.

Masumoto does not disclose limitation [ 1.3¢] because the non-master displays
cannot determine whether they are synchronized. /d., 49 150-51. Limitation [1.3¢]
requires that each playback device is designed to “determine based on the received
progress data whether it is in a synchronous or asynchronous playback progress with
the other devices.” But none of Masumoto’s non-master displays either receive any

progress data from anywhere or determine whether they are in a synchronous or
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asynchronous playback progress with other devices. Ex-1005, [0113]-[0117],
[0120], Fig. 9; Hart, §9149-50. This process is illustrated in annotated Figure 9 be-
low. In Step S21 (blue), the master display requests that the non-master displays
send their current frame numbers, which they do in Step S22 (orange). Id., 135,
138. Then in Steps S23 and S24 (green), it is the master display that makes the syn-

chronization determination. /d.

FIG. 9
| START ]
S21 ‘
S22
X Other displays send frame number
to the master display

S23

YES

S25
\[ Calculate frame correction quantity ]

S26 1

Give notification of the frame correction quantity
10 a display with the difference

Ex-1005, Figure 9 (annotated).
Thus, the non-master displays cannot determine based on received frame

numbers whether they are in synchronous or asynchronous playback progress
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because they never receive progress data from the other devices, including the mas-

ter display. See Ex-1005, [0110], [0113], [0117]-[0118], Fig. 9; Hart, §9151-53.

3. Swafford does not disclose limitation [1.4]

Element 1.4 recites that the shelf labels include a section where video content
“overlaps.” This was one of the limitations on which the Examiner focused in al-
lowing the claims. Ex-1002, 15. Yet, Petitioner relies only on a misunderstanding of
inherency in trying to show how Swafford discloses it. Petition, 28-29. Instead of
articulating any particular reason for believing that Swafford discloses this require-
ment, Petitioner broadly states that Swafford might provide overlapping infor-
mation—or as Petitioner puts it, “static information about Product 1 or Product 2 ...
may overlap with a streaming video as a background,” id. (emphasis added). But the
limitation is not about whether information might, in theory, overlap; it requires that
it does overlap, and Petitioner offers nothing to show that Swafford discloses any
such thing. Hart, §154.

Petitioner says that overlap is “inherent” because “[t]he dynamic advertise-
ment 43004 may inherently include same content as the streaming video displayed
in the backgrounds of displays 43002 and 43003 by virtue of ‘advertisement.”” Pe-
tition, 29. But inherency requires that the characteristic be inevitably present—not

that it merely be potentially present. See In re Montgomery, 677 F.3d 1375, 1381
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(Fed. Cir. 2012) (holding that a characteristic is “only inherent if it inevitably flows
from the prior art disclosure”). Indeed, to say that something may be present is by
definition an admission that it is nof inherent since for inherency “the limitation at
issue necessarily must be present, or the natural result of the combination of elements
explicitly disclosed by the prior art.” PAR Pharm., Inc. v. TWI Pharms., Inc., 773
F.3d 1186, 1194-96 (Fed. Cir. 2014). Simply put, inherency “may not be established
by probabilities or possibilities.” Id.; see also Novartis Gene Therapies et al. v. Gen-
zyme Corp., IPR2023-00609, Paper 22 at 21-22 (Aug. 30, 2023) (declining to “sup-
port a finding of inherency” because Petitioner did not produce any sufficient evi-
dence to show that the claimed aspects would have “necessarily and inevitably re-
sult[ed]” from the combinations of the prior art). But possibilities are all Petitioner
has. Hart, q155. And while Dr. Tentzeris’s declaration purports to support Peti-
tioner’s inherency argument, Ex-1003, 488, he also admitted that he was “not aware
what the meaning of inherency” was. Tentzeris Dep., 151:16-21; Hart, §156.
Without overlap being either literally or inherently present, Petitioner tries to
plug the hole with the knowledge of a POSITA. According to Petitioner, “a POSITA
would understand that designing substitutive video contents in overlapping display
areas is commonly used to ‘provide additional information to a customer or to attract
a customer’s attention.”” Petition, 30 (citing Ex-1004, [0404]; Ex-1003, 989). Espe-

cially given that Dr. Tentzeris is not an expert in video, let alone advertising or retail
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marketing, this boils down to a common-sense analysis. Hart, 4959, 157. But the
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Federal Circuit is clear that “common sense” “cannot be used as a wholesale substi-
tute for reasoned analysis and evidentiary support, especially when dealing with a
limitation missing from the prior art references specified.” Arendi S.A.R.L. v. Apple
Inc., 832 F.3d 1355, 1362 (Fed. Cir. 2016).

And anyway, neither Swafford itself nor Dr. Tentzeris support the notion that
a POSITA would fill in the gaps as the Petition supposes. Hart, §157. As to Swafford,
the cited paragraph has nothing to do with either substituted video or overlapping
display areas. Hart, §158. Instead, Swafford is discussing the ability for the shelf
edge (44001) to work together with the product itself (44003) for the stated purpose.

Ex-1004, [0404]. Indeed, Figures 44a-d, reproduced below, show that Swafford’s

ESLs and video content are separate and do not overlap. Hart, §9158-59.
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Ex-1004, Figures 44a-d.

Nor does Dr. Tentzeris meaningfully support Petitioner’s attempt to fill the

gap with the knowledge of a POSITA. Instead, he simply regurgitates the statements
in the Petition, adding neither analysis nor expertise to what is otherwise naked at-
torney argument. Ex-1003, 489; Hart, 9159.
Because Masumoto does not disclose elements [1.3b] or [1.3¢], and Swafford

does not disclose element [1.4], Petitioner fails to meet its burden of showing that

Claim 1, and all dependent claims, are unpatentable by a preponderance of the evi-

dence under Ground 1. Hart, §160.

38



[PR2024-00188
Patent Owner’s Response

B. Claims 7 (and therefore claims 8-10) and 11

1. [7.1]: Masumoto does not disclose broadcasting adjustment
data

Claim 7 requires that “each device is designed to broadcast adjustment data
for adjusting the playback progress of the devices (6A, 6B) over its communication
stage if it detects an asynchronous playback progress.” Ex-1001, 8:51-55. The *669
Patent describes that while each device is responsible for addressing its own asyn-
chronous progress, it is advantageous to influence other devices as well. 1d., 3:14-
28. To do this, each device broadcasts adjustment data when it detects an asynchro-
nous playback progress. Id. In the context of the specification, a POSITA would
have understood that “broadcast” is the sending of data to multiple recipients. Ex-
2002, 53:14-54:10 (stating “the whole point of the broadcast term” is the transmitter
not knowing how many receivers there are); Hart, §161.

Petitioner ignores the “broadcasting” requirement and focuses only on the fact
that, according to it, Masumoto transmits adjustment data. Petition, 41-43. Masu-
moto does not disclose broadcasting the purported adjustment data. Hart, §162. In-
stead, Masumoto discloses sending a notification of the frame correction quantity
that is calculated for, and transmitted to, a particular device. Ex-1005, [0117]-[0119],
Fig. 9. A POSITA would not have understood such one-to-one communication to be

a broadcast, as required by limitation [7.1]. Hart, §162-63.
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Because Masumoto does not disclose element [7.1], Petitioner fails to meet
its burden of showing that Claim 7, or Claims 8-10 (which depend from Claim 7)
are unpatentable by a preponderance of the evidence under Ground 1 (or Ground 2,

which simply references Ground 1 for this limitation). Petition, 74; Hart, 9164.

2. [11.1]: Neither Masumoto nor Swafford discloses UDP mul-
ticast data packets

Claim 11 requires that “the communication stage is designed to use UDP mul-
ticast data packets for the communication.” For Ground 1, Petitioner relied heavily
on Masumoto for the disclosure of the communication stage for element [1.3]. Peti-
tion, 25-27. For this element, Petitioner relies entirely on Swafford and the
knowledge of a POSITA to show this limitation is met. Petition, 46. Petitioner is
incorrect. Hart, §165.

For its contention that Swafford discloses UDP, Petitioner cites Swafford’s
disclosure that it may use a wired communication path, through a network. Petition,
46 (citing Ex-1004, [0274]). From this limited disclosure of a wired network, Peti-
tioner asserts that element [11.1] is met because “UDP i1s a well-known communi-
cation protocol.” /d. But being a well-known protocol is not enough to show that a
POSITA would use UDP in Swafford (or Masumoto). Hart, §166. Petitioner’s expert
relies on Kipp (a reference not used in Ground 1) to show that UDP is a well-known

protocol. Ex-1003, §137. But as Dr. Tentzeris acknowledges, Kipp recites numerous
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network protocols suitable for video delivery, including TCP/IP, HTTP/1.1, and
HTTP/2.0. Id. (citing Ex-1006, [0129]). Dr. Tentzeris even stated that there are rea-
sons to choose TCP/IP over UDP and that he would normally use TCP/IP. Tentzeris
Dep., 62:2-5, 64:3-9, 66:24-67:2, 68:19-22. Neither Petitioner nor its expert provides
any rationale for why a POSITA would choose UDP over any other communication
protocol, including those listed in Kipp. Hart, §167. Moreover, Petitioner conflates
communication for downloading video content—which is all the cited section of
Kipp addresses—and communication of progress-data—which is what is required
of the communication stage claimed in the 669 Patent. /d. These are two different
types of communication. /d. Importantly, the 669 Patent discloses a system where
video is already downloaded to the playback devices. Ex-1001, 2:15-28. Therefore,
the communication protocol a POSITA might use for transmitting video is irrelevant.
Hart, §167. What matters is what communication protocol a POSITA would use for
transmission of the data required by the challenged claims, including progress-data.
1d. Petitioner provides no reason why a POSITA would have found it obvious to use
UDP for transmitting progress data in Swafford or Masumoto. /d.

Even were Kipp’s disclosure relevant (it is not), it discloses only UDP com-
munication, and does not disclose using UDP multicast data, as required by this lim-
itation. /d., 168. UDP is capable of unicasting and broadcasting data, in addition to

multicasting data. Id. In his deposition, Dr. Tentzeris admitted that UDP is capable
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of unicasting data. Tentzeris Dep., 50:25-51:2. In fact, use of unicast in UDP com-
munications is the most common case. Hart, §168; Ex-2003, 4. And Petitioner pro-
vides no rationale for a motivation to use multicast data over any other form of UDP
data. Id.

Because Petitioner has failed to show how element [11.1] is met, Petitioner
fails to meet its burden of showing that Claim 11 is unpatentable by a preponderance
of the evidence under Ground 1. Hart, 4169.

C. A POSITA would not have been motivated to combine Masumoto
and Swafford

Even if the Swafford/Masumoto combination disclosed all limitations of the
challenged claims (it does not), Petitioner has not shown that there would have been
a motivation to combine Swafford and Masumoto. Swafford and Masumoto disclose
very different systems. /d., §170. Swafford discloses small displays on shelves and
on products in a merchandising setting, whereas Masumoto discloses a large multi-
display apparatus. Compare Ex-1004, Fig. 43, with Ex-1005, Fig. 1. Further, while
Masumoto focuses on synchronization between the displays, see, e.g., Ex-1005,
[0102]-[0126], Swafford does not even recognize synchronization as an issue to be
addressed. Hart, §170. Petitioner fails to provide a cohesive argument for why a
POSITA would have been motivated to combine Swafford and Masumoto, or how

such a combination would work. Hart, q9170-71. Instead, Petitioner takes a
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scattershot approach to motivation to combine. But, as described below, each ra-
tionale is fatally flawed.

Petitioner argues that “Swafford and Masumoto are designed to achieve the
same goal to synchronize a video across multiple displays.” Petition, 52. This is in-
correct. Hart, 4172. The displays contemplated by Swafford and Masumoto are fun-
damentally different and involve different considerations. /d., 4173. Swafford relates
to a “merchandizing display” with “a continuous display formed by electronic dis-
plays embedded along product shelves and on the packages.” Ex-1004, Abstract.
Swafford’s merchandizing displays “can be provided with any number of displays.”
1d., [0388]. As shown in Figure 43 (below), these continuous displays may each have
a wide but very short aspect ratio, and they may be attached to each other lengthwise,
effectively making them even wider. Hart, 4173. Further, Swafford contemplates
displaying video “on the packages” themselves. Ex-1004, Abstract. The packages
shown in Figure 43 have a completely different aspect ratio than the shelf labels and

include a different number of pixels per screen. Hart, 4173.

43



[PR2024-00188
Patent Owner’s Response

430068

-

Ex-1004, Figure 43.

Masumoto, on the other hand, contemplates “video wall systems and signage
systems,” such as what one might see in a sports bar or displaying a fast-food menu.
Ex-1005, [0148]. In Masumoto, the video server “sends same video signal to each
of display A210 to display D240 simultaneously.” Id., [0039]. “Each of display
A210 to display D240 cuts out and displays a portion in charge from the received
image. By combining four displays A210 to D240, a single image is displayed.” /d.

This 1s shown in Figure 1 (below). Hart, q174.

44



[PR2024-00188
Patent Owner’s Response

FIG 1
210 Display A 220 Display B
1 - e e . ———— o - W o - - - -
Multi-display apparalus\NE 1
1
100 1 -
1
1
> 1
1
Image ! |
transmission ! N\ 2 1
server > X !
Z 1 :
A ! '
i 1

.,.....: oo 1 1
Y 1 -
P [ A — A

Video signal 230 Display C 240 Display D

Ex-1005, Figure 1.
The only “specific information” Masumoto adds to its video signal is a “time

stamp,” “frame number,” or “time sample;” Masumoto discloses nothing related to
adjusting to the differing aspect ratios or differing numbers of pixels per screen be-
cause Masumoto assumes the displays are all the same. Ex-1005, [0107]; Hart, q175.

The two references, thus, are not directed to the same goal. Hart, §176. Masu-
moto involves simple video processing using uniform displays and a network server
to expand the size of a streaming video from covering one screen to covering four,
whereas Swafford pieces together streaming video segments having different widths
and heights. /d. Petitioner has not shown a POSITA would have had any motivation
to use Masumoto to improve upon Swafford, as they are directed to fundamentally

different problems. /d.
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Petitioner also claims that Swafford’s “express objective” was to “simultane-
ously output a different portion of the streaming video,” and that satisfying that ob-
jective would have motivated a POSITA to combine Swafford and Masumoto. Peti-
tion, 53 (citing Ex-1004, [0423]). This is also incorrect. Hart, §177. Indeed, Swafford
already satisfies this objective by providing “a system for forming a continuous dis-
play along” electronic label devices positioned along product shelves. Ex-1004,
[0423]. Petitioner never explains why a POSITA would be motivated to look outside
Swafford to solve a problem Swafford expressly solves. Hart, §177.

Dr. Tentzeris says that there was “a well-recognized need in synchronizing
video displays—a need for low bandwidth and simple, inexpensive hardware.” Pe-
tition, 53. But even if true, Swafford expressly discloses that his systems can be
implemented with “off-the-shelf” components. Ex-1004, [0257]. Thus, Swafford it-
self belies Petitioner’s supposed well-recognized need. Hart, §178.

Unable to show a motivation to combine from the references themselves, Pe-
titioner relies on hindsight and two references not raised in Ground 1—Yamada (Ex-
1010) and Kipp (Ex-1006). Petition, 53-54. According to Petitioner, Yamada iden-
tifies a similar problem to that solved by the 669 Patent. But that is irrelevant to any
motivation for a POSITA to combine two other references (Swafford and Masu-

moto). /d. Further inapposite to an explanation of the Swafford-Masumoto combi-

nation, Yamada is a system for streaming video to multiple “video information
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reproduction devices.” Ex-1010, [0100]-[0101]. Kipp discloses similar, streaming
video to “multiple premises 102 (e.g., businesses, homes, consumer dwellings,
etc.).” See Kipp, Ex-1006, [0028]. Neither Yamada nor Kipp have anything to do
with electronic shelf labels, and certainly do not demonstrate any well-recognized
need. Hart, 9179.

It does not matter that both Swafford and Masumoto discuss LCD displays.
Petition, 54-55 (citing Ex-1004, [0330]; Ex-1005, [0040]). None of the purported
examples offered by Petition for ways to improve the LCD screens have anything to
do with the LCD screens themselves. Hart, §180. For instance, Petitioner points to
the ability to have “different displays communicate with each other to synchronously
display a video.” Petition, 54-55. But that has nothing to do with whether the display
is an LCD or anything else. Hart, §180. Nor does the fact that Masumoto’s displays
may “transmit[] specific information of a video signal displayed on the display at
specific time, using frame numbers as the specific information, broadcasting the
frame correction quantity to implement synchronization, loading the video data up-
front to play, transmitting the video data as compressed data, transmitting the spe-
cific information repeatedly, [and] embedding the frame correction quantity in a syn-
chronization command.” Petition, 55. These supposed improvements have nothing
to do with the LCD screens, and thus, these cannot constitute motivations to improve

Swafford’s LCD with Masumoto’s LCD. Hart, §180.
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Petitioner’s expert’s analysis adds nothing. Hart, 44181-82. Dr. Tentzeris
simply parrots the analysis in the Petition, providing no material explanation at all.
Petition, 52-56 (citing “First” through “Fourth” motivations for combination), with
Ex-1003, 99152-58 (parroting the “First” through “Fourth” motivations for combi-
nation). See Xerox Corp. v. Bytemark, Inc., IPR2022-00624, Paper 9 at 15-16 (Aug.
24, 2022) (precedential) (affording expert opinion little to no weight or probative
value when it replicates the flawed analysis of the petition verbatim and fails to “cite
to any additional supporting evidence or provide any technical reasoning to support”
the opinion).

Even assuming Swafford and Masumoto do share some “structural similar-
ity”—which they do not—this does not sufficiently support Petitioner’s alleged mo-
tivation to combine. Hart, 4183. “The obviousness inquiry does not merely ask
whether a skilled artisan could combine the references, but instead asks whether
‘they would have been motivated to do so.”” Adidas AG v. Nike, Inc., 963 F.3d 1355,
1358-60 (Fed. Cir. 2020) (citation omitted). Therefore, even though two references
may be compatible because they discuss similar structure or techniques, that does
not resolve “fundamental differences between the references” that show the prior art
is otherwise not obvious to combine. /d.

Petitioner fails to show that a POSITA would have been motivated to combine

Swafford and Masumoto. Hart, §184. As such, Ground 1 fails.
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VI. GROUND 2: The Masumoto/Kipp/Takashi Combination Does Not Dis-
close Several Limitations of the Challenged Claims

A. Claim 1 (and therefore all challenged claims)

As with Ground 1, Petitioner relies solely on Masumoto in Ground 2 to teach
limitations [1.3b] and [1.3c]. Petition, 65-66. For limitation [1.4], Petitioner relies
on Kipp and Takashi. /d., 66-67. That limitation requires, in part, display devices

729 ¢¢

that display “product information or product price related information” “overlapping
with a video content or substituting a video content.” But because both Kipp and
Takashi have entirely separate sections for video content and product information,
Petitioner proposes an understanding of Takashi that is not how a POSITA would
see it. Further, Petitioner takes a scattershot approach to motivation to combine,

without taking into account how a POSITA would consider these various references.

Hart, q187.

1. [1.3b] and [1.3¢]: Masumoto does not disclose any playback
devices that meet both [1.3b] and [1.3¢]

For Ground 2, Petitioner relies solely on its discussion of Masumoto in
Ground 1 for limitations [ 1.3b] and [ 1.3c]. Petition, 65. For the same reasons detailed
for Ground 1, Masumoto does not disclose any playback devices that satisfy both

limitations [1.3b] and [1.3c]. Hart, 9188.
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2. [1.4]: Neither Kipp nor Takashi disclose limitation [1.4]

Element 1.4, requiring the virtual electronic shelf label to be within a section
of the display area, and overlapping or substituting for video content, was one of the
limitations the Examiner cited in allowing the claims. Ex-1002, 15. Petitioner asserts
that a “POSITA would have been motivated to implement the video content dis-
played on Kipp’s multiple playback devices and the product content displayed on
Takashi’s image display terminal, in Masumoto’s multiple displays when applying
Masumoto’s multiple-display apparatus in a specific business premise.” Petition, 71.
Such a combination would not make sense to a POSITA. And anyway, the combi-
nation would fail to meet element [1.4] because it fails to teach overlapping with
video content or substituting for video content. Hart, 4189.

a. Kipp does not disclose electronic shelf labels

Kipp discloses playing content on multiple screens in, for example, a sports
bar, classroom, or meeting room. Ex-1006, [0036]. Kipp does not disclose virtual
electronic shelf labels, much less shelf labels within a different display overlapping
with or substituting for video content. Hart, §9190-91.

Petitioner attempts to fill in the blanks in Kipp by manufacturing its own dis-
closures. So, for instance, Petitioner claims that if the system of Kipp were installed
“in a business premise, such as a retail store setting, the content associated with the

premise will include product information.” Petition, 67. But Kipp itself makes no
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such disclosure and Petitioner cites none. Indeed, while Kipp refers to particular lo-
cations where its system might be installed—*“sports bars, classrooms, [and] meeting
rooms,” Ex-1006, [0036]—it makes no reference to any “business premise” or “re-
tail store setting,” let alone including “product information” if it were installed in
such a setting. Hart, §192. Nor does Petitioner identify any evidence that a POSITA
would have thought to install Kipp’s system in such a premise or to include “product
information” when it did so. /d. Instead, Petitioner provides only the conclusory
opinion of its expert, which simply parrots the bare assertions in the Petition. Ex-
1003, 4178; see NXP B.V. et al. v. Bell Semiconductor, LLC, IPR2021-00967, Paper
32 at 37 (Oct. 6, 2022) (determining that the declaration of Petitioner’s expert, which
“simply parrot[ed] the language in the Petition, without offering the underlying facts
on which the opinion [was] based” was “conclusory and entitled to little or no
weight”). But “conclusory expert testimony is inadequate to support an obviousness
determination.” 7Q Delta, LLC v. CISCO Sys., Inc., 942 F.3d 1352, 1359 (Fed. Cir.
2019) (reversing the Board’s decision since its obviousness determinations was
based on conclusory expert testimony as opposed to substantial evidence); see also
Content Square SAS v. Medallia, Inc., IPR2022-00316, Paper 13 at 37-38 (July 14,
2022) (affording the declaration of the petitioner’s expert “little probative weight”
because “much of the testimony merely parrot[ed], essentially verbatim, the argu-

ments in the Petition” without “provid[ing] any facts, data, or analysis to support the
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opinion stated”). Nor does Petitioner explain how or why—even presuming Kipp
were used in circumstances not disclosed in the reference itself—"“product infor-
mation” would be displayed within a section that overlaps with or substitutes for
video content. Hart, §192. No such disclosures exist in Kipp and Petitioner does not
contend otherwise.

b. Petitioner manufactures a view of Takashi that is not
how a POSITA would understand it

Takashi discloses two embodiments: the Figure 5 embodiment and the Figure
14 embodiment. Hart, §193. Neither meets element [1.4].

Takashi’s Figure 5 embodiment, shown below, has two entirely separate ter-
minals, a “shelf tag terminal 70,” potentially displaying product and/or price infor-
mation and an “image display terminal 80,” potentially displaying video content. Ex-
1008, [0019]-[0021]. Notwithstanding Petitioner’s assertion to the contrary, Peti-
tion, 70, there is no overlap between these two display sections, as required by ele-

ment [1.4]. Hart, §193.
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Ex-1008, Figure 5.

The Figure 14 embodiment, shown below, includes two display portions—
70aA potentially displaying product or price information and D potentially display-
ing video—on a single terminal. Ex-1008, [0051]. In addition, display portion 70aA
(and the associated input operation unit 80jA) are not on the merchandise display
shelf 78, and therefore is not a “virtual electronic shelf label” as required by limita-

tion [1.4]. Hart, 9194.
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Ex-1008, Figure 14.

But even though these display portions are on the same terminal, there is no
indication that there is overlap between them. Hart, §195. To the contrary, a POSITA
would have understood that the bottom part of the terminal is the housing (800),
which includes discrete display sections 70aA and 80p that are separate from display
section D. Ex-1008, [0021]; Hart, §195.

In order to show Takashi as meeting element [1.4], Petitioner and Dr.

Tentzeris provide the following annotated images of Takashi’s Figures 5 and 14.
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Petition, 68-69; Ex-1003, 99179, 180.

As can be seen from the purple shading of Figure 5 and the green shading of
Figure 14, Petitioner is asserting that Takashi’s entire device, including the housing
(800) at the bottom, is covered by display (D). Hart, §196. Dr. Tentzeris reiterated
this at this deposition. Ex-2002, 167:15-168:16 (“And then a display portion D
would be the whole system allowing videos....”). Dr. Tentzeris went so far as to say
it would be “quite impractical” to have the display end at the solid line indicating
the housing (800). /d.

As detailed by Dr. Hart, a POSITA would have understood the display (D) to
end at the housing (800), and not to cover the entire device. Hart, 197. Under this
proper understanding of Takashi’s figures, Petitioner cannot show that element [1.4]
is met because the purported virtual electronic shelf labels (shelf tag 70, according
to Petitioner, Petition, 68) are not displayed within the purported screen (display (D))

and do not overlap or substitute for any video content. Hart, §197.
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As shown below in the annotated versions of Takashi’s original Figures 5 and
14, Takashi intended, and a POSITA would have understood, only the yellow shaded
portion in each figure to be the “display portion D” and the pink portion in each
figure to be the “housing 800,” and together the union of the yellow and pink por-
tions in each figure (what Dr. Tentzeris indicates with purple in annotated Figure 5
and green in his annotated Figure 14) comprise the entire “display terminal” labeled

“80” in Figure 5 and “80A” in Figure 14. Hart, §9198-204.

800(80)

Ex-1007, Figs. 5, 14 (annotated)

In Figure 5, Takashi uses the label “80 to refer to the entire region that Dr.
Tentzeris shows in purple. But this entire region is separated into two distinct and

disjoint portions: the upper “display area D” and the lower “housing 800.” Hart,

56



[PR2024-00188
Patent Owner’s Response

99205-06. As such, a POSITA would not have considered display (D) to continue
into the housing (800). Hart, 4197.

Figure 14 is a “variation” of Figure 5 (see Ex-1008, [0051]). A POSITA would
have understood that Figure 14’s “display portion D refers only to the upper portion
of “display terminal 80A.” Hart, §207. The lower portion of “display terminal 80A”
is labeled “800” identically with its labeling in Figure 5, where it is identified as a
“housing” that is distinct and disjoint from the “display portion D.” Id. For reference,

below is the original (untranslated) version of Takashi’s Figure 14.

(X1 4]

Ex-1007, Figure 14.

Therefore, as Takashi does not disclose playing video other than in display

section D, and certainly not within the housing 800, on which display sections 70aA
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and 80p are mounted, Figure 14 does not provide the necessary overlap or substitu-
tion required by element [1.4]. Hart, 4208.

Not only do neither Figure 5 nor Figure 14 show a display area (D) that covers
the entire device, but Petitioner has not explained how or why these two mutually
exclusive embodiments would be combined. Hart, 4198.

Given that Takashi’s shelf tags (the purported virtual electronic shelf labels)
are not displayed within display section (D), Petitioner tries another tack: Asserting
that display section D—not display section 70aA or shelf tag 70—is itself an elec-
tronic shelf label. Petition, 70. But this is supported by nothing but the conclusory
opinion of Petitioner’s expert. Hart, 4209. Takashi discloses a discrete component
as the shelf tag terminal. /d. For Figure 5, this is “shelf tag terminal 70.” Ex-1008,
[0020]. For Figure 14, Takashi describes that “first display portion 70aA” contrib-
utes the shelf label component in “integral combination of the shelf tag terminal 70
and the image display terminal 80.” Id., [0051]. Takashi never discloses using dis-
play section D as a shelf label, and a POSITA would not have understood it to be a
virtual electronic shelf label, as required by element [1.4]. Hart, 4209.

Finally, Petitioner makes the same incorrect assertion from Ground 1 based
on Swafford (not a reference used in Ground 2) that “a POSITA would understand
that designing substitutive video content in overlapping display areas is commonly

used to attract customers’ attention.” Petition, 71. But Swafford was not a reference
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used in the combination for Ground 2, so a POSITA would not have understood its
relevance to the Ground 2 combination. Even if Swafford was considered for Ground
2, as detailed for element [1.4] in Ground 1, the section of Swafford cited by Peti-
tioner says nothing about overlapping or substituted video and is only about using
the shelf label in unison with the product, which are separate and discrete compo-
nents. Hart, 9210-12.

B. Claims 7 (and therefore claims 8-10) and 11

1. [7.1]: Masumoto does not disclose broadcasting adjustment
data

Petitioner relies entirely on Ground 1 for the argument that limitation [7.1] is
met in Ground 2. Petition, 74. Masumoto does not disclose limitation [7.1] for
Ground 2 for the same reasons Masumoto does not disclose limitation [7.1] for

Ground 1. Hart, 4213.

2. [11.1]: Kipp does not disclose UDP multicast data packets

Petitioner’s entire argument for Ground 2 is that UDP is a well-known proto-
col, citing the same phrase from Kipp relied on by Dr. Tentzeris for Ground 1. Peti-
tion, 75. As detailed for Ground 1, Kipp lists a number of protocols that it purports
can be used for video delivery. As also detailed for Ground 1, Petitioner conflates
communication for downloading video content—which is all the cited section of

Kipp addresses—and communication of progress-data—which is what is required
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of the communication stage claimed in the 669 Patent. Hart, §214. These are two
different types of communication. /d. Importantly, the >669 Patent discloses a system
where video is already downloaded to the playback devices. Ex-1001, 2:15-28.
Therefore, the disclosure in Kipp of using UDP for downloading video content is
irrelevant to showing disclosure of using UDP for the communication stage of the
challenged claims. Hart, §214. Beyond the disclosure of Kipp, Petitioner provides
no reason why a POSITA would have found it obvious to use UDP for transmitting
progress-data. Hart, §9214-16.

Further, even were Kipp’s disclosure of using UDP for downloading video
content considered a disclosure of using UDP to send progress-data via the commu-
nication stage, Kipp does not disclose using UDP multicast data, as required by this
limitation. Hart, §217. As discussed for Ground 1, UDP is capable of unicasting and
broadcasting data, in addition to multicasting data. /d. In his deposition, Dr.
Tentzeris admitted that UDP is capable of unicasting data. Tentzeris Dep., 50:25-
51:2. In fact, use of unicast in UDP communications is the most common case. Hart,
9217. Petitioner provides no rationale for a motivation to use multicast data over any
other form of UDP data. Hart, §217.

Because Petitioner has failed to show how element [11.1] is met, Petitioner

fails to meet its burden of showing that Claim 11 is unpatentable by a preponderance

of the evidence under Ground 2. Id., 218.
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C. A POSITA Would Not Have Been Motivated to Combine Masu-
moto, Kipp, and Takashi

Even if the Masumoto/Kipp/Takashi combination disclosed all limitations of
the challenged claims (it does not), Petitioner has not shown that there would have
been a motivation to combine these references. As with Ground 1, Petitioner is trying
to combine Masumoto, which discloses a large multi-display system, with a refer-
ence focused on small shelf-based displays (Takashi). Hart, 4219. Beyond these two
disparate references, Petitioner adds on a third: Kipp, which discloses playing video
on multiple monitors. See, e.g., Ex-1006, [0025]. Unlike Masumoto, Kipp does not
disclose playing different parts of a video on different displays. Hart, 4219. And
unlike Takashi, Kipp does not disclose anything related to shelf tags or product
video. /d.

Without any connection between these references, Petitioner provides seven
different rationales for combining Masumoto with Kipp and Takashi. Petition, 82-
87. All are flawed. Hart, 9220.

First, Petitioner asserts it would have been obvious to combine Masumoto
with Kipp because “Masumoto and Kipp are designed to achieve the same goal to
synchronize a video across multiple displays.” Petition, 83. That is incorrect. Hart,
9221. Masumoto contemplates “video wall systems and signage systems,” such as

what one might see in a sports bar. Ex-1005, [0148]. Masumoto is directed toward a
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“multi-display apparatus for displaying a single image by combining a plurality of
displays.” Ex-1005, Abstract, [0148]. By contrast, Kipp is directed to “reproduction
of video content” for synchronized playback at “multiple premises,” such as when
people at different households want to watch a live sporting event on Amazon Prime.
Ex-1006, [0004], [0028]; see also Hart, §221. In other words, Masumoto displays
different images on each display where all of the displays are in one location, while
Kipp displays the same image on multiple displays, where the displays may be in
different locations. 1d.

Second, Petitioner argues it would have been obvious to combine Masumoto
and Kipp due to a “well-recognized need in a business premise — a need for synchro-
nously providing clients with promotional information or advertisement.” Petition,
83. To support this supposedly “well-recognized need,” Petitioner cites the 669 Pa-
tent. /d. Using the challenged patent as a roadmap for modifying the prior art is im-
permissible hindsight and should be rejected. See InTouch Techs., Inc. v. VGO
Commc 'ns, Inc., 751 F.3d 1327, 1351-52 (Fed. Cir. 2014) (determining that an ex-
pert “succumbed to hindsight bias in her obviousness analysis” since she “relied on
the . . . patent itself as her roadmap for putting what she referred to as pieces of a
‘jigsaw puzzle’ together”). “[ A]llowing the challenger to use the challenged patent
as a roadmap to reconstruct the claimed invention using disparate elements from the

prior art . . . [is] the impermissible ex post reasoning and hindsight bias that KSR
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warned against.” TQ Delta, LLC, 942 F.3d at 1361; see also Micron Tech., Inc. v.
Godo Kaisha IP Bridge 1, 1IPR2020-01007, Paper 36 at 53 (Dec. 1. 2021) (conclud-
ing that petitioner used “the challenged patent as a roadmap for fitting together dis-
tinct pieces within the prior art, a clear example of impermissible hindsight reason-
ing,” since the petitioner cited to the challenged patent to support that there was a
known problem). Petitioner also cites Kipp for the propositions that “playback de-
vices deployed to a common location (e.g., a sports bar, a residence, etc.) may syn-
chronize” and advertisements may “playback on multiple digital billboards,” (Ex-
1006 [0023], [0124]), and Clontz for the proposition that “[t]he shelf may be imple-
mented with ‘connected’ or ‘unconnected-displays.” ‘Connected’ means that dis-
plays that run the same ads all the time” (Ex-1009, [0032]). But none of these cita-
tions support the proposition that there was a “well-recognized need” as the Petition
alleges. Petition, 83-84; see Hart, 4222.

Third, similar to Ground 1, Petitioner argues there is a “structural similarity
between Kipp’s displays and Masumoto’s displays,” such that a “POSITA would
have recognized, from Kipp’s teaching, that it would improve Masumoto’s similar
device (i.e., displays).” Petition, 84-85. This is also incorrect. Hart, 4223. In Kipp,
“[t]he display devices 206 may be any type of device configured to receive a video
signal and output visual images corresponding to that video signal.” Ex-1006,

[0041]. Petitioner does not explain how a POSITA would look at a reference
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describing “any type of device” and recognize an improvement that could be applied
to a specific type of device, and in particular, to reach an electronic shelf label. Hart,
9223. But even giving Petitioner the benefit of the doubt, the Petition does not ex-
plain how Kipp improved a display device in such a way that it would have been
obvious to improve a display device in Masumoto in the same way, or how that
would result in the electronic shelf labels described in the *669 Patent. 1d.

Fourth, Petitioner argues a POSITA would have been “readily able to com-
bine” the three references “with an expectation of success,” stating it would have
been “routine.” Petition, 85. But Petitioner fails to explain how combining Masu-
moto’s big-screen video synchronization techniques with Takashi’s electronic shelf
tag system and Kipp’s multi-premise streaming system would have been routine or
would come with an expectation of success. Hart, 9224. Petitioner and its expert
offer nothing beyond bare conclusions for this point. /d.; Petition, 85; Ex-1003,
9228.

Fifth, Petitioner argues a “POSITA reading Masumoto and Kipp naturally
would have looked to Tak[a]shi for additional details regarding how to display ad-
vertisement contents in a business premise such as a retail store” due to a “universal,
obvious goal of all such systems to display promotion content related to the premise
where the systems are located.” Petition, 85. But Petitioner’s argument is just that:

argument. Hart, 9225. Petitioner fails to offer factual support or evidence; instead,
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the Petition points to conclusory expert opinion that “bears no relation to any specific
combination of prior art elements,” much less combining the elements “in the way
the claimed invention does.” ActiveVideo Networks, Inc. v. Verizon Comms., Inc.
694 F.3d 1312, 1327-28 (Fed. Cir. 2012) (emphasis original). Like ActiveVideo, the
explanation of Petitioner’s expert is flawed because it is generic. Compare Petition,
85 (a “POSITA reading Masumoto and Kipp naturally would have looked to
Tak[a]shi” to realize a “universal, obvious goal of all such systems™), with ActiveVi-
deo, 694 F.3d at 1327-28 (finding the expert’s opinion that a POSITA “wanted to
build something better...more efficient, cheaper...that had more features...[and]
more attractive to your customers” to be “generic” and therefore insufficient for sup-
porting a determination of obviousness); see also Xerox Corp., Paper 12 at 14-16.
Sixth, Petitioner alleges a POSITA would have understood “that to attract

99 ¢¢¢

customers,” “‘provide additional information to a customer or to attract a customer’s
attention’ ... , designing other promotion content to substitute a part of an advertise-
ment video is a commonly used promotional strategy in a business premise, €.g., a
retail store.” Petition, 86. It is not clear what Petitioner is proposing here, or which
pieces of prior art should be modified, or how. Hart, 9226. But such a proposed
motivation to combine fails because it does not clearly articulate the proposal, which

pieces of prior art should be modified or how. See ActiveVideo, 694 F.3d at 1328

(finding the expert’s opinion that a POSITA “wanted to build something
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better...more efficient, cheaper...that had more features...[and] more attractive to
your customers” to be “generic” and therefore insufficient for supporting a determi-
nation of obviousness); Xerox Corp., Paper 12 at 15-16.

Finally, Petitioner alleges it “is a universal, obvious goal of all such systems
to attract customers’ attention” and that a “POSITA reading Masumoto and Kipp
would have been motivate[d] to apply the shelf tag terminal 70 and the image display
terminal 80/80A to the combination of Masumoto and Kipp.” Petition, 86. But this
reasoning amounts to the same flawed, generic rationale as discussed above. See
ActiveVideo, 694 F.3d at 1329; Xerox Corp., Paper 12 at 15-16; Hart, §227-28.

VII. CONCLUSION

For all the above reasons, Petitioner has not met its burden of demonstrating
the unpatentability of any challenged claim. Accordingly, Patent Owner requests the
Board confirm the patentability of claims 1-15.

Respectfully submitted,
Dated: September 6, 2024 By:_/ Jessica C. Kaiser /
Jessica C. Kaiser

Reg. No. 58,937
Lead Counsel for Patent Owner
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