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I. INTRODUCTION 

Exhibits 1013-10211 should be excluded because Petitioners cannot satisfy 

the requirements of 37 C.F.R. §42.123(b) for filing supplemental information more 

than one month after institution. Paper 35 (“Motion”), 4-6. Moreover, these exhibits 

prejudice PO and are irrelevant. Id., 10-12. Exhibits 1024-1027 should also be ex-

cluded because they are foreign language documents and English translations that 

do not comply with the Board’s rules. Id., 12-13. Petitioners’ Opposition (Paper 36 

(“Opposition”))2 does not undermine these conclusions. 

II. EXHIBITS 1013 THROUGH 1021 

A. Exhibits 1013-1021 Should Be Excluded Because They Were Filed 
More than a Year Late 

Petitioners continue to ignore the requirements for submitting supplemental 

information more than one month after institution under 37 C.F.R. §42.123(b). That 

is not surprising, because 37 C.F.R. §42.123(b) requires Petitioners to “show why 

the supplemental information reasonably could not have been obtained earlier....” 37 

 
1 Exhibits 1018-1021 (original) should also be excluded for the independent reason 

that they are foreign language documents and English translations that do not comply 

with the Board’s rules. Motion, 8-10. 

2 Continuing to disregard the Board’s Rules, the Opposition is in 12-point font with 

less than double-spaced footnotes. See 37 C.F.R. §42.6(a). 
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C.F.R. §42.123(b). Petitioners plainly could have obtained and filed these exhibits 

much earlier—i.e., before institution—had they exercised even a modicum of dili-

gence. See, e.g., Conmed Corp. v. Bonutti Skeletal Innov. LLC, IPR2013-00624, Pa-

per 18, 8 (Feb. 21, 2014) (explaining that Petitioner’s counsel’s responsibilities in-

clude reviewing uploaded documents). Thus, Petitioners cannot meet the require-

ments for filing supplemental information, and the exhibits should be excluded. 

Instead of addressing 37 C.F.R. §42.123(b), Petitioners contend the Board 

should excuse the late filing because “consideration on the merits would be in the 

interests of justice.” Opposition, 1 (citing 37 C.F.R. §42.5(c)(3)). In support, Peti-

tioners contend that the Board “has excused similar late actions.” Id. (citing Walmart 

Inc. v. Caravan Canopy Int’l, Inc., IPR2020-01026, Paper 48, 2, (Sept. 17, 2021)). 

But the situation in Walmart is not even remotely “similar.” In Walmart, petitioner 

filed an exhibit with its Reply, but it was “improperly captured.” Walmart, IPR2020-

01026, Paper 39, 11-12. The petitioner then sought authorization to correct the im-

properly captured exhibit, which the Board allowed. IPR2020-01026, Paper 48, 2-3. 

Here, Petitioners failed to file the exhibits at all with the Petition and then waited 

more than a year to file them (without authorization). Petitioners’ disregard for the 

Board’s rules bears no resemblance to the petitioner’s actions in Walmart. 

Petitioners also argue that the Board in Sophos Ltd. and Nuna Baby Essentials, 

Inc. “provided the offending party with at least one more opportunity to correct the 
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record….” Opposition, 1. But in those IPRs, the Board provided petitioners the “op-

portunity” to correct their errors prior to institution. Sophos Ltd. v. Open Text Inc., 

IPR2023-00732, Paper 23, 13 (Nov. 2, 2023) (prior to institution, the Board ordered 

petitioner to file exhibits referenced in its expert’s declaration); Nuna Baby Essen-

tials, Inc. v. Britax Child Safety, Inc., IPR2018-01683, Paper 11, 2-5 (Dec. 18, 2018) 

(explaining no exhibits were filed with petition and setting a deadline for petitioner 

to file its exhibits pre-institution). Here, Petitioners should not be provided an “op-

portunity” to file Exhibits 1013-1021 over six months after institution. 

B. The Exhibits Prejudice PO and Are Irrelevant 

PO plainly was prejudiced by not having access to exhibits that Petitioners 

allege support their expert’s opinion until after the POR was due. Motion, 10-11. 

Despite this, Petitioners contend PO is not prejudiced because PO “nowhere argued 

against the substance of the opinion by Petitioners’ expert formed by considering, in 

part, these challenged exhibits.” Opposition, 2. That is wrong. Petitioners argue that 

a POSITA would have been motivated to modify Fujiwara/Bandy based in part on 

the contents of Exhibits 1013-1021, and PO responded that a POSITA would not 

have been motivated to make the modifications. Paper 21 (“POR”), 46-48. 

Petitioners also argue that PO’s failure to challenge Arntzen and ISO/IEC 

14443 negates any alleged prejudice. Opposition, 2-4. But the Arntzen and ISO/IEC 

14443 references are properly of record. Thus, PO’s failure to object to them is 
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irrelevant to the prejudice caused by the untimely filing of Exhibits 1013-1021. 

Petitioners finally argue that “[i]f [Exhibits 1013 through 1021] were irrele-

vant and duplicative, then the late filing could not have prejudiced Patent Owner.” 

Opposition, 3. In the same paragraph, Petitioners argue the exhibits “are clearly rel-

evant.” Id. Thus, Petitioners moot their own argument. Regardless, Petitioners are 

wrong—the untimely exhibits are prejudicial and irrelevant. Petitioners’ late filing 

prejudiced PO because Petitioners deprived PO of the ability to evaluate them prior 

to the POR.3 And Petitioners’ expert’s subsequent testimony demonstrates that the 

exhibits are duplicative/cumulative and thus of low/no relevance. Ex. 2028, 73:11-

24. The exhibits thus should be excluded. Blackberry Corp. v. Zipit Wireless, Inc., 

IPR2014-01507, Paper 50, 21-22 (Mar. 29, 2016) (expunging the evidence as un-

timely and cumulative of evidence already of record). 

III. UPDATED EXHIBIT 1021 

Petitioners argue they could not reach the service provider by December 2, 

2024. Opposition, 4. But Petitioners ignore that the exhibit should have been filed 

with the Petition more than one year earlier in November 2023. Updated Exhibit 

1021 should be excluded. See Motion, 10. 

 
3 Petitioners also argue Exhibits 1019 and 1021 were supposedly filed in IPR2024-

00190. Opp., 3-4. But these exhibits were filed in a different form. Motion, 6-7.  
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IV. EXHIBITS 1018-1021 (ORIGINAL) AND 1024-1027 

These exhibits should be excluded because the supporting affidavits do not 

comply with the Board’s rules. Motion, 8, 12-14. Petitioners rely on Uber Tech’s, 

Inc. v. X One, Inc., IPR2017-01264, Paper 48, 35-37 (Oct. 12, 2018) to argue that 

the affidavits are in compliance. Opposition, 5-7. But in Uber, the affiant declared 

the translation “has been verified to be an accurate and complete rendering of the 

original document.” IPR2017-01264, Paper 48, 36 (internal quotation marks omit-

ted). Here, the declarants certify the documents are “a true and accurate translation” 

without personal knowledge and without stating that the translations have “been ver-

ified” to be accurate. Ex. 1019; Ex. 1021 (original); Ex. 1025; Ex. 1027. Thus, the 

declarations are materially different from Uber. Further, Petitioners do not address 

the limitation of liability in Exhibits 1019, 1025, and 1027.  

Petitioners also argue that PO did not identify its objections with particularity. 

Opposition, 7-8. Petitioners’ reliance on Abbott Diabetes Care Inc. f/k/a TheraSense, 

Inc. v. DexCom, Inc., IPR2022-00922, Paper 42, 31-32 (Nov. 2, 2023) is misplaced. 

In Abbott, the objection was to “hundreds of paragraphs” in an expert’s declaration 

followed by boilerplate objections. Here the objections were specific under F.R.E. 

602, 603, and 604 and explained that the affiant lacked personal knowledge. Paper 

27, 6, 12-14. Moreover, Petitioners knew what acceptable affidavits looked like (see, 

e.g., corrected Ex. 1003) and had ample time to obtain them. 
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