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I. INTRODUCTION

The Board authorized the parties to file a motion to dismiss the present

petition for inter partes review and thereby terminate IPR2024-00199 directed to 

U.S. Patent No. 11,640,359 (“the ’359 Patent”). (Board email dated March 19, 

2024).  Petitioner Silicon Motion, Inc. and Patent Owner Unification Technologies 

LLC (“Unification”) have conferred via email, and Unification does not oppose the 

relief requested in this motion. Petitioner now so moves and respectfully requests 

that the Board dismiss the present petition and terminate IPR2024-00199. This 

proceeding is in an early phase, Unification has not yet filed a Patent Owner 

Response. 

I. BACKGROUND AND RELATED IPR PROCEEDINGS

The present petition was filed on December 18, 2023. The parties in this 

proceeding and the related district court litigation in which the ’359 Patent was 

asserted, 1  have entered into a confidential settlement agreement (“Settlement 

Agreement”) that will resolve the parties’ dispute regarding the challenged patents. 

1  The settling parties are 1) Petitioner Silicon Motion, Inc.; and Patent Owner 

Unification Technologies LLC in this proceeding; and 2) Plaintiff Unification 

Technologies LLC and Defendant Silicon Motion, Inc. in case 2:23-cv-00266-JRG-

RSP (Lead Case), 2:23-cv-00267-JRG-RSP (Member Case). 
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This Settlement Agreement has been made in writing, and a true and correct copy 

shall be filed as Exhibit 1027 with this Office as business confidential pursuant 

to 35 U.S.C. § 317(b). There are no other agreements, oral or written, between 

the parties made in connection with, or in contemplation of, the termination of this 

proceeding. Pursuant to the terms of the Settlement Agreement, the parties filed 

Stipulations of Dismissal in the aforementioned case, and the parties’ disputes 

have been dismissed by the court.  

II. ARGUMENT 

Good cause exists to dismiss the present petition and terminate IPR2024-

00199. The proceeding is in an early stage and Patent Owner Unification has not 

yet filed a Patent Owner Response. “The Board may . . . dismiss any petition.” 37 

C.F.R. 42.71(a); see also 37 C.F.R. § 42.72 (The Board “may terminate a trial 

without rendering a final written decision, where appropriate.”). Further, the rules 

governing IPR proceedings “shall be construed to secure the just, speedy, and 

inexpensive resolution of every proceeding.” Id. § 42.1(b). In determining whether 

a termination request is “appropriate,” the Board primarily examines the stage and 

nature of the proceedings. See, e.g., Samsung Elecs. Co. v. NVIDIA Corp., 

IPR2015- 01270, Paper 12 at 3 (Dec. 9, 2015). Here, dismissal will preserve both 

Board and party resources, particularly in view of the early stage of the 
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proceeding.  Moreover, withdrawal of the present petition does not prejudice the 

Patent Owner, who do not oppose the filing of this motion. 

III. CONCLUSION 

For the reasons set forth herein, Petitioner respectfully requests that the 

Board grant the Unopposed Motion to Dismiss Petition for Inter Partes Review in 

Case Number IPR2024-00199 and terminate the proceeding in its entirety. 

Dated: March 19, 2024 Respectfully submitted,  
 
/ Ya-Chiao Chang / 
Ya-Chiao Chang 
Reg. No. 43,407 
Winston & Strawn LLP 
c/o Yuanda China Law Offices 
2801 No. 88 Century Avenue 
Shanghai 200121 
China 
ychang@winston.com 
 
Michael Rueckheim  
Winston & Strawn LLP  
255 Shoreline Drive, Suite 520 
Redwood City, California 94065 
mrueckheim@winston.com   
 
Counsel for Petitioner 
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I certify that on March 19, 2024, I caused a copy of the foregoing document 

to be served via electronic mail, as previously consented to by Patent Owner 

Unification Technologies LLC, upon the following:  

David T. DeZern  
Registration No. 60,117  
NELSON BUMGARDNER  
CONROY P.C.  
2727 N. Harwood Street, Suite 250  
Dallas, TX 75201  
Telephone: (214) 446-4950  
Email: david@nelbum.com  

Robert A. Delafield II  
Registration No. 64,709  
NELSON BUMGARDNER  
CONROY P.C.  
3131 W. 7th Street, Suite 300  
Fort Worth, Texas 76107  
Telephone: (817) 377-3486  
Email: bobby@nelbum.com  

Email: DG-UTL-IPR@nelbum.com 

Dated: March 19, 2024 / Ya-Chiao Chang / 
Ya-Chiao Chang 
Reg. No. 43,407 
Winston & Strawn LLP 
c/o Yuanda China Law Offices 
2801 No. 88 Century Avenue 
Shanghai 200121 
China 
ychang@winston.com 


