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Petitioner Motorola Solutions, Inc. and Patent Owner STA Group LLC have 

entered into agreements (the “Agreements”) that resolve all underlying disputes 

between the parties involving U.S. Patent 8,145,249 (“the ’249 Patent”). The parties 

have jointly moved to dismiss the pending related litigation. The Agreements are the 

only agreements or understandings between the parties made in connection with, or 

in contemplation of, the termination of this inter partes review.  

The parties jointly move that the Board terminate the above-captioned inter 

partes review. Pursuant to 35 U.S.C. § 317(a), “[a]n inter partes review instituted 

under this chapter shall be terminated with respect to any petitioner upon the joint 

request of the petitioner and the patent owner, unless the Office has decided the 

merits of the proceeding before the request for termination if filed.” Here, 

termination is appropriate because the Board has not yet decided the merits of this 

inter partes review with a Final Written Decision.  

 No other party’s rights would be prejudiced by the termination of this inter 

partes review. The parties are not aware of any other pending proceeding involving 

the subject patent that would be affected by the requested termination of this 

proceeding. 

 Pursuant to 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(b), the parties certify 

that they are filing concurrently herewith as Ex. 1017, a true copy of the Binding 

Term Sheet and Ex. 1018, a true copy of the Settlement and License Agreement 
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between the parties related to the subject patent, and a joint request to treat the 

Agreements as business confidential information and to keep the Agreements 

separate from the file of the involved patent, pursuant to 35 U.S.C. § 317(b) and 37 

C.F.R § 42.74(c).  

 In view of the above, the parties respectfully request that the Board grant the 

parties’ joint motion to terminate this inter partes review. The parties further request 

that the Board grant their joint request to treat the Agreements as business 

confidential information and keep it separate from the file of the involved patent.  

 
Date: April 2, 2025   Respectfully submitted, 

By: /Jason A. Engel/ 
            Jason A. Engel     
            Reg. No. 51,654 

      K&L GATES LLP 
      70 W. Madison Street, Suite 3100 
      Chicago, IL 60602 
      Jason.Engel.PTAB@klgates.com 
      T: (312) 807-4236 
      F: (312) 827-8145 

 
            Counsel for Patent Owner  
 
Date: April 2, 2025   By: /Joshua R. Nightingale/ 
            Joshua R. Nightingale 
            Reg. No. 67,865 
            JONES DAY 
            500 Grant Street, Suite 4500 
            Pittsburgh, PA 15219 
            (412) 394-7950 
            jrnightingale@jonesday.com 
       
           Counsel for Petitioner 
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CERTIFICATE OF SERVICE 
 

Pursuant to 37 C.F.R. § 42.6(e), I certify that I caused to be served on the 

counsel for Patent Owner a true and correct copy of JOINT MOTION TO 

TERMINATE by electronic means at the following addresses of record: 

jason.engel.PTAB@klgates.com 

dennis.majewski@klgates.com 

erik.halverson@klgates.com 

Jared.Lund@klgates.com 

Kyle.Kantarek@klgates.com 

 Respectfully submitted, 
 

Dated: April 2, 2025 /Joshua R. Nightingale/ 

 Joshua R. Nightingale 
Reg. No. 67,865 
JONES DAY 
500 Grant Street, Suite 4500 
Pittsburgh, PA 15219 
(412) 394-7950 
jrnightingale@jonesday.com 
 
Counsel for Petitioner 
  

 




