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Subject: IPR2024-00188, Hanshow v. SES-Imagotag: Director Review Request

Director Vidal,

Patent Owner SES-Imagotag GmbH (now known as VusionGroup GmbH), requests Director Review
(attached) of the decision granting institution in IPR2024-00208 (Paper 14) (May 20, 2024), for the
following issue:

All grounds in the Petition rely on a reference that the Board found was already considered by the
PTO, so denial of institution under 35 U.S.C. §325(d) was warranted. The Board applied an erroneous
conclusion of law at step two of the Advanced Bionics, LLC v. MED-EL Elektromedizinische Gerdte
GmbH framework when it crafted a reading of the reference, found nowhere in the Petitioner’s
papers, to satisfy Petitioner’s burden to “demonstrate[] that the Office erred in a manner material to
the patentability of challenged claims.” IPR2019-01469, Paper 6, 8 (Feb. 13, 2020) (precedential).
The Board’s error derived from a misreading of the Director review decision in Keysight
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I. INTRODUCTION

PO respectfully requests Director Review of the Board’s Decision Granting
Institution of Inter Partes Review (Paper 14 (“ID”)) for claims 1-20 of U.S. Patent
No. 11,010,709 (the “°709 patent). The Board erred on the threshold question of
whether the Petitioner met its burden to prevent discretionary denial under 35 U.S.C.
§325(d). This error, like the errors identified simultaneously herewith by PO in
IPR2024-0188 which involves the same parties and panel, cannot be corrected at
trial. Only Director review can correct the error here because the Board abused its
discretion in analyzing §325(d).

As shown below, the central reference in the Petition was U.S. Pat. No.
9,378,513 (“Wu Patent”). The pre-grant publication of the Wu Patent, which the
Board confirmed was the same or substantially the same as the Wu Patent, was con-
sidered by the PTO and by multiple other patent offices in the *709 patent’s interna-
tional family. This is not a case where a reference was merely listed in an IDS or
buried among hundreds of other references. The face of the 709 patent lists only 9
cited references, with two of those being international search reports with detailed
description of why Wu’s pre-grant publication did not preclude patentability. With
that detailed reasoning indisputably before the PTO, this should have been a straight-
forward denial of institution based on §325(d). Indeed, the Petitioner made no mean-

ingful §325(d) argument in its Petition and then belatedly argued in a preliminary





reply that the pre-grant publication was not “the same art.” The Board (properly)
rejected that argument. Yet, the Board nevertheless granted institution by finding
that the examiner had erred in the consideration of Wu. The trouble is, Petitioner
never made the examiner error argument on which institution was based. Instead,
the Board crafted this argument itself, from whole cloth, and without so much as a
citation to the Petition. This is contrary to the second part of the Advanced Bionics
framework under which the Board evaluates “whether the petitioner' has demon-
strated that the Office erred in a manner material to the patentability of challenged
claims.” Advanced Bionics, LLC v. MED-EL Elektromedizinische Gerdte GmbH,
IPR2019-01469, Paper 6, 8 (Feb. 13, 2020) (precedential).

The Board seemingly recognized that it was making Petitioner’s arguments
for Petitioner because it cited the Director Review decision in Keysight Technolo-
gies, Inc. v. Centripetal Networks, Inc, IPR2022-01421, Paper 14, as justifying its
actions. But the Board’s apparent reading of Keysight—that the Board can find an
examiner erred through the Board’s own analysis, not contained in the Petition—is
legally erroneous and an abuse of discretion, and raises significant issues of law and
policy. The Board’s reading of Keysight turns the burdens of §325(d) and the prec-

edential Advanced Bionics decision on their heads, and cannot be squared with the

! All emphases added unless otherwise indicated.





Board’s statutory obligation under §314(a) to make institution decisions based on
arguments and evidence contained in the petition (and POPR).

PO respectfully requests that the Director review the Board’s institution deci-
sion and find that the institution decision was improvidently granted. On the record
presented by the Petitioner—the only arguments the Board should have consid-

ered—denial of institution under §325(d) is warranted.

II. BACKGROUND

The *709 patent concerns acquiring identifiers of electronic shelf labels
(“ESL”), in sequences, to update association data between articles in a retail area
and locations of the retail area. Ex. 1001, Abstract. The *709 patent is part of a global
patent family claiming priority to a French patent application and is a national stage
entry of a PCT application derived therefrom. See Paper 11 (“POPR”), 7.

All grounds in the Petition rely on U.S. Pat. No. 9,378,513 (“Wu Patent”). ID,
7-8; Paper 2 (“Pet.”), 2-3. As the Board itself has recognized, the pre-grant publica-
tion of the Wu Patent, U.S. Patent Application Publication 2015/0178767A1 (“Wu
Pub.”) “is the same or substantially the same,” ID, 10, as the Wu Patent. Wu Pub.
was considered during prosecution of both the French application and the PCT ap-
plication. See POPR, 7-11. Both foreign examinations resulted in reasoned state-
ments explaining why the French and PCT applications had an “inventive step” over

Wu Pub.:





because “no document of the prior art discloses, nor suggests updating
association data relating to the association between products of a sales
area and locations of said sales area, through the acquisition, by a
reading device, of a sequence of at least two label identifiers whose
labels are adjacent, in a direction of scrolling of locations of the sales
area, and one of the identifiers corresponds to the label to be located,
and the other to a label whose location is known.”

ID, 14 (quoting Ex. 1002, 139; citing Ex. 2008, 5).

Wu Pub.—and both reasoned statements distinguishing it—were provided to
the Office during prosecution in Information Disclosure Statements and considered
during examination of the >709 patent. See POPR, 11-14; Ex. 1002, 79-80, 88.2 The
Examiner also separately identified Wu Pub. during his own search and used it as
the basis for additional searching. POPR, 14; Ex. 1002, 84. The Examiner then cited
prior art he believed to be stronger than Wu Pub., Ex. 1002, 55-67, and nevertheless
granted the 709 patent after the PO amended its claims to overcome that cited art.
POPR, 15.

The issued claims of the *709 patent include claim language mirroring the
inventive step above, presented in U.S. claim form as elements [1c] (“acquiring, by

a reading device, a sequence of label identifiers comprising a label identifier of an

2 Although the review of both reasoned statements is apparent from the prosecution

history, neither Petitioner nor the Board squarely acknowledges it.





added shelflabel . . . and also comprising a label identifier of an adjacent shelf label”)
and [11] (“updating, by the computer system, the planogram on the basis of the se-
quence of label identifiers.”); see Paper 13 (Preliminary Sur-Reply), 5-6. The Board
agrees, referring to limitation [11] as “similar.” ID, 14.

In November of last year, Petitioner petitioned for IPR of the *709 patent. In
the Petition, Petitioner could have, but did not, address this extensive history with
the Wu Pub. Instead, Petitioner offered a one paragraph section entitled “No Discre-
tionary Denial Under §325(d),” acknowledging only that Wu Patent “was identified
as [sic] prior art reference during prosecution” and stating—without support—that
“the Examiner did not apply it against the claims, discuss it, or indicate a substantive
evaluation of it.” Pet., 91. Petitioner did not cite the precedential Advanced Bionics
decision or offer any analysis under it.

PO filed a POPR, arguing infer alia that the Board should exercise its discre-
tion under 35 U.S.C. §325(d) to deny institution. PO applied the two-part Advanced
Bionics framework to argue (i) that Wu was already considered by the Office—in
the equivalent form of Wu Pub., and in the two foreign examination decisions dis-
tinguishing it; and (ii) that Petitioner did not show the Office erred in a manner ma-
terial to patentability. POPR, 17-28. As PO noted, the Petition never mentions that
Wu Pub. had been overcome in two prior foreign examinations or that the reasoning

from those examinations was before the Examiner in Information Disclosure





Statements, let alone argues that the application of that reasoning is wrong. /d.

Claiming surprise at PO’s arguments under §325(d), Petitioner sought and ob-
tained leave to file a 10-page preliminary reply. Despite filing a reply directed to the
issue of §325(d), Petitioner failed to articulate any examiner error in granting the
’709 patent over Wu Pub. To the contrary, Petitioner asserted (incorrectly) that the
Office never “reviewed the same (or substantially similar) prior art during prosecu-
tion,” Paper 12, 2-3 (citing Advanced Bionics, 8), and otherwise advanced the Ex-
aminer’s generic “failure to fully appreciate the importance of Wu Publ.” and the
Petitioner’s new “inherency and obviousness arguments,” id., 7-8.

While the Board agreed with PO that “Wu was previously presented to the
Office” in the form of Wu Pub. ID, 10, the Board nevertheless declined to apply
§325(d) and instituted IPR. The Board declined denial of institution under Advanced
Bionics by determining that the Office erred by overlooking a particular mapping of
Wu Pub. to the claims. ID, 8-9 (citing Advanced Bionics, 8), 15-17. But Petitioner
itself never made the Board’s argument. It appears that the Board recognized the
lack of Petitioner argument on this point as problematic, because it attempted to
shield its analysis with the recent Director Review Decision in Keysight Technolo-
gies, Inc. v. Centripetal Networks, Inc, IPR2022-01421, Paper 14 (Aug. 24, 2023).
But the Board’s reading of Keysight is incorrect, and its decision to forgive Peti-

tioner’s failure to meaningfully address §325(d) is an abuse of discretion.





III. ARGUMENT

The Director has the power to consider incorrect Board decisions where, as
here, those decisions involve an abuse of discretion or raise important legal or policy
issues. See United States v. Arthrex, Inc., 141 S. Ct. 1970, 1987 (2021); USPTO,
Revised Interim Director Review Process, §2.B.

A.  Section 325(d) warrants denial of institution if petitioner does not
show error.

35 U.S.C. §325(d) warrants denial of institution when the same art was pre-
sented to the Office, unless Petitioner shows the Examiner erred in evaluating the
prior art in a way material to the patentability of the challenged claims. Advanced
Bionics, 8-9. “In short, under Part II of the Advanced Bionics framework, Petitioner
has the burden to show that the Examiner erred.” Intel Corp. v. ACQIS LLC,
IPR2021-01110, Paper 11, 13 (Dec. 2, 2021); see Ocado Grp. PLC v. AutoStore
Tech. AS, IPR2021-00412, Paper 9, 38 (July 21, 2021) (denying institution under
Advanced Bionics Part Il where the petitioner presented no argument or persuasive
evidence that there was material error by the Office, which was a “required element
of Petitioner’s burden to overcome [Board’s] exercise of discretionary denial under
Section 325(d)””). While a “petitioner’s showing that the challenged claims are un-
patentable over the asserted prior art may itself be evidence of material error...where
the Office did not previously address the pertinent art in substance,” Apple Inc. v.

Geoscope Techs. Pte. Ltd., IPR2024-00031, Paper 14, 23 (May 10, 2024), nothing





authorizes the Board to make this showing on a petitioner’s behalf. To the contrary,
Advanced Bionics recognizes it is Petitioner’s burden to make a showing of error,
and further explains that burden: “If reasonable minds can disagree regarding the
purported treatment of the art or arguments, it cannot be said that the Office erred in
a manner material to patentability.” Advanced Bionics, 9.

B. The Board misread the Director’s opinion in Keysight as giving it
the authority to craft its own arguments under § 325(d).

L Keysight requires only that the Board consider all arguments
made by the petitioner, not that it create arguments for the pe-
titioner.

The core of the Board’s error requiring Director review is the Board’s deter-
mination that the Director’s decision in Keysight provided the Board with leeway to
craft arguments supporting institution that were not found in the Petition. That un-
derstanding is contrary to Keysight.

Keysight involved two related patents with overlapping claims. In Keysight,
the patent-at-issue (“the 009 patent’) was related by a chain of continuation patents
to the “’148 patent,” its “great-grandparent.” Keysight, 2-3. That great-grandparent
patent had been challenged in an inter partes review, and that panel had issued a
Final Written Decision (“the 148 FWD”) invalidating its claims. /d., 3. During pros-
ecution of the *009 patent, the examiner initialed an IDS reflecting consideration of
the *148 FWD, but still allowed the 009 patent’s claims. The IPR petition for the

’009 patent presented art and arguments substantially the same as those in the *148





FWD—going so far as to ask that collateral estoppel apply to argument made in the
’148 patent’s IPR—but did not expressly cast the failure to apply them as examiner
“error.” See id., 4-5. Because the *148 FWD had been disclosed to the patent office,
and because no examiner’s error was expressly identified, the Board exercised
§325(d) discretion and declined to institute. See id., 4. The Director, however, va-
cated the Board’s decision because the petitioner had de facto showed, through ar-
guments across the petition, how the examiner had erred. See id., 5-8.

Keysight, thus, stands for the uncontroversial proposition that for purposes of
a §325(d) analysis, it is appropriate to analyze an entire petition, including arguments
outside its §325(d) section. The Board’s task under Keysight is to determine if the
petitioner met its burden to show that “the Office erred by overlooking something
persuasive.” See Keysight, 7-8 (citing Advanced Bionics, 10); see, e.g., InductEV,
Inc. v. WiTricity Corp., IPR2024-00105, Paper 12, 8 (May 22, 2024) (describing
Keysight as applying where “the petition provided a sufficient argument on the mer-
its, which the examiner misapprehended or overlooked™).

2. The Board created its own argument and analysis untethered
to anything in the Petition.

While Keysight allows the Board to go outside the bounds of the §325(d) anal-
ysis to determine whether the examiner erred, that is not what the Board did here.
Instead, the Board crafted an entirely new analysis based on Wu but disconnected

from any showing offered by Petitioner. Indeed, the Board confirmed it was doing





so when, after reviewing Petitioner’s arguments and finding them wanting (ID, 15-
16), the Board wrote that “Wu discloses much more” (id., 16), i.e., much more than
what Petitioner offered.

To first summarize Petitioner’s actual argument: Limitation [1¢] requires “ac-
quiring, by a reading device, a sequence of label identifiers,” at least one from an
“added” shelflabel and one from “an adjacent shelf label” whose location (according
to element [11]) is “preliminarily known in the planogram.” Wu teaches only that its
deploying device acquires single label identifiers (e.g., Ex. 1003, 3:59-61) so Peti-
tioner relied on an inherency theory for acquiring a “sequence.” Pet., 15-17. Peti-
tioner then argued Wu’s “controlling device 120 is the “computer system” that,
according to limitation [11], “updat[es] the planogram on the basis of the acquired
sequence.” Id., 27-28. Petitioner mapped the “planogram” in limitation [1b] exclu-
sively to Wu’s “label content table 122,” which records the relationship between

“label location information” and “label displaying information.” Pet., 13.° But

3 This mapping is flawed, as the planogram associates “locations of the retail area”
with “articles of the retail area,” not locations of labels with those labels’ content.
The Decision perpetuates this error, mistakenly referring to the display information
(“e.g., ESL_DISP-1”) as “the product displayed at that location.” ID, 15. Wu

makes clear that the “label displaying information” is in fact the display content,

10





because Wu stores label identifiers in a separate “label location table 121,” and,
never says that any sequence of label identifiers i1s used when updating the label
content table 122, Petitioner’s reading of element [11] relies on a single-reference
obviousness combination that obliquely refers to a “merged information flow” from
the deploying device 130, through the controlling device 120, and eventually into
the label content table 122. Pet., 27-29.%

In contrast, in the paragraph of the Institution Decision following the Board’s
observation that it could extract more from Wu than Petitioner did, the Board spins
out an argument about how Wu’s “interpolation” process could demonstrate that
element [11] was met. The Board expressed its reasoning in three propositions. Prop-
osition one: Wu discloses that a location of a newly-installed label can be calculated

by “interpolation” from two locations already in the label content table 122. ID, 16

like “price.” E.g. Ex. 1003, 6:14-24. The Board was internally inconsistent on this
point, elsewhere recasting the label content table 122 as “associat[ing] labels and
locations”—also incorrect. Compare 1D, 16 with, Ex. 1003, 3:19-21 (“The label
content table 122 records the label location information and a label displaying in-
formation of the electronic shelf label 110.”).

4 Petitioner’s hoop-jumping reinforces the past patent offices’ findings that these

elements constitute an “inventive step” over Wu Pub. Ex. 1002, 139; Ex. 2008, 5.
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(citing Ex. 1003, 5:37-63, 7:43-52). Proposition two: Figure 4B of Wu shows that
this interpolation is being done by “controlling device 120.” Id. (citing Ex. 1003,
Fig. 4A, 4B, 7:63-8:38). And proposition three: this controlling device also creates
a “relationship between the label identifying information and the label location in-
formation of the newly installed electronic shelf label.” Id. (quoting Ex. 1003, Fig.
4B, step S410).

Yet, as above, Petitioner never made this “interpolation” argument in connec-
tion with element [11]. Worse, Petitioner never offered any of the three propositions
supposedly supporting that argument. Indeed, the Board does not even attempt to
cite the Petition for any of the three steps.

For instance, for proposition one the Board cited Wu 5:37-63, 7:43-52. ID,
16. But those portions of Wu are not themselves cited anywhere in either the Petition,
the supporting expert declaration, or the preliminary reply—nor does the Board cite
the Petition itself or any of the Petition’s supporting documents for this point.

For proposition two the Board points to Figures 4A and 4B and Wu 7:63-8:38.
1d. But as with proposition one, neither the Petition, expert declaration, nor prelimi-
nary reply cite to Figures 4A or 4B for any limitation; the Board does not cite to
anything in the Petition or its supporting papers for this argument, showing again
that this is an argument of the Board’s own creation.

Likewise, proposition three, and its citation to step 410 of Figure 4B, are found

12





nowhere in the Petition, expert declaration, or preliminary reply, and the Board tell-
ingly never cites to the Petition for support.

The Board's theory was unquestionably distinct from Petitioner’s. Petitioner
relied on the alleged obviousness of updating a location table based on a “merged”
flow of label identifying information and label location information, which Peti-
tioner claimed was inherently acquired in sequences. Pet., 15-17, 27-29; see Paper
12 (Preliminary Reply), 7 (arguing for institution based on “inherency and obvious-
ness arguments never considered by any Examiner” and citing the same Petition
passages). The Board advanced its own theory: that a controlling device 120, inter-
polating new label locations from known label locations, “indicates the update is
based on the sequence of label identifiers” and “appears to meet the claim limita-
tions.” ID, 16. To be clear, Petitioner did consider the relevance of Wu’s “interpola-
tion” teachings, although not the portions of those teachings on which the Board
relied for its examiner error determination—but never advanced them in connection
with limitation [11], citing them only for limitations [1i], [1j] and [1n]. See Pet., 23-
25,27-31.

Institution required Petitioner to meet its burdens both (1) under §325(d) to
show examiner error under Advanced Bionics, and (i1) under §314(a) to show why

the Board should institute review. The Board’s advocacy, and its misreading of

13





Keysight to support that advocacy, effectively relieved Petitioner of both burdens,
and improperly transformed the Board into a petitioner itself.

Only Director Review can ensure that §325(d) is applied correctly in the
instant proceeding, as that issue cannot be raised again by Patent Owner at trial. Cf.
Westlake Svcs., LLC. v. Credit Acceptance Corp., CBM2014-00176, Paper 24, 2-3
(Mar. 31, 2015) (denying PO leave to move to terminate based on § 325(d) because
that issue was considered in the Board’s decision to institute).

Without Director Review, this proceeding will have been instituted based on
faulty arguments that Petitioner itself never made, and that PO had no chance to
refute. In an IPR proceeding, “the Board must base its decision on arguments that
were advanced by a party, and to which the opposing party was given a chance to
respond.” See Axonics, Inc. v. Medtronic, Inc., 75 F.4th 1374, 1381 (Fed. Cir. 2023)
(precedential) (citation omitted) (finding the Board abused its discretion by not
giving petitioner chance to respond to new claim construction first proposed after
institution).

C. Had Petitioner, instead of the Board, made the “interpolation” ar-
gument, PO would have easily rebutted it.

By making Petitioner’s arguments for Petitioner, the Board deprived PO of an
opportunity to correct this misunderstanding of Wu. That is why, as a statutory
matter, the burden is always on the Petitioner to offer evidence and arguments—to

give PO a full and fair opportunity to show why institution would be inappropriate.

14





The Board’s “interpolation” argument is incorrect, in large part, because it
misunderstands the structure of claim 1. Claim 1 clarifies that the antecedent basis
for the phrase “the sequence of label identifiers” in element [11] is found in element
[1c], “acquiring, by a reading device, a sequence of label identifiers...” That element
was improperly ignored in the Board’s discussion. Updating in element [11] must
take place on the basis of a “sequence” of label identifiers, and that sequence must
be “acquired” by the reading device. It cannot be met by “interpolating” the location
for a single label in one table, then backfilling with preexisting label identifiers and
locations from a separate table. The Board’s new argument contradicts the actual
claim language, and invites the Petitioner to advance a theory it never presented, and
that PO never had a chance to argue against to avoid the burdens of a full trial.

IV. CONCLUSION

The Board “does not enjoy a license to depart from the petition and institute
a different inter partes review of its own design.” Koninklijke Philips N.V. v. Google
LLC, 948 F.3d 1330, 1336 (Fed. Cir. 2020) (citing SAS Inst., Inc. v. lancu, 138 S.
Ct. 1348, 1356 (2018) cleaned up).

Patent Owner respectfully requests Director Review to correct the Board’s
reading of Keysight, to vacate the Board’s Decision, and to deny institution based on

§325(d).
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Respectfully submitted,

Dated: June 3, 2024 By: / Jessica Kaiser /

Jessica C. Kaiser
Reg. No. 58,937
Lead Counsel for PO
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Technologies, Inc. v. Centripetal Networks, Inc, IPR2022-01421 as authorizing the Board to find
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discretion, as Petitioner provided no sufficient §325(d) argument in its Petition and other papers.
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