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Summary of All Grounds

2

’116 Patent (IPR2024-00212)

’116 Paper 2 at 1

’854 Patent (IPR2024-00215

’854 Paper 2 at 3

’609 Patent (IPR2024-00214)

’609 Paper 2 at 3
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Agenda

3

Orsini Grounds: ’854 Ground 1 (all challenged claims 1-10)

1

2

3

4

5
’116 Ground 4 (independent claim 1 + claims 2-3, 6)

’609 Ground 1 (all challenged claims 1-10)

Tajima-Rivest-based Grounds: ’116 Ground 3 (independent claim 9 + claims 10-14)

Foster Ground: ’609 Ground 2 (all challenged claims 1-10)

Tajima-based Grounds: ’116 Grounds 1-2 (independent claim 1 + claims 5-8)

Foster-Hayhurst Grounds: ’116 Ground 5 (independent claims 1 & 9 + claims 2, 5, 11)

’854 Ground 2 (all challenged claims 1-10)
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Agenda

4

Orsini Grounds: ’854 Ground 1 (all challenged claims 1-10)

1

2

3

4

5

’609 Ground 1 (all challenged claims 1-10)

’116 Ground 4 (independent claim 1 + claims 2-3, 6)

Tajima-Rivest-based Grounds: ’116 Ground 3 (independent claim 9 + claims 10-14)

Foster Ground: ’609 Ground 2 (all challenged claims 1-10)

Tajima-based Grounds: ’116 Grounds 1-2 (independent claim 1 + claims 5-8)

Foster-Hayhurst Grounds: ’116 Ground 5 (independent claims 1 & 9 + claims 2, 5, 11)

’854 Ground 2 (all challenged claims 1-10)
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’116 Patent

5



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Challenged U.S. Patent No. 11,178,116

’116 Patent (EX1001)

6
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’116 Patent – Claim 9

’116 EX1001, FIG. 21 (annotated)
(cited ’116 Pet., 2-6, 83)

’116 Patent, Claim 9

[9PRE]

[9B]

[9C]

[9D]

[9A]

8
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Overview of the ’116 Petition’s Grounds

GROUND CLAIMS BASIS

1. Tajima (EX1105) 1, 5-8 Obviousness/
Anticipation

2. Tajima, Foster (EX1106) 1-2, 9, 11-14 Obviousness

3. Tajima, Rivest (EX1034) 9-14 Obviousness

4. Tajima, Rivest, Shyu (EX1016) 1-3, 6 Obviousness

5. Foster, Hayhurst (EX1007) 1-2, 5, 9, 11 Obviousness

9
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’116 Ground 1: The Parties’ disputes are narrow

• No dispute that Tajima discloses limitation [1PRE]-[1C], and limitations 
added by claims 1, 5-8

10

• Only dispute concerns limitation [1D]: if Tajima’s “key information” is not the 
encryption key (anticipation) would a POSA have motivation to store Tajima’s 
encryption keys in the “key information” (obviousness)

’116 POR, 1-8
’116 Sur-Reply, 13-14
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’116 Ground 1: Claim 1 is obvious over and anticipated by Tajima

’116 EX1005, FIG. 13 (annotated)
(cited ’116 Pet., 16-22)

Tajima

11

“encrypted data fragment”

“personal information”
[0113] As yet another method of dividing 
personal information, as shown in FIG. 13, 
personal information that the user of user 
terminal 10 has submitted to certificate 
authority 40a is first encrypted, and the 
encrypted personal information and 
information on the key that was used in 
encrypting the personal information are then 
divided into a plurality of data portions, each 
of fixed length as shown in FIG. 8 or of 
arbitrary length as shown in FIG. 9 or FIG. 10. 
This plurality of data portions is then arranged 
into two data fragments, data fragment X and 
data fragment Y, according to a set method of 
arrangement, and further, data fragment X and 
data fragment Y are each encrypted. The 
encrypted data fragment X is then registered 
with database 41a of certificate authority 40a 
and the encrypted data fragment Y is 
registered with database 41b of certificate 
authority 40b. Information regarding the key 
that was used to encrypt data fragment Y is 
attached to encrypted data fragment X, and 
information regarding the key that was used to 
encrypt data fragment X is attached to 
encrypted data fragment Y.

Tajima

’116 EX1005, [0113] (cited ’116 Pet., 14-25)

’116 EX1005, FIG. 5 (excerpt) 
(annotated) (cited ’116 Pet., 23)Fragment X +  Key Info Y Fragment Y +  Key Info X

A method for securing a data set, 
the method comprising:

distributing the data set into a 
plurality of data chunks, wherein 
none of the data chunks are, by 
themselves, sufficient to 
reconstruct the data set;

encrypting each of the data chunks 
with a respective one of a 
plurality of encryption keys;

obfuscating each of the plurality 
of different encryption keys; and;

separately storing each data chunk 
of the plurality of data chunks 
together with one of the 
plurality of obfuscated 
different encryption keys on a 
plurality of different storage 
devices.

’116 Patent, Claim 1

[1PRE]

[1B]

[1C]

[1D]

[1A]
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’116 Ground 1: Multiple pieces of corroborating evidence demonstrate that storing an 
encryption key with an encrypted data fragment was well-known

12

’116 EX1013, [0297], [0299], FIG. 21 (partial)
(cited ’116 Pet., 6; ’116 Reply, 9) 

Orsini (EX1013)

’116 EX1113, [0092] FIG. 13 
(cited ’116 Reply, 9)

’116 EX1006, [0064] (cited ’116 Pet., 19)

Foster (EX1006)

Shyu (EX1016)

’116 EX1016,  1:53-58 (cited ’116 Pet.,19) 

EX1113
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’116 Ground 1: Foster’s “key information” includes the encryption key 
and is stored with its encrypted piece of data

’116 EX1006, FIG. 8-9 (cited ’116 Reply, 4)

Foster
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’116 Ground 1: Tajima itself stores an “encryption key” with encrypted data

14

Tajima

“personal information”

’116 EX1005, FIG. 13 (cited ’116 Pet., 21-22)

“the encryption key”

“data fragments”
’116 EX1005, Claims 4, 8 

(cited ’116 Pet., 21; ’116 Reply, 6-8)

Reply

’609 Paper 21 at 8
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’116 EX1003, ¶104
(cited ’116 Pet., 22)

Dr. Bhattacharjee

’116 EX1005, FIG. 5 (cited ’116 Pet., 23)

Tajima

15

’116 Ground 1: POSAs had motivation to include the 
corresponding key in Tajima’s “key information”

SFI’s POR

DOES NOT DISPUTE

Fragment X Fragment Y

Storing keys here 
requires no separate 

keystore or key 
management system
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’116 Ground 1: Including Tajima’s encryption key in the key information 
was a suitable design choice

Q. There is an encryption key, correct?

A. There is.

Q. And it has to be stored somewhere, right?

A. It does.

Q. So if Tajima is not storing its encryption keys with the data, the 
encryption keys are being stored somewhere else?

A. I think that would make sense.

Q. And so -- but Tajima doesn't tell you about where the keys are stored; 
is that correct?

A. It doesn't go into that detail.

Q. So it's your opinion, though, that a person skilled in the art would know 
that there must be some storage system that's storing Tajima keys?

A. I think that that is a natural conclusion short of there being like 
smart cards with keys on them or keys derived from passwords, but, 
in general, I think what it's saying, that there's some storage 
somewhere of the keys.

’116 EX1099, 178 (cited ’116 POR, 8-9)’116 EX2033, ¶45 (cited ’116 POR, 4)

“[O]ur case law does not require that a particular combination must be the preferred, 
or the most desirable, combination described in the prior art in order to provide 
motivation for the current invention.”

In re Fulton, 391 F.3d 1195, 1200 (Fed. Cir. 2004) 
(italics original) (cleaned up) (cited ’116 Reply at 11) 

Intel Corp. v. PACT XPP Schweiz AG, 61 F.4th 1373, 1379-81 (Fed. Cir. 2023) 
(cleaned up) (cited ’116 Reply at 12)

“It’s enough for Intel to show that there was a known problem of cache coherency in the 
art, that Bauman's secondary cache helped address that issue, and that combining 
the teachings of Kabemoto and Bauman wasn't beyond the skill of an ordinary artisan. 
Nothing more is required to show a motivation to combine under KSR…”

SFI’s Dr. Rubin Dr. Bhattacharjee

’116 EX1111, ¶28 (cited ’116 Reply, 10)
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’116 Ground 1: Tajima itself suggests including the key in the “key information” 
because Tajima says only “key information” is needed to decrypt a fragment

’116 Paper 2 at 20-22
’116 EX1005, FIG. 13 (cited ’116 Pet., 19-21)

’116 EX1005, [0010], [0013]-[0014]
(cited ’116 Pet., 21-22)

TajimaPetition

*   *   *



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 18

’116 Ground 1: SFI’s Arguments

SFI argues storing an obfuscated encryption key with Tajima’s encrypted data 
fragments was not obvious because:

’116 POR, 5-8
’116 Sur-Reply, 13-14

The limitation of storing an encrypted data chunks with a key ([1D]) is 
missing in the prior art

Storing keys with encrypted data chunks would have been complex and 
entailed risks

1

2
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’116 Ground 1: Including the corresponding encryption key in 
Tajima’s “key information” was obvious

Storing an encryption key with encrypted data was not a missing 
limitation; it was well known and conventional, as demonstrated by 
multiple corroborating references

A POSA had motivation to include Tajima’s encryption key in Tajima’s 
“key information” because it would have beneficially not required any 
additional key-storage or key-management infrastructure in Tajima, 
consistent with Tajima’s disclosure

’116 Pet., 8-33
’116 Reply, 1-12

1

2
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’116 Ground 1 (obviousness): SFI’s Argument #1 (“missing limitation”) fails because it is 
undisputed that storing encryption keys with encrypted data chunks was known and conventional

Corroborating Evidence
Foster 
(EX1006)

Orsini 
(EX1013) EX1113 Shyu 

(EX1016)

’116 Pet., 6, 19; 
’116 Reply, 8-10

SFI’s POR

’116 Paper 17 at 5-6

Reply

’116 Paper 21 at 8-9



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

SFI’s Sur-Reply

’116 Paper 29 at 14

21

’116 Ground 1 (obviousness): SFI’s Argument #1 (“missing limitation”) fails because evidence of 
a POSA’s background knowledge does not need to be named in the ground to be considered

Koninklijke Philips N.V. v. Google LLC, 948 F.3d 1330, 1337-38 (Fed. Cir. 2020)
(cited ’609 Reply, 24; ’854 Reply, 22)

First, Philips argues…§ 311(b) prohibits use of general knowledge 
to supply a missing claim limitation in an inter partes review. 
We disagree.… 

 Here, Google properly alleged that although SMIL 1.0 did not 
disclose each and every element of the claimed invention, the 
differences between the claimed invention and SMIL 1.0 are such 
that the claimed invention would have been obvious to a person 
having ordinary skill in the art when considering SMIL 1.0. In 
particular, Google properly alleged that a skilled artisan would have 
known about pipelining and been motivated to combine pipelining 
with SMIL 1.0.
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Reply

’116 Paper 21 at 10-11

22

’116 Ground 1: SFI’s Argument #1 (“missing limitation”) also fails because the Petition’s 
obviousness argument is supported by evidence and analysis, not bare common sense

SFI’s POR

’116 Paper 17 at 6

SFI’s Sur-Reply

DOES NOT DISPUTE

See ’116 Paper 28 at 14

“The Board thus relied on ‘ordinary creativity’ as a wholesale substitute for reasoned analysis and evidentiary 
support… Without a reasoned explanation that avoids conclusory generalizations, this was not sufficient.”

DSS Tech. Mgmt., Inc. v. Apple Inc., 885 F.3d 1367, 1377 (Fed. Cir. 2018) (cited ’116 Reply, 10-11)
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’116 Ground 1: SFI’s Argument #2 (“complexity”) fails because including Tajima’s keys in the 
“key information” would avoid the need for a separate keystore or additional key management

23

See ’116 Paper 28 at 14

SFI’s POR

’116 Paper 17 at 6-7

Reply

’116 Paper 21 at 11-12

“The motivation-to-combine analysis is a flexible 
one…. It's enough for Intel to show that there was 
a known problem of cache coherency in the art, that 
Bauman's secondary cache helped address that 
issue, and that combining the teachings of 
Kabemoto and Bauman wasn't beyond the skill of 
an ordinary artisan. Nothing more is required to 
show a motivation to combine under KSR ….”

Intel Corp. v. PACT XPP Schweiz, 
61 F.4th 1373, 1379-81 (Fed. Cir. 2023) (cited ’116 Reply, 12)

SFI’s Sur-Reply

DOES NOT 
DISPUTE
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’116 Ground 1 (Anticipation): Tajima’s “key information” includes the key itself

What Tajima expressly says about how “key information” is used

Tajima’s claims expressly reciting an “encryption key” that maps 
to “key information”

Multiple corroborating references that use the term “key information” to -
include (at least) the corresponding encryption key

1

2

3

POSAs knew Tajima’s “key information” already includes the encryption key based on:

’116 Pet., 18-22 
’116 Reply, 1-12
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’116 Ground 1 (Anticipation): Tajima only uses the “key information” to 
decrypt data fragments

’116 EX1003, ¶97 (cited Pet., 21)

Dr. Bhattacharjee

SFI’s POR

DOES NOT DISPUTE

’116 EX1005, [0114]
(cited ’116 Pet., 8, 18-21)

Tajima

See ’116 Paper 28 at 1-8
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’116 Ground 1: Tajima’s claims teach that Tajima uses the term 
“key information” to include the encryption key itself

26

’116 EX1005, FIG. 13 (cited ’116 Pet., 12-25)

’116 EX1005, Claims 4, 8
(cited ’116 Pet., 21-22; ’116 Reply, 6-8)

“Key Information” of 
“personal information”

“personal information”

’116 EX1005, [0110], [0113]-[0114]
(cited ’116 Pet., 21-22; ’116 Reply, 1-2, 6)

Tajima
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’116 EX1015, 79:66-8:23 (cited ’116 Reply, 6)

’116 EX1015, FIG. 38 (cited ’116 Reply, 6)

“key information stored 
within the shares” 

27

’116 Ground 1: SFI’s own patents use the term “key information” to be 
information that includes the encryption key itself

’854 Patent
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EX1114

’116 EX1114, [0022] (cited ’116 Reply, 6)

28

’116 Ground 1: It was conventional for “key information” 
to include (at least) the key itself

’116 EX1113, FIG. 13, [0092], [0098] (cited ’116 Reply, 9)

EX1113
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Reply

’116 Paper 21 at 2

29

’116 Ground 1: Tajima anticipates based on its express, not inherent, disclosures

InductEV Inc. v. Witricity Corp., IPR2021-01167, Paper 31 at 45 (PTAB) (cited ’116 Reply, 2)

SFI’s POR

’116 Paper 17 at 3
SFI’s Sur-Reply

’116 Paper 29 at 13

“Turning to our analysis, we agree with Petitioner that the Petition relies on what 
one of ordinary skill in the art would have understood from Sato’s teachings, not 
inherency, by arguing that “[a] POSA would have understood that when the 
transmission distance changes, the coupling coefficient changes.” Pet. 27 (citing, 
e.g. Ex. 1003 ¶¶ 108-110). Thus, Patent Owner’s argument attacking Petitioner 
for relying on “inherency” misses the mark.”
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Overview of the ’116 Petition’s Grounds

GROUND CLAIMS BASIS

1. Tajima (EX1105) 1, 5-8 Obviousness/
Anticipation

2. Tajima, Foster (EX1106) 1-2, 9, 11-14 Obviousness

3. Tajima, Rivest (EX1034) 9-14 Obviousness

4. Tajima, Rivest, Shyu (EX1016) 1-3, 6 Obviousness

5. Foster, Hayhurst (EX1007) 1-2, 5, 9, 11 Obviousness

30
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’116 Petition

’116 Paper 2 at 39

’116 Ground 2 (Tajima-Foster): Encrypts Tajima’s keys with a conventional KEK 
and stores the encrypted keys with data fragments, as Foster taught

31

Foster

’116 EX1006, FIG. 8 (cited ’116 Pet., 36-37)

SFI’s Sur-Reply

’116 Paper 29 at 5
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’116 Ground 2 (Tajima-Foster): KEKs addressed the known risk existing in 
Tajima from storing / transmitting plaintext (unencrypted) encryption keys

’116 Petition

’116 Paper 2 at 33-34
’116 EX1023, 18:28-31 
(cited ’116 Pet., 33-34)

’116 EX1021, 1:66-2:4 
(cited ’116 Pet., 33-34)

EX1021

EX1022

’116 EX1022, 10:42-51 
(cited ’116 Pet., 33-34)

EX1023
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The ’116 Institution Decision found a reasonable likelihood that 
claims 1-2, 9, 11-14 would have been obvious over Tajima-Foster

’116 Paper 11 at 19

Institution Decision
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’116 Ground 2: The Parties’ Disputes Are Narrow

• No dispute that Tajima-Foster meets all limitations of claims 1, 2, 9, and 11-14

34

• Only dispute is whether POSAs had motivation to use a conventional key-
encryption key (KEK), as taught by Foster (and other corroborating 
references), to further secure Tajima’s encryption keys
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A KEK would have been redundant security to Tajima’s obfuscation

Tajima’s obfuscation technique cannot use Foster’s synchronization technique 

Tajima and Foster are in different fields and address different problems

Tajima and Foster are each missing a claimed feature: Tajima doesn’t disclose 
attaching a key to a “data chunk”; Foster doesn’t disclose “data chunks”

’116 Ground 2 (Tajima-Foster): SFI’s Arguments

35

SFI argues it would not have been obvious to encrypt Tajima’s keys based on 
Foster’s KEK because:

’116 POR, 9-28
’116 Sur-Reply, 2-9

1

2

3

4
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’116 Ground 2: SFI’s Arguments Fail

A KEK provides additional, independent security over Tajima’s obfuscation

Tajima-Foster does not use or require Foster’s synchronization

Tajima and Foster are in the same field of securing data, but even if they 
were in different fields, a POSA had motivation to encrypt keys with a KEK

The combination attaches encryption keys to data chunks and encrypts 
Tajima’s data, not Foster’s data 

’116 Pet., 36-40
’116 Reply, 2-9

1

2

3

4
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’116 Ground 2: SFI’s Argument #1 (“redundancy”) fails because POSAs would have recognized 
that a KEK would provide additional, independent security to Tajima’s encryption keys

’116 EX1099, 145-146

Q. So using non-cryptographic protection 
could be useful when you're combining it 
with cryptographic protection?

A. Everything is layers in security. So you 
have a layer of protection, which is the 
encryption, and you can add a layer of 
protection, which is obfuscation of putting 
things in separate.

And we say that in security you want 
to provide defense in depth, meaning 
the more layers of security you have, 
the better.

’116 Paper 17 at 17

SFI’s POR

’116 Paper 21 at 16

Reply

’116 EX2033, ¶48 (cited ’116 POR, 6) 

SFI’s Dr. Rubin

SFI’s Sur-Reply

’116 Paper 29 at 7-8
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’116 Ground 2: SFI’s Argument #1 (“redundancy”) fails because even Tajima 
recognizes (and POSAs knew) that it is possible an attacker obtains all shares

Tajima

’116 EX1005, [0044]-[0046], [0047] (cited ’116 Sur-Reply, 8-9)

’116 EX1005, [0042] (cited ’116 Pet., 34-35)

’116 EX1005, [0156] (cited ’116 Pet., 39)

“While Runte does disclose that its table top gaming 
device already provides comfortable seating for its 
players, it does not discourage the provision of 
additional legroom that an LCD or plasma display may 
provide. Thus, we see no error in the Board's 
determination that it would have been obvious … to 
replace Runte's CRT with an LCD or plasma display.’”

Cole Kepro Int’l, LLC v. VSR Indus., Inc., 
695 F. App’x 566, 570 (Fed. Cir. 2017) (cited ’116 Reply, 17)

SFI’s Sur-Reply
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’116 Ground 2: SFI’s Argument #1 (“redundancy”) fails because even Tajima 
recognizes (and POSAs knew) that it is possible an attacker obtains all shares

’116 EX1005, FIG. 13 (cited ’116 Pet., 19-21)

Tajima’116 Petition

’116 EX1005, [0072] (cited ’116 Pet., 8, 15, 16, 34)

’116 Paper 2 at 35
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SFI’s Sur-Reply

40

’116 Ground 2: SFI’s Argument #2 (“synchronization”) fails because the
Tajima-Foster combination does not use Foster’s synchronization

“A conclusion of obviousness ‘cannot be overcome by 
attacking references individually where the rejection is 
based upon the teachings of a combination of references.’”

In re CSP Techs., Inc., 840 F. App'x 577, 585 (Fed. Cir. 2021)
(quoting Bradium Techs. LLC v. Iancu, 923 F.3d 1032, 1050 (Fed. Cir. 2019)) (cited ’116 Reply, 14)

’116 Paper 29 at 5

Reply

’116 Paper 21 at 15
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’116 Ground 2: SFI’s Argument #3 (“different fields”) fails because the known benefit of using a 
KEK is independent of Tajima’s and Foster’s fields of invention

“The Supreme Court's decision in KSR … directs us … that 
‘familiar items may have obvious uses beyond their 
primary purposes, and a person of ordinary skill often will 
be able to fit the teachings of multiple patents together like 
pieces of a puzzle.’”

“When a work is available in one field of endeavor, design 
incentives and other market forces can prompt variations 
of it, either in the same field or a different one. If a person 
of ordinary skill can implement a predictable variation, §103 
likely bars its patentability.”

616 F.3d 1231, 1238 (Fed. Cir. 2010) (quoting KSR, 550 U.S. 398, 402 (2007))
(cited ’116 Reply, 13)

550 U.S. 398, 417 (2007) (cited ’116 Reply, 13)

Dr. Bhattacharjee

’116 EX1111, ¶36 (cited ’116 Reply, 13)

Wyers v. Master Lock Co.

KSR Int’l Co. v. Teleflex
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’116 Ground 2: SFI’s Argument #3 (“different fields”) also fails because Tajima and 
Foster are both in the field of “securing data”

Tajima

’116 EX1005, [0044] (cited ‘116 Pet., 14, 19; ’116 Reply, 13)Foster
SFI’s Sur-Reply

’116 Paper 29 at 4

Dr. Rubin

’116 EX2033, ¶57 (EX2033 cited ’116 POR)

’116 Paper 17 at 9

SFI’s POR

’116 EX1006, [0003]-[0004] (cited ’116 Pet., 52-53)
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’116 Ground 2: SFI’s Argument #4 (“missing features”) fails because the Tajima-Foster combination 
encrypts Tajima’s data (not Foster’s), and uses a conventional KEK to encrypt Tajima’s keys

SFI’s Sur-Reply

DOES NOT DISPUTE

’116 Paper 29 at 5

Reply

’116 Paper 21 at 14-15

’116 Paper 29 at 6
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Agenda

44

Orsini Grounds: ’854 Ground 1 (all challenged claims 1-10)

1

2

3

4

5
’116 Ground 4 (independent claim 1 + claims 2-3, 6)

Tajima-Rivest-based Grounds: ’116 Ground 3 (independent claim 9 + claims 10-14)

Foster Ground: ’609 Ground 2 (all challenged claims 1-10)

Tajima-based Grounds: ’116 Grounds 1-2 (independent claim 1 + claims 5-8)

Foster-Hayhurst Grounds: ’116 Ground 5 (independent claims 1 & 9 + claims 2, 5, 11)

’854 Ground 2 (all challenged claims 1-10)

’609 Ground 1 (all challenged claims 1-10)
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Overview of the ’116 & ’854 Petitions’ Grounds

GROUND CLAIMS BASIS

1. Tajima (EX1105) 1, 5-8 Obviousness/Anticipation

2. Tajima, Foster (EX1106) 1-2, 9, 11-14 Obviousness

3. Tajima, Rivest (EX1034) 9-14 Obviousness

4. Tajima, Rivest, Shyu (EX1016) 1-3, 6 Obviousness

5. Foster, Hayhurst (EX1007) 1-2, 5, 9, 11 Obviousness

45

GROUND CLAIMS BASIS

1. Orsini 1-10 Obviousness/Anticipation

2. Foster, Hayhurst (EX1007) 1-10 Obviousness

’854 Patent

’116 Patent
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[0064] ... [A]n elementary content stream 
100 comprising of compressed content is 
parceled into content units 102. Each 
content unit includes a header 104 and a 
content packet 106.… Once parceled, 
header 104 of each content unit 102 is 
parsed from content packet 106 and 
content packet 106 is encrypted with title 
key 108 to yield encrypted content packet 
114. Then, key encrypting key 110 is used 
to encrypt title key 108, which is then 
attached to content packet 106 along with 
header 104. The resulting processed 
content unit ’116 can then be transmitted 
to a recipient. That is, the encrypted 
content unit, the header and the header 
extension (including the encrypted title 
key) will be delivered to, or stored by, a 
recipient as a single, integral data stream. 
Thus, a recipient will receive or store 
encrypted content along will all 
information necessary to decrypt the 
content. 

[0065] … [E]ach content packet could be 
encrypted with a different title key.

A method for securing a data set, 
the method comprising:

distributing the data set into a 
plurality of data chunks, wherein 
none of the data chunks are, by 
themselves, sufficient to 
reconstruct the data set;

encrypting each of the data chunks 
with a respective one of a 
plurality of encryption keys;

obfuscating each of the plurality 
of different encryption keys; and;

separately storing each data chunk 
of the plurality of data chunks 
together with one of the plurality 
of obfuscated different 
encryption keys on a plurality of 
different storage devices.

’116 Ground 5 (claim 1): Foster’s encryption process

Foster’116 Patent, Claim 1

46

[1PRE]

[1B]

[1C]

[1D]

[1A]

’116 EX1006, [0064]-[0065] 
(cited ’116 Pet., 51-54, 67-74)

’116 EX1006, FIG. 8 (annotated) (cited ’116 Pet., 51-54, 67-74)

Foster
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1. A method for securing a data set, the method comprising:

distributing the data set into a plurality of data chunks, wherein 
none of the data chunks are, by themselves sufficient to 
reconstruct the data set;

encrypting each of the data chunks with a respective one of a 
plurality of encryption keys;

transforming each of the plurality of different encryption keys; 
and

separately storing each data chunk of the plurality of data chunks 
together with one of the plurality of transformed different 
encryption keys on a plurality of different storage devices.

[1PRE]

[1B]

[1C]

[1A]

[1D]

’116 Patent, Claim 9

’116 EX1006, FIG. 8 (annotated) (cited ’116 Pet., 51-54, 67-77)

Foster

’116 Ground 5 (claim 9): Foster’s encryption process

See ’116 Pet., 75-77
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’854 Ground 2 (claim 1): Foster’s encryption process

48

1. A method for securely storing a data set, the method 
comprising:

receiving an external key from an external storage system;

generating a plurality of data chunks based on the data set, such 
that the data set can be reconstructed using at least a minimum 
number of the plurality of data chunks, wherein generating the 
data chunks comprises:

distributing the data set into a plurality of shares, wherein each 
of the shares comprises less than all of the data set,

accessing a plurality of distinct encryption keys,

encrypting each of the shares with a respective one of the 
plurality of distinct encryption keys,

performing an encryption operation based on the external key 
to further secure the plurality of data chunks; and

storing with the plurality of data chunks data indicative of at 
least one of the distinct encryption keys on a plurality of 
different storage devices.

[1PRE]

[1B]

[1B1]

[1E]

[1A]

[1B2]

[1B3]

[1D]

’854 Patent, Claim 1
Foster

’854 EX1006, FIG. 8 (annotated) (cited ’854 Pet., 56)

See ’854 Pet., 56-59
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’116/’854 Foster-Hayhurst: Hayhurst’s distributed storage technique

50

EX1007, [0002], [0005], [0006], [0008], [0021], [0027], Fig. 1, 
(cited ’854 Pet., 59-61; ’116 Pet., 54-58, 61-66)

Hayhurst
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’116/’854 Foster-Hayhurst: POSAs had motivation to store and deliver Foster’s 
encrypted content using Hayhurst’s distributed storage devices

51

Foster-Hayhurst Combination’116 Petition

’116 Paper 2 at 64; ’854 Pet., 65

’116 Paper 2 at 62; ’854 Pet., 61-65
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’116/’854 Foster-Hayhurst: The Parties’ disputes are narrow

• No dispute that Foster-Hayhurst meets all but “data chunks” limitations 
(’116 limitations [1A] and [9A]; ’854 limitations [1B]-[1B1])

52

• Only disputes are whether: 
(1) Hayhurst is analogous art to the ’116 and ’854 patents; 
(2) POSAs had motivation to combine Foster & Hayhurst; and
(3) Foster discloses “data chunks” / “shares”*

* SFI raises the same dispute for ’609 Ground 2 (Foster) 
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’116/’854 Foster-Hayhurst: Analogous art standard

53

“The determination that a reference is from a nonanalogous art is therefore two-fold. First, we decide if the reference is within the 
field of the inventor's endeavor. If it is not, we proceed to determine whether the reference is reasonably pertinent to the particular 
problem with which the inventor was involved.’”

In re Wood, 559 F.2d 1032, 1036 (CCPA 1979) (cited ’854 Reply, 2; ’116 Reply, 22)

In re Wood

“KSR International Co. v. Teleflex, Inc., [citation omitted], directs us to construe the scope of analogous art broadly, stating that 
‘familiar items may have obvious uses beyond their primary purposes, and a person of ordinary skill often will be able to fit the 
teachings of multiple patents together like pieces of a puzzle.’”

Wyers v. Master Lock Co., 616 F.3d 1231, 1238 (Fed. Cir. 2010) (italics original) (cited ’854 Reply, 4; ’116 Reply, 22)

Wyers v. Master Lock Co.

“The field of endeavor is ‘not limited to the specific point of novelty, the narrowest possible conception of the field, or the 
particular focus within a given field. [citation omitted] (stating analogous art test merely gauges whether prior art is “too remote” 
to be treated as analogous art) [citation omitted] (“[C]ourts generally take an expansive view of what constitutes analogous art.”) 
[citation omitted].… [T]he field-of-endeavor test does not look to the problem that the patent purports to address. [citation 
omitted]. It is enough that the prior art reference falls within the relevant field of endeavor of the patent-in-suit.

We have affirmed findings of analogous art where the references shared a general field of endeavor.”

Netflix, Inc. v. DivX, LLC, 80 F.4th 1352, 1359 (Fed. Cir. 2023) (cited ’854 Reply, 4; ’116 Reply, 22)

Netflix, Inc. v. DivX, LLC
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’116/’854 Foster-Hayhurst: The Petitions did not have to anticipate a dispute 
over analogous art; SFI cites no law to the contrary

SFI’s Sur-ReplySFI’s POR

’854 Paper 32 at 2; ’116 Sur-Reply, 14

“A petitioner is not required to 
anticipate and raise analogous art 
arguments in its petition.”

Sanofi-Aventis Deutschland GmbH v. Mylan Pharms. Inc., 
66 F.4th 1373, 1379 (Fed. Cir. 2023) (cited ’854 Reply, 2)

’854 Paper 21 at 32-33; ’116 POR. 38

Contrary to the law

’854 Reply

’854 Paper 2 n.2

54
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’854 Paper 21 at 32-33; see also ’116 POR. 39

’116/’854 Foster-Hayhurst: SFI’s Sur-Reply argument that Petitioner did not 
identify a field of endeavor is refuted by SFI’s POR

SFI’s Sur-Reply

’854 Paper 32 at 2;’ 116 Sur-Reply, 14

SFI’s POR

EX2046, 102-103 
(cited ’854 Sur-Reply, 2)

Dr. Bhattacharjee
Q. In paragraph 11 have you identified the field of endeavor for the Hayhurst reference?

A. Well, Hayhurst is at least in the same field of endeavor that SFI has identified for 
the ’854 patent.

Q. And what field of endeavor is that?

A. The field of securing data, including securely storing and communicating the 
secured data.

55
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’116/’854 Foster-Hayhurst: Hayhurst expressly says its field 
“includ[es] the secure handling and storage of” data

’854 Paper 21 at 35-36; ’116 POR, 41-42

*   *   *

’854 EX1007, [0002] (cited ’854 Pet., 59; ’116 Pet., 55-57, 62-63

HayhurstSFI’s POR

’854 EX1099, 130 (cited ’854 Reply, 3; ’116 Reply, 8)

SFI’s Expert Dr. Rubin
Q. Well, you said before that you split it and you stored 

one piece in one location and another piece in another 
location; is that right?

A. I said that.
Q. And that provides security by having one piece in one 

location and the other piece in the other location; is 
that right?

A. That makes it harder for an attacker to get the data.

*   *   *

*   *   *

’854 Patent

’854 EX1001,19:64-67 (cited ’854 Reply, 3’ ’116 Reply, 21)​
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’854 EX1099, 108-109 (cited ’854 Reply, 2) 
’116 EX1099, 108-109 (cited ’116 Reply, 22)

SFI’s Expert Dr. Rubin

Q. Okay. And what does it mean to 
secure data?

A. It means to protect the data.

Q. What do you mean by “protect 
the data”?

A. To provide security for the data 
such that it isn’t available to people 
who are not supposed to have it and 
that they can't be changed.

Dr. Bhattacharjee

’854 EX1111, ¶24 (cited ’854 Reply, 5) (quoting ’854 Patent, 81:20-50); ’116 
EX1111, ¶65 (cited ’116 Reply, 22)

’854/’116 Patents

Hayhurst

“The field of endeavor is ‘not limited to the specific point of novelty, the narrowest possible conception of the field, or the particular 
focus within a given field….[T]he field-of-endeavor test does not look to the problem that the patent purports to address. [citation 
omitted]. It is enough that the prior art reference falls within the relevant field of endeavor of the patent-in-suit. We have affirmed 
findings of analogous art where the references shared a general field of endeavor.”

Netflix, Inc. v. DivX, LLC, 80 F.4th 1352, 1359 (Fed. Cir. 2023) (cited ’854 Reply, 4; ’116 Reply, 22)

Securing 
data using 

decentralized 
storage 

Securing Data

Securing data 
by encrypting 

pieces of 
a data set

’116/’854 Foster-Hayhurst: “Securing data” is a broad field that includes Hayhurst
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’116/’854 Foster-Hayhurst: Contrary to SFI, Petitioner relied on Hayhurst’s disclosure to 
demonstrate that Hayhurst is within the field of securing data

58

SFI’s Sur-Reply

DOES NOT DISPUTE

’116 Paper 29 at 15-16; 
’854 Sur-Reply, 3-4

SFI’s Sur-Reply​

’116 Paper 21 at 21; ’854 Reply, 4)

’116 Reply

Netflix, Inc. v. DivX, LLC, 80 F.4th 1352, 1359 
(Fed. Cir. 2023) (cited ’854 Reply, 4; ’116 Reply, 22)

“The field of endeavor is ‘not limited to the 
specific point of novelty, the narrowest 
possible conception of the field, or the 
particular focus within a given field.”

In re Asset Guard Prods., Inc., 2022 WL 1097363, at *4 
(Fed. Cir. Apr. 13, 2022) (cited ’854 Reply, 5-6)

“Asset Guard has not supported its 
contention that…the reference must be 
concerned with a problem that was of 
‘central importance’ to the inventors.”
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’854 Paper 21 at 38; ’116 POR, 44-45

ReplySFI’s POR

’116/’854 Foster-Hayhurst: Hayhurst is also analogous art because it is 
reasonably pertinent to several problems SFI’s patents are concerned with

’854 Paper 32 at 4-5; ’116 Sur-Reply, 16

’854 Reply 
Paper 24 at 5-6; 

’116 Reply, 23-24

*   *   *

*   *   *

*   *   *

*   *   *

SFI’s Sur-Reply

DOES NOT DISPUTE

*   *   *
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’116/’854 Foster-Hayhurst: The Parties’ disputes are narrow

• No dispute that Foster-Hayhurst meets all but “data chunks” limitations 
(’116 limitations [1A] and [9A]; ’854 limitations [1B]-[1B1])

60

• Only disputes are whether: 
(1) Hayhurst is analogous art to the ’116 and ’854 patents; 
(2) POSAs had motivation to combine Foster & Hayhurst; and
(3) Foster discloses “data chunks” / “shares”*

* SFI raises the same dispute for ’609 Ground 2 (Foster)
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POSAs would have recognized several benefits of Hayhurst to Foster’s 
storage and delivery of content, including adding security that Foster lacks

Foster is for use in a variety of systems that store encrypted content both 
before and after delivering to end-users

61

’116/’854 Foster-Hayhurst: A POSA had motivation to combine Foster’s 
encryption technique with Hayhurst’s distributed storage

’116 Pet., 61-67; ’116 Reply, 24-29;  
’854 Pet., 61-65; ’854 Reply, 6-13

1

2
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’116/’854 Foster-Hayhurst: SFI’s “no motivation” argument fails because Hayhurst adds 
redundancy to storage and delivery of Foster-encrypted data, which Foster lacks

63

EX1029, 2:31-41 
(cited ’116 Pet., 63; ’854 Pet., 62)

’116 Petition

’116 Paper 2 at 62’116 EX1029

SFI’s POR

’116 Paper 17 at 67-68

’116 Reply

’116 Paper 21 at 29
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’116/’854 Foster-Hayhurst: SFI’s “no motivation” argument fails because multiple pieces of 
corroboration demonstrates the known benefits of Hayhurst’s storage technique

Redundancy / Fault tolerance

Shifts bandwidth

Security
’854 and ’116 Petitions*

64

Faster delivery / aggregate speed

Efficient, intelligent delivery

Cited ’854 Pet., 62; ’116 Pet., 62; ’854 Reply, 12-13; ’116 Reply 27-29

Cited ’854 Pet., 59; ’116 Pet., 59-60; 
’854 Reply, 12-13; ’116 Reply 27-29

Cited ’854 Pet., 59-60, 62; ’116 Pet., 57, 62

Cited ’854 Pet., 59-60, 62; ’116 Pet., 57, 62; ’854 Reply, 12-13; ’116 Reply 27-29

Cited ’854 Pet., 59-60, 62; ’116 Pet., 57, 62; ’854 Reply, 12; ’116 Reply 27-29

’116 Petition

’854 Paper 2 at 62; ’116 Pet. 61-63

’854 Paper 2 at 59-60; ’116 Pet. 57

Hayhurst EX1043 Dr. Rubin

Hayhurst EX1037 Dr. Rubin

Hayhurst EX1062

EX1043 EX1050

Hayhurst EX1028 EX1031

EX1037 EX1062 Dr. Rubin

EX1037 Dr. Rubin

* Exhibit numbers are as identified in IPR2024-00215 (’854 Patent)
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’116/’854 Foster-Hayhurst: SFI’s Arguments

SFI further argues a POSA would not have had motivation to combine Foster with 
Hayhurst because:

Foster is only about real-time streaming

Hayhurst is incompatible with real-time streaming

Hayhurst would make Foster slower

Hayhurst would make Foster less secure
’116 POR, 47-68; ’116 Sur-Reply, 14-26  

’854 POR, 41-62; ’854 Sur-reply, 2-19

1

2

3

4
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Foster’s encryption technique is for use with various systems that store encrypted data

Foster

EX1006, [0005], [0007], [0074] (cited ’854 Pet., 65; ’854 Reply, 7-9; ’854 Sur-Reply, 7;
’609 Reply, 1-2, 6; ’609 Sur-Reply, 10-11; ’116 Pet., 52-53, 66; ’116 Reply, 24-25, 27; ’116 Sur-Reply, 18, 24)

EX1006, FIGS. 1-2 (cited ’854 Reply, 8; ’854 Sur-Reply, 15;
’609 Reply, 2, 9, 13-14, 16; ’609 Sur-Reply, 11; 
’116 Reply, 2, 25-26; ’116 Sur-Reply, 24)

EX1006, FIG. 16 (cited ’854 Pet., 69)

DRMS

CAS
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Foster: SFI’s Argument #1 (“streaming”) fails because SFI admits “Foster is directed towards 
‘Conditional Access System[s],’” including VOD systems that store encrypted content

67

’854 Paper 21 at 45; see also ’116 POR, 12; ’609 POR, 45

’854 Paper 21 at 45; see also ’116 Sur-Reply, 24; ’609 Sur-Reply, 11

SFI’s POR SFI’s Sur-Reply

’854 Paper 24 at 9; ’116 Reply, 26; ’609 Reply, 2-3

Reply

Q. What’s the difference between DRM and CAS?

A. So CAS is kind of a broader category, and 
DRM is a particular kind of CAS.

SFI’s Dr. Rubin

EX1099, 96 (cited ’854 Reply, 2; ’609 Reply, 2; ’116 Reply, 8)
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Foster: SFI’s Argument #1 (“streaming”) fails because POSAs knew CAS-based 
systems store encrypted content

68

Reply

’854 Paper 24 at 9; ’116 Reply, 26; ’609 Reply, 2-3

EX1072

’854 EX1072, [0043] 
(cited ’854 Reply, 9;

’116 Reply, 26; 
’609 Reply, 3)

’854 EX1075, 1:51-59 (cited ’854 Reply, 9; ’116 Reply, 26; ’609 Reply, 3)

’854 EX1073, [0003]-[0004] 
(cited ’854 Reply, 9; 
’116 Reply, 26; 
’609 Reply, 3)

EX1075
EX1073
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Foster: SFI’s Argument #1 (“streaming”) fails because POSAs knew CAS-based 
systems store encrypted content

’854 EX1097, 2:31-54, FIG. 1
(cited ’854 Reply, 9; ’116 Reply, 26; ’609 Reply, 3)

EX1006, FIG. 16 (cited ’854 Pet., 62; ’116 Pet., 53-54; ’609 Pet., 64)

Foster
EX1097

EX1097
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Foster: SFI’s Argument #1 (“streaming”) fails because POSAs knew CAS-based 
systems store encrypted content

71

EX1099, 85-88 (cited ’854 Reply, 10; 
’116 Reply, 26; ’609 Reply, 3)

SFI’s Expert Dr. Rubin

Q. Okay. And you wrote in your paragraph 131 of 
your '854 declaration, you say: "CAS, 
conditional access system, used for OTT digital 
video streaming service 'such as live sports.’” 
Do you see that?

A.  I do.

Q. Is your opinion that CAS, conditional access 
systems, are only used for live sports?

A.  I said "such as live sports."

Q. Is it used for anything else other than 
live sports?

A.  It is.

Q. Such as? Can you give me an example?

A.  Now, when you're asking -- when you say "is it 
used," are you talking about CAS, or is CAS 
for digital video streaming services?

Q. Well, I'm asking for CAS more broadly, not 
just for digital video streaming service.

A. Yeah. It's used in a lot of places.

Q. Can you name any examples?

A. File systems.

Q. Any other examples?

A. I think basically any place that you have permissions 
and you want to prevent people who aren't authorized 
from getting to something, you could use conditional 
access system.

Q. And would that have been true in the 2004-2005 time frame?

A.  Yes.

Q. Do you know if conditional access systems were used for 
video-on-demand services in the 2004-2005 time frame?

A. They were.

Q. Do you know how a video-on-demand system works?

A.  Yes, I do.

*   *   *

A.  Sure. In that time frame, you asked for 
video-on-demand?

Q. Yes

A. Right. So there would be a collection of content that would 
be hosted by a hosting site. AT&T was an example of 
that. And there would be content producers that would 
license the content to the hosting sites. And then users 
would subscribe to the service.

Q. Okay. Let's drill down a little bit. So there 
was content made by a content producer 
or content owner, correct?

A.  Yes.

Q. Like a movie studio, correct?

A.  Yes.

Q. And they have a movie, correct?

A.  Yes.

Q. Okay. And then give that movie to a 
service provider; is that correct?

A. Yes

Q. The service provider stores that content 
on a server; is that correct?

A.  So there were different models. Obviously, 
we’re talking about one particular example 
here of how this happened. But there would 
be service providers that would keep the 
content, the movie, or whatever, 
themselves.
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EX1006, Cover, FIG. 1, [0014]-[0015] (cited ’854 Pet., 3, ; ’609 Pet.,3; ’116 Pet., 1, 51; 
’854 POR, 42;’854 Reply, 8; ’609 Reply, 15-16)

Foster: SFI’s Argument #1 (“streaming”) fails because Foster is also directed towards Digital 
Rights Management Systems (DRMS), which POSAs knew store encrypted content

72

Foster
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Foster: SFI’s Argument #1 (“streaming”) fails because POSAs knew DRMSs store 
encrypted content

Reply

’854 Paper 24 at 8; ’116 Reply, 25; ’609 Reply, 2

’854 Paper 21 at 42; ’116 POR, 48; ’609 POR, 33-34

SFI’s POR

EX2039 (cited ’116 POR, 61; ’854 POR, 55-56; ’609 POR, 55; 
’116 Reply, 25; ’854 Reply, 8; ’609 Reply, 2)

SFI’s EX2039
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Foster: SFI’s Argument #1 (“streaming”) fails because POSAs knew DRMSs 
store encrypted content

74

EX1099, 85-88 (cited ’854 Reply, 10; 
’116 Reply, 26; ’609 Reply, 3)

SFI’s Expert Dr. Rubin

Q. Okay. So on page 7 of Exhibit 2039. It says, effectively, 
DRM functionality is a superset of CAS.
Do you see that?

A.  Yes.
Q. What’s the difference between DRM and CAS?
A.  So CAS is kind of a broader category, and DRM is a 

particular kind of CAS
Q. Does -- is that what Exhibit 2039 says? It seems to be 

saying to me that it’s a -- DRM is a superset of CAS or 
CAS broader than DRM?

A.  So I guess I’m viewing DRM as being a particular 
implementation of CAS. So it has all the functionality 
of CAS, but it has other things as well.

Q. What other things does it have? DRM?
A.  Right.

It says it in this paragraph: So DRM protects content on 
any device with various distribution models, offline, 
online, with or without return channel. And it can also be 
applied to other types of digital content such as ebooks, 
BICODE, and more.

Q. What does it mean by distribution models offline? 
A.  Like, for example, if I give you a disk with some data 

instead of using the internet to it to you.
Q. Okay. And then would distribution models online be using 

the internet to transmit data to a recipient?
A. I would think so.
Q. This Exhibit 2039 says, towards the bottom of page 7, 

“A DRM license is typically a small file that contains the 
content encryption key in encrypted form along with some 
rules, policies, defining how the contents may be used.”
Do you see that?

A.  Yes.
Q. That’s saying the content is encrypted before it’s 

transmitted to the consumer?
A.  I mean, I don’t see that saying in the sentence, but I 

believe that is the case.
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Foster: SFI’s Argument #1 (“streaming”) fails because Foster encrypts for a “program 
stream,” which Foster says (and POSAs knew) is “generally used” “in fixed storage”

’854 Paper 24 at 8; ’116 Reply, 26; ’609 Reply, 2

’854 EX1006, [0073] (cited ’854 Reply, 9; ’116 Reply, 26; ’609 Reply, 2, 10, 15)

EX2039, 1 (cited ’854 Reply, 8; ’116 Reply, 26; ’609 Reply, 2) EX1108, 2:1-4 (cited ’854 Reply, 9; ’116 Reply, 26; ’609 Reply, 2) 

FosterReply​

SFI’s EX2039​

EX1108​
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Reply

’854 Paper 24 at 7-8; 
’116 Reply, 10-11

’116 Paper 17 at 49

SFI’s POR SFI’s Dr. Rubin

’854 EX2033, ¶140 
(cited ’854 POR, 62; ’116 POR, 68; ’854 Reply, 9; ’116 Reply, 25) 

’854 Paper 32 at 16; ’116 Sur-Reply, 25

SFI’s Sur-Reply

Foster: SFI’s Argument #1 (“streaming”) fails because Foster encrypts for a “program 
stream” to store “in fixed storage” (e.g., a DVD)
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’116/’854 Foster-Hayhurst: SFI’s Arguments

SFI argues a POSA would not have had motivation to combine Foster with 
Hayhurst because:

Foster is only about real-time streaming

Hayhurst is incompatible with real-time streaming

Hayhurst would make Foster slower

Hayhurst would make Foster less secure

’116 POR, 47-68; ’116 Sur-Reply, 17-20
’854 POR, 41-63; ’854 Sur-reply, 5-10

1

2

3

4
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’116/’854 Foster-Hayhurst: SFI’s Argument #2 (“incompatibility”) fails even if Foster were limited to real-time 
streaming because SFI’s patents say (and POSAs knew) that distributed storage/delivery supports streaming

79

’854 EX1111 ¶¶105-106 
(cited Reply, 11)

’116 EX1111 ¶¶51-52 
(cited Reply, 19-20)

’116 Patent

SFI’s Sur-Reply Dr. Bhattacharjee

’116 Paper 29 at 17-18; ’854 Sur-Reply, 7

’116 EX1001, 70:1-12 
(cited Reply, 27)
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’116/’854 Foster-Hayhurst: SFI’s Argument #2 (“incompatibility”) fails because Hayhurst, like 
Foster, explicitly says it can be implemented in a cable television (CATV) network

’116 Paper 17 at 61; ’854 POR, 55

SFI’s ’116 POR

’116 Paper 17 at 62; ’854 POR, 56

SFI’s ’116 POR

’854/’116 EX1007, [0016] 
(cited ’116 Pet., 64; 
’854 Pet., 60)
’609 EX1116 
(cited ’609 Reply, 3)

Hayhurst

’116 EX1006, [0049] 
(cited ’116 Reply, 28; ’854 
Reply, 9; ’609 Reply, 2-3)

*   *   *

Foster

80
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’116/’854 Foster-Hayhurst: SFI’s Arguments

SFI argues a POSA would not have had motivation to combine Foster with 
Hayhurst because:

Foster is only about real-time streaming

Hayhurst is incompatible with real-time streaming

Hayhurst would make Foster slower

Hayhurst would make Foster less secure

1

2

3

4
’116 POR, 47-68; ’116 Sur-Reply, 17-20

’854 POR, 41-63; ’854 Sur-reply, 5-10
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’116/’854 Foster-Hayhurst: SFI’s Argument #3 (“slow speed”) fails because Hayhurst would 
have improved the speed of delivering Foster-encrypted data

82

’116 Reply

’116 Paper 21 at 27; ’854 Reply, 11

SFI’s ’116 POR

’116 Paper 17 at 58; ’854 POR, 52-53

Hayhurst EX1028 EX1031

Dr. Bhattacharjee Dr. Rubin

SFI’s ’116 Sur-Reply

’116 Paper 29 at 18; ’854 Sur-Reply, 7

Reply & Petition
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’116/’854 Foster-Hayhurst: SFI’s Arguments

SFI argues a POSA would not have had motivation to combine Foster with 
Hayhurst because:

Foster is only about real-time streaming

Hayhurst is incompatible with real-time streaming

Hayhurst would make Foster slower

Hayhurst would make Foster less secure
’116 POR, 47-68; ’116 Sur-Reply, 18-20  

’854 POR, 51-63; ’854 Sur-reply, 8-9

1

2

3

4
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Foster-Hayhurst: SFI’s Argument #4 (“less secure”) fails because Hayhurst’s 
distributed storage would have added a layer of security that Foster lacks

84

SFI’s Sur-Reply

DOES NOT DISPUTE

SFI’s Dr. Rubin

Reply

SFI’s POR

’854 Paper 21 at 58; ’116 POR, 64 

’854 Paper 24 at 12; ’116 Reply, 28 

EX1099, 17 (cited ’854 Reply, 14; ’609 Reply, 4; ’116 Reply, 30)

Q. Whatever you wrote here. You said the ‘854 addresses this 
concern. What concern are you referring to?

A. That when data remains whole or intact it's subject to attack.
Q. Why is it a concern of the '854 patents?
A. Because the '854 patent is about securing data.
Q. Why is data remaining whole and intact a concern?
A. An adversary would have access. Let's say an adversary 

breaks into the site where the data is, then all the data's there.
Q. And so it's problematic if you keep all the data in one location; is 

that correct?
A. It is a risk.



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Foster-Hayhurst: SFI’s Argument #4 (“less secure”) fails because Foster’s encryption 
technique does not require changing the KEK

85
’116 EX1006, [0054] (cited ’116 Reply, 27-28; ’854 Reply, 11)

Reply

’854 Paper 24 at 11; ’116 Reply, 27-28Foster

SFI’s POR

’854 Paper 21 at 58-59; ’116 POR, 64 
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Foster-Hayhurst: SFI’s Argument #4 (“less secure”) fails because changing a KEK is 
not claimed or disclosed by SFI’s patents or required by Foster

86

’854 EX1111, ¶¶106-110 (cited Reply, 11)
’116 EX1111, ¶¶159-163 (cited Reply, 28)

Dr. Bhattacharjee
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Foster-Hayhurst: SFI’s Argument #4 (“less secure”) also fails because changing KEKs 
in Foster-Hayhurst would have been comparable to changing KEKs in Foster alone

Re-encrypt

Re-encrypt

Re-encrypt

1
Segment1

2
Segment2

N
SegmentN

’116 Paper 21 at 28; ’854 Reply, 11-12

SFI’s Sur-Reply

DOES NOT 
DISPUTE

’116 Paper 21 at 17-20; 
’854 Sur-Reply, 5-10

’116 Reply

EX1006, FIG. 16 (partial) (cited ’116 Pet., 53; ’116 Reply, 27-28; ’854 Pet. 69; ’854 Reply, 11-12)

Foster

Re-encrypt
1

Segment1

Re-encrypt 2
Segment2

Re-encrypt
N

SegmentN

EX1007, FIG. 1 (partial) 
(cited ’116 Pet., 56; ’116 Reply, 27-28; 
’854 Pet. 60; ’854 Reply, 11-12)

Foster-Hayhurst

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’116/’854 Foster-Hayhurst: SFI’s Sur-Reply argument fails because Foster-Hayhurst 
has undisputed benefits over Foster alone, and tradeoffs are commonplace

89

“[I]t is a commonplace fact that design decisions entail making tradeoffs among multiple objectives. Allied Erecting and Dismantling 
Co. v. Genesis Attachments, LLC, 825 F.3d 1373, 1381 (Fed. Cir. 2016) (‘A given course of action often has simultaneous 
advantages and disadvantages, and this does not necessarily obviate motivation to combine.’).”

Corephotonics, Ltd. v. Apple Inc., 2021 WL4944471, at *6 (Fed. Cir. Oct. 25, 2021) (cited ’116 Reply, 29; ’854 Reply, 13)

’116 Paper 29 at 20; ’854 Sur-Reply, 10

’116 Sur-Reply

’116 EX1111, ¶¶174-75 
(cited Reply, 29); 
’854 EX1111, ¶¶121-122
 (cited Reply, 12-13)’116 Paper 21 at 29; 

’854 Reply, 12

Reply

Dr. Bhattacharjee
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’116/’854 Foster-Hayhurst: SFI’s Sur-Reply argument fails because the Foster-Hayhurst 
combination does not deliver a KEK until a user is authorized to view content

90

’116 Sur-Reply

’116 Paper 29 at 19-20; ’854 Sur-Reply, 9

’116 Reply

’116 Paper 21 at 27; ’854 Reply, 11

’116 Paper 21 at 28; ’854 Reply, 12

Dr. Bhattacharjee​

’116 EX1003, ¶251 (cited Pet. 66)
’854 EX1003, ¶188 (cited Pet., 64)
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’116/’854 Foster-Hayhurst: Petitioner’s Reply did not change the combination to rely on Foster’s 
storage – it pointed to Foster’s storage context only to support a reason to combine with Hayhurst

’854 Paper 32 at 5; ’116 Sur-Reply, 21

SFI’s Sur-Reply

’854 Paper 24 at 6; 
’116 Reply, 24

Reply

’854 Paper 2 at 64-65; ’116 Pet., 67

Petition

’854 Paper 2 at 58-59; ’116 Pet., 53-54

*   *   *

’854 Paper 2 at 80; ’116 Pet., 69, 72-74
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’116/’854 Foster-Hayhurst Grounds: The Parties’ disputes are narrow

• No dispute that Foster-Hayhurst meets all but “data chunks” limitations 
(’116 limitations [1A] and [9A]; ’854 limitations [1B]-[1B1])

92

• Only disputes are whether: 
(1) Hayhurst is analogous art to the ’116 and ’854 patents; 
(2) POSAs had motivation to combine Foster & Hayhurst; and
(3) Foster discloses “data chunks” / “shares”**

* SFI raises the same dispute for ’609 Ground 2 (Foster) regarding the claimed “shares” 
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generating a plurality of data chunks based on the data set, such 
that the data set can be reconstructed using at least a minimum 
number of the plurality of data chunks, wherein generating the 
data chunks comprises:

distributing the data set into a plurality of shares, wherein each 
of the shares comprises less than all of the data set,

[1B]

’854 Patent, Claim 1

[1B1]

distributing the data set into a plurality of data chunks, wherein 
none of the data chunks are, by themselves, sufficient to 
reconstruct the data set;

’116 Patent, Claim 1

[1A]

generating a plurality of data chunks based on a data set, wherein 
each data chunk of the plurality of data chunks comprises less 
than an entirety of data of the data set, and wherein the data set 
can be reconstructed using at least a minimum number of the 
plurality of chunks;

’609 Patent, Claim 1

[1C1]

EX1099, 17 (cited ’854 Reply, 14; ’609 Reply, 4; ’116 Reply, 30)

Q. So a – what does the term “share” represent?

A. So the share is the thing that something gets split into.

EX1099, 158 (cited ’854 Reply, 14; ’609 Reply, 4; ’116 Reply, 30)

Q. Is it your opinion that Claim 1 of the ’854 patent uses the 
term “share” and “data chunk” interchangeably?

A. I -- I don’t believe I set out any opinions specifically on 
that in my report, but that is how I read these claims -- this 
claim.

Q. So in your opinion, the Claim 1 uses two different terms 
referring to the same thing?

A. I wouldn’t say that. In order to provide, you know, that 
type of claim instruction information, I would want to 
study this some more, but, in essence, it's referring to the 
pieces that have been split off from the original data set 
when it's referring to data chunks and when it’s 
referring to shares.

Foster: The claimed “data chunk” (’116 | ’609) and “share” (’854) are just the 
“the thing that” the data set “gets split into”

SFI’s Dr. Rubin

93
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Foster

94
’116 EX1006, FIG. 8 (annotated) (cited ’116 Pet., 51; ’854 Pet., 56; ’609 Pet., 57)

’116 EX1006, [0064] (cited ’116 Pet., 52; ’854 Pet., 56; ’609 Pet., 57)

Foster

SFI’s Dr. Rubin

EX1099, 17 (cited ’854 Reply, 14; ’609 Reply, 4; ’116 Reply, 30)

Q. So a – what does the term “share” represent?

A. So the share is the thing that something 
gets split into.

Foster has “data chunks” / “shares” because Foster’s digital content 
(data set) is split into payloads that each comprise less data than the data set
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Foster: SFI’s “packets” argument fails because a POSA understands that Foster’s 
“packets”/“payloads” meet the claimed “data chunks”

95

Teva Pharm. Indus. Ltd. v. AstraZeneca Pharms. LP, 661 F.3d 1378, 1384 (Fed. Cir. 2011)
(cited ’854 Reply, 16; ’609 Reply, 5)

“The prior inventor does not need to…conceive of its invention using 
the same words as the patentee would later use to claim it.”

SFI’s POR

’854 Paper 21 at 66; ’116 POR, 20-21; ’609 POR, 37

’854 Paper 21 at 66; ’116 POR, 20; ’609 POR, 37

’854 Paper 21 at 67-68; ’116 POR, 21-22; ’609 POR, 38

’854 Paper 24 at 16; ’116 Reply, 29-31; ’609 Reply, 5

Reply

EX1082, 8 (cited, e.g., ’854 Reply, 16 n.2)

EX1082

’854 Reply, 16 n.4 (citing also EX1083-1085); ’116 Reply, 31)



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Foster: SFI’s “packet” argument also fails because cited literature that SFI ignores 
says a “packet” can be a “chunk” of a data set

96

EX1082, 8 (cited, e.g., ’854 Reply, 16 n.2)

EX1082

EX1083, 7:32-40 (cited, e.g., ’854 Reply, 16 n.2)

EX1083

EX1084, [0026] (cited, e.g., ’854 Reply, 16 n.2)

EX1084

EX1085

EX1085, 4:7-25 (cited, e.g., ’854 Reply, 16 n.2)
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Foster: The Board already rejected SFI’s “securing data” argument that generating chunks / 
shares must be for the purpose of protecting the data

Institution Decision

’854 Paper 15 at 21; ’116 Paper 11 at 23-24; ’609 Paper 16 at 27-28

’854 Patent

Reply

’854 Paper 24 at 15; ’116 Reply, 30-31; ’609 Reply, 5

’854 EX1001, 21:25-37 (cited Reply, 14-15); 
’116 EX1001, 21:59-22:4 (cited Reply, 30); ’609 EX1001, 21:25-37 (cited Reply, 4)
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Foster: SFI’s ’854 and ’609 Sur-Replies (but not SFI’s ’116 Sur-Reply) still argue chunks / 
shares must be “generated to secure data”

’854 Paper 32 at 17-19; ’609 Sur-Reply, 3-4

SFI’s Sur-Reply

Reply

’854 Paper 24 at 16 n.4; ’116 Reply, 31



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’854 EX1001, 81:36-37

’854 EX1001, 81:54-58

Foster: SFI’s “securing data” argument fails because SFI’s patents do not exclude a “packet” 
from being a “share” / “chunk”

100

’854 Paper 21 at 67-68; ’116 POR, 20-22; ’609 POR, 38

SFI’s POR

’854 EX1001, 82:21-24

’854 Patent

’854 Patent

’854 EX1001, 21:21-37 (cited ’854 Reply, 15; 
’609 Reply, 4; ’116 Reply, 30)
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’609 and ’854 Patent

101
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Challenged U.S. Patent Nos. 11,068,609 & 10,452,854

’609 Patent (EX1001)

’854 Patent (EX1015)

102
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Independent claims of the ’609 and ’854 patents

103

1. A method for securely storing a data set, the method 
comprising:

receiving an external key from an external storage system;

generating a plurality of data chunks based on the data set, such 
that the data set can be reconstructed using at least a minimum 
number of the plurality of data chunks, wherein generating the 
data chunks comprises:

distributing the data set into a plurality of shares, wherein each 
of the shares comprises less than all of the data set,

accessing a plurality of distinct encryption keys,

encrypting each of the shares with a respective one of the 
plurality of distinct encryption keys,

performing an encryption operation based on the external key 
to further secure the plurality of data chunks; and

storing with the plurality of data chunks data indicative of at 
least one of the distinct encryption keys on a plurality of 
different storage devices.

[1PRE]

[1B]

[1B1]

[1E]

[1A]

[1B2]

[1B3]

[1D]

’854 Claim 1

1. A method for securing data, the method comprising:

executing code by a processor to perform:

receiving a first key from a storage system;

generating a plurality of data chunks based on a data set, wherein 
each data chunk of the plurality of data chunks comprises less 
than an entirety of data of the data set, and wherein the data set 
can be reconstructed using at least a minimum number of the 
plurality of chunks;

encrypting each respective data chunk of the plurality of data 
chunks with a respective second key, wherein each of the 
respective second keys are distinct from each other;

performing a cryptographic operation based on the first key to 
further secure the plurality of data chunks; and

storing, in a memory coupled to the processor, at least one data 
chunk of the plurality of data chunks with data indicative of 
at least one of the distinct encryption keys on at least one 
storage device.

[1PRE]

[1B]

[1C1]

[1A]

[1D]

[1F]

[1E]

’609 Claim 1
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’854 Patent – Claim 1 generates “shares”; encrypted shares are “data chunks”

104

’854 EX1001, FIG. 21 (annotated)
(cited ’854 Pet., 9)

’854 Patent, Claim 1
1. A method for securely storing a data set, the method 
comprising:

receiving an external key from an external storage system;

generating a plurality of data chunks based on the data set, such 
that the data set can be reconstructed using at least a minimum 
number of the plurality of data chunks, wherein generating the 
data chunks comprises:

distributing the data set into a plurality of shares, wherein each 
of the shares comprises less than all of the data set,

accessing a plurality of distinct encryption keys,

encrypting each of the shares with a respective one of the 
plurality of distinct encryption keys,

performing an encryption operation based on the external key 
to further secure the plurality of data chunks; and

storing with the plurality of data chunks data indicative of at 
least one of the distinct encryption keys on a plurality of 
different storage devices.

[1PRE]

[1B]

[1B1]

[1E]

[1A]

[1B2]

[1B3]

[1D]

“shares”

“encrypting 
shares”
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’609 Patent – Claim 1 generates and encrypts “data chunks”

105

’609 EX1001, FIG. 21 (annotated)
(cited ’609 Pet., 10)

’609 Patent, Claim 1

1. A method for securing data, the method comprising:

executing code by a processor to perform:

receiving a first key from a storage system;

generating a plurality of data chunks based on a data set, wherein 
each data chunk of the plurality of data chunks comprises less 
than an entirety of data of the data set, and wherein the data set 
can be reconstructed using at least a minimum number of the 
plurality of chunks;

encrypting each respective data chunk of the plurality of data 
chunks with a respective second key, wherein each of the 
respective second keys are distinct from each other;

performing a cryptographic operation based on the first key to 
further secure the plurality of data chunks; and

storing, in a memory coupled to the processor, at least one data 
chunk of the plurality of data chunks with data indicative of 
at least one of the distinct encryption keys on at least one 
storage device.

[1PRE]

[1B]

[1C1]-
[1C2]

[1A]

[1D]

[1F]

[1E]

“encrypting… 
data chunks”

“data chunks”
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Agenda

106

Orsini Grounds: ’854 Ground 1 (all challenged claims 1-10)

1

2

3

4

5
’116 Ground 4 (independent claim 1 + claims 2-3, 6)

Tajima-Rivest-based Grounds: ’116 Ground 3 (independent claim 9 + claims 10-14)

Foster Ground: ’609 Ground 2 (all challenged claims 1-10)

Tajima-based Grounds: ’116 Grounds 1-2 (independent claim 1 + claims 5-8)

Foster-Hayhurst Grounds: ’116 Ground 5 (independent claims 1 & 9 + claims 2, 5, 11)

’854 Ground 2 (all challenged claims 1-10)

’609 Ground 1 (all challenged claims 1-10)
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Overview of the ’609 Petition’s Grounds

GROUND CLAIMS BASIS

1. Orsini (EX1005) 1-10 102/103

2. Foster (EX1006)
1-3, 7-8

4-6, 9-10

Obviousness/
Anticipation

Obviousness

107

’609 Patent
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’609 Ground 2 (Foster): At institution, the Board found that Foster anticipates 
and renders obvious independent claim 1 (and dependent claims 2-3, and 8)

Institution Decision

’609 Paper 16 at 19
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’609 Ground 2 (anticipation and obviousness): Mapping to claim 1 under 
the Petition’s view of claim scope for limitations [1A] and [1F]

[0064] ... [A]n elementary content stream 
100 comprising of compressed content is 
parceled into content units 102. Each 
content unit includes a header 104 and a 
content packet 106.… Once parceled, 
header 104 of each content unit 102 is 
parsed from content packet 106 and 
content packet 106 is encrypted with 
title key 108 to yield encrypted content 
packet 114. Then, key encrypting key 
110 is used to encrypt title key 108, 
which is then attached to content packet 
106 along with header 104. The resulting 
processed content unit ’116 can then be 
transmitted to a recipient. That is, the 
encrypted content unit, the header and the 
header extension (including the encrypted 
title key) will be delivered to, or stored 
by, a recipient as a single, integral data 
stream. Thus, a recipient will receive or 
store encrypted content along will all 
information necessary to decrypt the 
content. 

[0065] … [E]ach content packet could be 
encrypted with a different title key.

A method for securing data, the method 
comprising:

executing code by a processor to perform;

receiving a first key from a storage 
system;

generating a plurality of data chunks 
based on a data set, wherein each data 
chunk of the plurality of data chunks 
comprises less than an entirety of data of 
the data set, and

wherein the data set can be reconstructed 
using at least a minimum number of the 
plurality of chunks;

encrypting each respective data chunk of 
the plurality of data chunks with a 
respective second key, wherein each of 
the respective second keys are distinct 
from each other;

performing a cryptographic operation 
based on the first key to further secure 
the plurality of data chunks; and

storing, in a memory coupled to the 
processor, at least one data chunk of the 
plurality of data chunks with data 
indicative of at least one of the distinct 
encryption keys on at least one storage 
device.

Foster’609 Patent, Claim 1

109

[1PRE]

[1B]

[1C1]-
[1C2]

[1A]

’609 EX1006, [0046], [0064]-[0065], FIG. 8 (annotated) (cited ’609 Pet., 64)

[1D]

[1E]

[1F]

Foster
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SFI’s POR

DOES NOT DISPUTE

110

’609 Ground 2 (anticipation & obviousness): Foster discloses a processor 
executing code to implement Foster’s encryption process

A method for securing data, the method 
comprising:

executing code by a processor to perform;

…

storing, in a memory coupled to the 
processor, at least one data chunk of the 
plurality of data chunks with data 
indicative of at least one of the distinct 
encryption keys on at least one storage 
device.

’609 Patent, Claim 1

[1A]

[1F]

’609 Paper 2 at 62

Petition

’609 EX1006, [0074] (cited ’609 Pet., 62)

’609 EX1006, FIG. 16 (annotated) (cited ’609 Pet., 62, 75-76)

Foster

[1PRE]

See ’609 Paper 22 at 32-48



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’609 Ground 2 (anticipation): Foster also anticipates because Foster’s processor executes code that 
“results in storing” in the “memory” of storage devices “coupled to” the processor

111

’609 EX1099, 190 (cited Reply, 6)

Reply

’609 Paper 25 at 6

Q. So your opinion is that the processor in the claim has to 
instruct the storage device to store?

A.  Well, I mean, what the claim says, executing code via 
processor to perform those first steps and then to perform 
storing in a memory coupled to the processor at least one 
data chunk, et cetera. So it has to be code executed on the 
processor that results in storing something on -- in 
memory that’s coupled to the processor. In Foster, the, 
you know, set-top box memory is not coupled to the 
processor.

SFI’s Dr. Rubin

SFI’s POR

’609 Paper 22 at 44
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’609 Ground 2 (anticipation and obviousness): Foster’s processor is “coupled to” 
storage devices under limitation [1F], which SFI does not dispute is a broad limitation 

Petition

’609 Paper 2 at 72-73

SFI’s Claim Constructions

NO 
CONSTRUCTION

EX1065 (cited ’609 Pet., 8-9)

“executing code by a processor”

*   *   *

“storing, in memory coupled to 
the processor … on at least one 
storage device” 

[1A]

[1F]

’609 Patent, Claim 1
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’609 Ground 2 (obviousness): Corroborated expert testimony of three independent reasons POSAs had 
motivation for Foster’s CPU to execute code to store encrypted data in a memory coupled to the CPU

Dr. Bhattacharjee

’609 EX1003, ¶¶207-210 (cited ’609 Pet., 77)
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’609 Ground 2: The Parties’ disputes are narrow

• No dispute that Foster discloses limitations 1[PRE]-[1B] and [1C2]-[1D]

114

• Only disputes are whether: 
(1) Foster discloses “data chunks” ([1C1])* 
  * This is the same dispute that is discussed on slides 92-100
(2) Foster discloses or renders obvious “executing code” to store a data 
chunk in a “storage device” memory “coupled to” the processor ([1F])
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’609 Ground 2 (Foster): SFI’s arguments for limitation [1F] (executing code for 
“storing” a data chunk in “storage device” “memory coupled to the processor”)

For obviousness, SFI’s POR makes a single argument for [1F]:

’609 POR, 47-48

SFI argues a POSA would not have been motivated to store data 
chunks in a memory coupled to the processor 

For anticipation, SFI’s POR makes a single argument for [1F]:

Under SFI’s new construction, SFI argues Foster does not disclose the 
processor executing code that sends storage instructions to a storage 
device memory coupled to the processor

’609 POR, 42-47
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’609 Ground 2: SFI’s arguments for [1F] fail

A POSA would have had motivation to store Foster-encrypted data in a storage 
device coupled to the processor for several reasons (e.g., backup, VOD, etc.)

’609 Pet., 76-78
’609 Reply, 6-18

1

2
Even if SFI’s new claim construction were adopted, it would have at least 
been obvious to have Foster’s processor execute code to store a data 
chunk in a storage device coupled to the processor under SFI’s 
construction (e.g., backup, VOD, etc.)
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Petition

’609 Ground 2: For obviousness, SFI disputes whether a POSA would have had motivation to 
store Foster-encrypted content in a storage device coupled to Foster’s processor

’609 Paper 2 at 77

’609 Paper 22 at 47

’609 Paper 22 at 49

’609 Paper 22 at 52’609 Paper 25 at 11
117

Reply

POR
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’609 Ground 2: SFI’s attack on obviousness fails because a POSA had motivation to execute code to store 
Foster-encrypted content in a storage device for multiple reasons

EX1050: Data Backup

’609 EX1050, 1:19-22 (cited ’609 Pet., 77)

’609 EX1050, 2:31-36 (cited ’609 Pet., 77)

’609 EX1059, 2:29-3:13 (cited ’609 Pet., 77)

EX1059: On-demand Services

’609 EX1059, 5:6-10 (cited ’609 Pet., 77)

’609 EX1060, [0007]-[0008] (cited ’609 Pet., 77)

EX1060: On-demand & Later Downloads

*   *   *

118



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’609 Ground 2: SFI’s attack on obviousness fails because multiple pieces of corroborating 
evidence support that a POSA had motivation to store Foster-encrypted content

119

Storing for On-Demand / Distribution

Avoiding always 
encrypting on-the-fly

Storing for Data Backup

Cited ’609 Reply, 15

Cited ’609 Pet., 77; ’609 Reply, 15-18

Cited ’609, Pet. 77; ’609 Reply 15

Storing for Streaming

Cited ’609 Pet., 77; ’609 Reply 15-18, 23)

SFI’s POR & 
Sur-Reply

DOES NOT 
DISPUTE

EX1059 EX1060 EX1073 EX1080

EX1101 EX1102 EX1103 EX1105

EX1075Foster

EX1050 EX1080 EX1101 EX1105Foster EX1104

Dr. RubinEX1100

EX1060 EX1060

EX1097
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’609 Patent

’609 Ground 2 (obviousness): SFI’s Sur-Reply allegation that the Petition’s obviousness 
argument did not address Foster’s code is a new argument and fails

Sur-Reply

Square, Inc. v. 4361423 Canada Inc., IPR2019-01651, Paper 35 (PTAB Apr. 27, 2021) (FWD) (responsive to ’609 Sur-Reply, 13-14)

"A patent specification need not describe what already is well known. Patent Owner does not purport to have invented a microprocessor or a microcontroller.”

EX1001, 66:62-67:4 (cited Reply, 15)

120

’609 Paper 33 at 13-14

"Publicover argues that Venable and Kiderman's disclosures are too sparse to adequately explain to a skilled artisan how to modify Venable's system to 
identify vestibulo-ocular movement. But as the examiner and Board correctly found, Publicover's specification is just as sparse on how a system would 
identify this type of eye movement.”

In re Publicover, 813 F. App'x 527, 532 (Fed. Cir. 2020) (responsive to ’609 Sur-Reply, 13-14)

EX1001, 66:49-55 (cited Reply, 42)

Orsini, [0063] (cited ’609 Pet., 18); see Pet., 9 
(demonstrating same disclosure in ’609 patent) (citing EX1010)

Orsini
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’609 Ground 2 (obviousness): SFI’s new Sur-Reply allegation that the Petition did not sufficiently address 
Foster’s code for storing fails because SFI’s Patent relies on conventional processors and code for storing

EX1001, 32:23-39 (responsive to Sur-Reply, 13-14)

EX1001, 37:14-24 (responsive to Sur-Reply, 13-14)

EX1001, 38:62-39:14 
(responsive to Sur-Reply, 13-14)

EX1001, 72:33-54 
(responsive to Sur-Reply, 13-14)

EX1001, FIG. 31 (partial) (highlighted) 
(responsive to Sur-Reply, 13-14) 121

’609 Patent

sic: “Secure data parser 3000”
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’609 Ground 2: SFI’s Argument #2 (processor “instructions”) raises a new claim construction 
dispute about the scope of limitation [1F]

’609 Paper 22 at 43
’609 Paper 25 at 6-7

’609 Paper 33 at 5-6

Reply SFI’s Sur-ReplySFI’s POR

Claim construction can be an evolving issue.… [W]e are not persuaded that the subsequent development of both parties’ positions on the 
interpretation of this term throughout the course of this proceeding is contrary to our rules. ‘There is no rule, for example, requiring a petition to 
describe all possible or reasonable claim constructions and to present invalidity theories under those constructions.’ Axonics, Inc. v. Medtronic, 
Inc., 75 F.4th 1374, 1380–81 (Fed. Cir. 2023). The Axonics court further opined that ‘we have continued to recognize that a petitioner is entitled 
under the APA to respond to new claim construction arguments made by a patent owner.’ Id. at 1382.… The fact remains that limitation 1[e] is in 
dispute as to its scope and application…. Notwithstanding the lack of a ‘conventional’ claim construction proposal from either party, we review the 
parties’ contentions, which we view as properly and timely submitted, as follows.

Apple Inc. v. Immervision, Inc., IPR2023-00472, Paper 22 (FWD) at 21-23 (July 29, 2024) (responsive to ’609 Sur-Reply, 5-6)
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SFI’s POPR

’609 Ground 2: That SFI’s Argument #2 raises a new claim construction is demonstrated by SFI’s POPR, 
which had no argument requiring the processor to instruct a storage device to store

124

Paper 10 at i-ii

Paper 10 at 54-55

No Allegations that 
Processor Must Instruct a 
Storage Device to Store 

Paper 10 at 54-55
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’609 Ground 2: Because SFI did not raise Argument #2’s new claim construction pre-institution, 
Petitioner’s reply was permitted to prove that Foster meets or render obvious under SFI’s claim scope

125

Institution Decision

’609 Paper 16 at 18-19

*   *   *

*   *   *

’609 EX1099, 189 (cited Reply, 6)

A. So the word “agnostic” does not appear in 
the claims here…

SFI’s Dr. Rubin

SFI’s POR

Paper 22 at 43; see also id., 42-56 

No citations 
to ’609 patent

“Barring argument and evidence in a reply directed to a new claim construction proposed by the patent 
owner would create opportunities for sandbagging by the patent owner in order to create an estoppel. A 
patent owner has the opportunity in a preliminary response to oppose institution on the ground that the 
claim construction relied on by the petitioner is incorrect, and the Board may adopt the patent owner's 
proposed claim construction and deny institution if the petition fails to demonstrate a reasonable 
likelihood that a claim would be unpatentable under the correct claim construction. See 35 U.S.C. § 
314(a). The result would be that there would be no institution and no estoppel pursuant to 35 U.S.C. § 
315(e). But if instead of raising the issue in a preliminary response, a patent owner sits on its strongest 
claim construction arguments before institution and then raises them in response after institution, a 
patent owner could obtain a favorable final IPR decision and an estoppel without the Board's reaching 
the merits of any invalidity arguments under the newly adopted claim construction.… We are reluctant 
to adopt a construction of the APA and the Board's rules that would permit such gamesmanship.

Axonics, Inc. v. Medtronic, Inc., 75 F. 4th 1374, 1384 (Fed. Cir. 2023) (cited ’609 Reply, 4; ’854 Reply, 14)
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’609 Ground 2: SFI’s Assertion that the claims require that the processor send “instructions” 
to a storage device is refuted by the ’609 patent’s specification

126

SFI’s Sur-reply

Paper 33 at 6

SFI’s POR Orsini

EX1005, FIG. 4 (annotated) (cited Pet., 40) (responsive to Sur-Reply, 6, 
13-14); see Pet., 9 (demonstrating same figure is in the ’609 patent)​

EX1005, FIG. 6 (annotated) (cited Pet., 19) (responsive to Sur-
Reply, 6, 13-14); see Pet., 9 (demonstrating same figure is in the 

’609 patent); see also ’609 Reply, 4 (citing ’609 patent, 15:51-16:3)​

Paper 33 at 43

EX1005, FIG. 2 (annotated) (cited Pet., 20) (also responsive to Sur-Reply, 6, 13-14); ​
see Pet., 9 (demonstrating same figure is in the ’609 patent); see also ’609 Reply, 4 

(citing ’609 patent, 15:51-16:3)​
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’609 Ground 2: Foster meets SFI’s narrow construction because it would have at least been obvious for 
Foster’s processor to execute code to stores encrypted data in the RAM coupled to Foster’s processor

127

SFI’s Sur-reply

Paper 33 at 9

Reply

’609 Paper 25 at 7-8

Petition

’609 Paper 2 at 76-77
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’609 Ground 2: SFI’s “instructions” argument fails because it was at least obvious to store 
encrypted data in RAM before sending to another device

128

Reply

’609 Paper 25 at 7-8

EX1117

EX1117, [0003] (cited Reply at 7)

Foster

EX1006, [0078] (cited Reply at 7)
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Reply

’609 Paper 25 at 9

SFI’s Sur-reply

Paper 33 at 10-11

’609 Ground 2: An obvious VOD implementation of Foster meets SFI’s new construction because the 
processor execute codes to store data in a storage device for later download
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’609 Ground 2: An obvious VOD implementation of Foster meets SFI’s new construction because the 
processor execute codes to store data in a storage device for later download

130

Does Not 
Dispute

SFI’s Sur-reply

Reply

’609 Paper 25 at 15

SFI’s Sur-reply

Paper 33 at 17-18
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Reply SFI’s Sur-reply

EX2014

Paper 33 at 12-13

EX2014, 1 (cited Reply, 9)

’609 Paper 25 at 10

SFI’s Dr. Rubin

’854 EX2033, ¶140 (cited ’609 Reply, 10)

’609 Ground 2: SFI’s “instructions” argument fails also because when Foster’s encrypts content for an 
MPEG “program stream” the processor executes code for storing data in “fixed storage”
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Agenda

132

Orsini Grounds: ’854 Ground 1 (all challenged claims 1-10)

1

2

3

4

5
’116 Ground 4 (independent claim 1 + claims 2-3, 6)

Tajima-Rivest-based Grounds: ’116 Ground 3 (independent claim 9 + claims 10-14)

Foster Ground: ’609 Ground 2 (all challenged claims 1-10)

Tajima-based Grounds: ’116 Grounds 1-2 (independent claim 1 + claims 5-8)

Foster-Hayhurst Grounds: ’116 Ground 5 (independent claims 1 & 9 + claims 2, 5, 11)

’854 Ground 2 (all challenged claims 1-10)

’609 Ground 1 (all challenged claims 1-10)
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Overview of the ’609 & ’854 Petitions’ Grounds

133

GROUND CLAIMS BASIS

1. Orsini (EX1005) 1-10 Obviousness/
Anticipation

2. Foster (EX1006) 1-3, 7-8
4-6, 9-10

102/103
103

GROUND CLAIMS BASIS

1. Orsini 1-10 Obviousness/
Anticipation

2. Foster, Hayhurst (EX1007) 1-10 102/103

’854 Patent

’609 Patent
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’854/’609 Ground 1: The parties’ remaining dispute is narrow – whether a POSA had 
motivation to “further secure” Orsini’s “data chunks” under SFI’s claim scope

’116 Paper 2 at 13
134

1. A method for securely storing a data set, the method 
comprising:

receiving an external key from an external storage system,;

generating a plurality of data chunks based on the data set, such 
that the data set can be reconstructed using at least a minimum 
number of the plurality of data chunks, wherein generating the 
data chunks comprises:

distributing the data set into a plurality of shares, wherein each 
of the shares comprises less than all of the data set,

accessing a plurality of distinct encryption keys,

encrypting each of the shares with a respective one of the 
plurality of distinct encryption keys,

performing an encryption operation based on the external 
key to further secure the plurality of data chunks; and

storing with the plurality of data chunks data indicative of at 
least one of the distinct encryption keys on a plurality of 
different storage devices.

[1PRE]

[1B]

[1B1]

[1D]

[1A]

[1B2]

[1B3]

[1C]

’854 Claim 1

1. A method for securing data, the method comprising:

executing code by a processor to perform:

receiving a first key from a storage system;

generating a plurality of data chunks based on a data set, wherein 
each data chunk of the plurality of data chunks comprises less 
than an entirety of data of the data set, and wherein the data set 
can be reconstructed using at least a minimum number of the 
plurality of chunks;

encrypting each respective data chunk of the plurality of data 
chunks with a respective second key, wherein each of the 
respective second keys are distinct from each other;

performing a cryptographic operation based on the first key 
to further secure the plurality of data chunks; and

storing, in a memory coupled to the processor, at least one data 
chunk of the plurality of data chunks with data indicative of 
at least one of the distinct encryption keys on at least one 
storage device.

[1PRE]

[1B]

[1C1]

[1A]

[1D]

[1F]

[1E]

’609 Claim 1
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1. A method for securely storing a 
data set, the method comprising:

receiving an external key from an 
external storage system;

generating a plurality of data chunks 
based on the data set, such that 
the data set can be reconstructed 
using at least a minimum number 
of the plurality of data chunks, 
wherein generating the data 
chunks comprises:

distributing the data set into a 
plurality of shares, wherein each of 
the shares comprises less than all of 
the data set,

accessing a plurality of distinct 
encryption keys,

encrypting each of the shares with a 
respective one of the plurality of 
distinct encryption keys,

performing an encryption operation 
based on the external key to further 
secure the plurality of data chunks; 
and

storing with the plurality of data 
chunks data indicative of at least 
one of the distinct encryption 
keys on a plurality of different 
storage devices.

[0294] As shown in FIG. 21, this embodiment 
of the present invention shows the steps of the 
process performed by the parser software suite 
on data to store the session master key with the 
parsed data:

[0295] 1. Generating a session master key and 
encrypt the data using RSl stream cipher.

[0296] 2. Separating the resulting encrypted 
data into four shares or portions of parsed data 
according to the pattern of the session 
master key.

[0297] 3. In this embodiment of the method, 
the session master key will be stored along 
with the secured data shares in a data 
depository. Separating the session master key 
according to the pattern of the Parser Master 
Key and append the key data to the encrypted 
parsed data.

[0298] 4. The resulting four shares of data will 
contain encrypted portions of the original 
data and portions of the session master key. 
Generate a stream cipher key for each of the 
four data shares.

[0299] 5. Encrypting each share, then store the 
encryption keys in different locations from the 
encrypted data portions or shares: Share 1 gets 
Key 4, Share 2 gets Key 1, Share 3 gets Key 2, 
Share 4 gets Key 3.

Orsini’854 Patent, Claim 1

[1E]

’854/’609 Ground 1: Orsini renders all challenged claims obvious

135

EX1005, FIG. 21, [0294]-[0299] 
(cited ’854 Petition 11; ’609 Pet., 12)

Orsini
[1PRE]

[1B]

[1B1]

[1A]

[1B2]

[1B3]

[1D]



DEMONSTRATIVE EXHIBIT – NOT EVIDENCEDEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Encrypted by 
public-key

Left Unencrypted

136

’854/’609 Ground 1: The Petition’s argument that it was obvious to use 
a KEK was independent of Orsini’s public-key disclosures

’609 Patent, Claim 1

1. A method for securing data, the method comprising:

executing code by a processor to perform:

receiving a first key from a storage system;

generating a plurality of data chunks based on a data set, wherein 
each data chunk of the plurality of data chunks comprises less 
than an entirety of data of the data set, and wherein the data set 
can be reconstructed using at least a minimum number of the 
plurality of chunks;

encrypting each respective data chunk of the plurality of data 
chunks with a respective second key, wherein each of the 
respective second keys are distinct from each other;

performing a cryptographic operation based on the first key to 
further secure the plurality of data chunks; and

storing, in a memory coupled to the processor, at least one data 
chunk of the plurality of data chunks with data indicative of 
at least one of the distinct encryption keys on at least one 
storage device.

[1PRE]

[1B]

[1C1]-
[1C2]

[1A]

[1D]

[1F]

[1E]

“encrypting… 
data chunks”

“data chunks”

EX1005, FIG. 21 (cited ’854 Pet., 10; ’609 Pet., 11)

Orsini
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’854/’609 Ground 1: The Petition’s argument that it was obvious to use 
a KEK was independent of Orsini’s public-key disclosures

’854 Petition

’854 Paper 2 at 43

Institution Decision Orsini
Encrypted by 

public-key

EX1005, FIG. 21 (cited ’854 Pet., 10; ’609 Pet., 11)

’854 Paper 15 at 38-39 Left Unencrypted
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’609/’854 Ground 1: The Parties’ disputes are narrow

138

• No dispute that Orsini is prior art and discloses all limitations of ’854 claim 1 
and ’609 claim 1 except the “further secur[ing]” limitations (’854, [1C]; ’609 [1E])

• Only dispute is whether a POSA would have had motivation to encrypt 
Orsini’s cleartext (unencrypted) share keys with a conventional KEK
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Orsini (Obviousness): POSAs knew encrypting keys with a KEK added 
additional security beyond what Orsini’s obfuscation provides

139

’609 Paper 25 at 26 (citing EX1106, [sic:] 72);* ’854 Paper 24 at 19 (citing EX1106)

Dr. Bhattacharjee

’609 EX1111, ¶176 (cited POR, 26); ’854 EX1111, ¶193 (cited POR, 19) 

’609 Reply
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Orsini (Obviousness): A POSA would have had motivation to encrypt Orsini’s 
share keys with a KEK because it was conventional and had known benefits

EX1036

’854 EX1036, 1:66-2:4 (cited ’854 Pet., 43; ’609 Pet., 40)

’854 EX1035, 10:42-59 (cited ’854 Pet., 18; ’609 Pet., 40)

EX1035

’854 Petition

’854 Paper 2 at 43; ’609 Pet., 40

Does Not Dispute
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’854/’609 Orsini Ground 1: SFI’s Arguments

SFI argues POSAs would not have had motivation to encrypt Orsini’s share keys 
with a conventional KEK because:

’854 POR, 19-32; ’854 Sur-Reply, 19-26
’609 POR, 17-32; ’609 Sur-Reply, 21-29

Encrypting Orsini's keys would have no benefit in view of Orsini’s 
non-cryptographic obfuscation 

1

2

Encrypting Orsini's keys would have drawbacks in managing and 
securing the KEK

Further securing data based on an encryption key (’854 [1C]; ’609 [1E]) 
was a “missing limitation” 

3
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’854/’609 Orsini (Obviousness): SFI’s arguments fail

’609 Pet., 36-37, 39-40, 42-43; ’609 Reply, 18-30
’854 Pet., 39-40, 43-45; ’854 Reply, 16-29

The cryptographic protection of a KEK is independent of and non-
redundant with Orsini’s non-cryptographic obfuscations

1

2

Managing KEKs was well-known and conventional in the prior art

Encrypting keys with a KEK was not missing in the prior art; it was well-
known and conventional

3
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’854/’609 Orsini (Obviousness): SFI’s Argument #1 (“missing limitation”) fails because 
encrypting keys with a KEK is not a missing limitation in the prior art 

143

Reply

’854 Paper 24 at 21-22
’609 Reply, 23

SFI’s POR

’854 Paper 21 at 19-20; 
’609 POR, 18SFI’s Sur-Reply

DOES NOT DISPUTE
’854 Paper 32 at 19-26;
’609 Sur-Reply, 21-29

“In Arendi, the Board relied on nothing more than conclusory statements and unspecific expert testimony in finding that it would have been 
common sense to supply a limitation that was admittedly missing from the prior art. Conversely, here the Board relied on expert evidence, which was 
corroborated by Hua, in concluding that pipelining was not only in the prior art, but also within the general knowledge of a skilled artisan.”

Koninklijke Philips N.V. v. Google LLC, 948 F.3d 1330, 1339 (Fed. Cir. 2020) (cleaned up) (cited ’854 Reply, 22; ’609 Reply, 24)

“That the proposed combination of James and POH—rather than one of the individual references—discloses the disputed claim limitations 
does not defeat the Board's conclusion of obviousness….[I]t is sufficient that a person of ordinary skill in the art would have been motivated to 
combine the prior art in a way such that the combination discloses the claim limitations.”

Fleming v. Cirrus Design Corp., 28 F.4th 1214, 1222 (Fed. Cir. 2022) (cited ’854 Reply, 22; ’609 Reply, 24)
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’854/’609 Orsini (Obviousness): SFI’s Argument #1 (“missing limitation”) fails because using a 
KEK to encrypt keys was conventional and had well-known benefits

Dr. Rubin

144

Cited ’854 Pet. 43; ’854 Reply, 18, 21-22; 
’609 Pet., 40; ’609 Reply, 20-21

’854 Reply

’854 Paper 24 at 18; ’609 Reply, 20

EX1087, [0017], [0020] 
(cited ’854 Reply, 18; ’609 Reply, 20)

Additional Corroborating Evidence

EX1112, [0025], [0027[ (cited ’854 Reply, 18; ’609 Reply, 20)

EX1087 EX1112

EX1035 EX1037 EX1080EX1036 EX1086 EX1088 EX1106
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’854/’609 Orsini (Obviousness): SFI’s Argument #2 (“no benefits”) is contradicted by SFI’s own 
argument and SFI’s own expert

’854 EX2033, ¶41 (cited ’854 Reply, 18; ’609 Reply, 20)

SFI’s Expert Dr. Rubin
’854 POR

’854 Paper 21 at 21-23; ’609 Reply, 20-22

*   *   *

SFI’s ’116 Sur-Reply

’116 Paper 29 at 5
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’854/’609 Orsini (Obviousness): SFI’s Argument #2 (“no benefits”) fails because SFI’s expert 
admits that Orsini does not protect a dataset when “an attacker has access to all of the shares”

’854 EX1099, 138:6-18 (cited ’854 Reply, 18; ’609 Reply, 21)

SFI’s Expert Dr. Rubin

Q. What does it mean by a "rogue employee"?

A. Somebody that's trying to bypass the security of the system or that's 
willing to break the rules.

Q. But it's someone who has access to the system, but is trying to 
break it?

A. Well, employees in general have more access to systems than people 
who don't work at a facility. And I think this is referring to the idea 
one of the threats that is mentioned in the patent, that even a rogue 
employee with physical access needs to be protected against.

’854 EX1099, 155 (cited ’854 Reply, 17; ’609 Reply, 19)

Q. Does the non-cryptographic step violate Kerckhoffs's Principle?

A.  Kerckhoffs's Principle basically says that you should not put your 
security in anything other than the keys. And so obfuscating --
performing an obfuscation is a -- is not putting the protection in the 
keys, so I would say this does not on its own provide security --

’854 EX2033, ¶41 (cited ’854 Reply, 18; ’609 Reply, 20)
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’854/’609 Orsini (Obviousness): SFI’s Argument #2 (“no benefits”) fails because SFI’s own expert admits 
that, unlike a KEK, Orsini’s “obfuscation” “does not on its own provide security”

’854 EX1099, 24 (cited ’854 Reply, 23; ’609 Reply, 26)’854 EX1099, 154 (cited ’854 Reply, 23; ’609 Reply, 21)

’854 EX1099, 155 (cited ’854 Reply, 17; ’609 Reply, 19)

Q. So back to your page 25 of your '854 declaration. So 
that's a non-cryptographic obfuscation, correct?

A. It's a non-cryptographic step, and it's an 
obfuscation, yes.

Q. Would a person skilled in the art think that is a 
computationally intense obfuscation?

A. I don't think that the step would be 
computationally intensive.

Q. And I think, as we talked about before, it's simple 
math, right?

A. I don't even think it's really involving a lot of 
math. You're just putting something with other 
things and not putting it with other things.

Q. Does the non-cryptographic step violate 
Kerckhoffs's Principle?

A.  Kerckhoffs's Principle basically says that you 
should not put your security in anything other than 
the keys. And so obfuscating -- performing an 
obfuscation is a -- is not putting the protection in 
the keys, so I would say this does not on its own 
provide security --

Q. And how long do you think it would take a person 
of skill to write out those combinations if there’s 
four shares and four keys?

A. Four shares, it wouldn't take long.

SFI’s Expert Dr. Rubin
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’854/’609 Orsini (Obviousness): SFI’s Sur-Reply “security” argument fails because SFI’s own 
expert admits that Orsini’s obfuscation “cannot protect a data set if an attacker has access to all 
of the share”

Dr. Rubin

Corroborating evidence cited 
in Petitions and Replies

EX1080

EX1035 EX1037EX1036

EX1086 EX1088

EX1106 EX1017

EX1093 EX2003

’854 EX2033, ¶41 (cited ’854 Reply, 18; ’609 Reply, 20)

SFI’s Expert Dr. Rubin’609 Sur-Reply

’609 Paper 33 at 26-27; ’854 Sur-Reply, 24-25 ’854 Pet., 43; ’854 Reply, 18-19
’609 Pet. 40, ’609 Reply, 20-21
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’854/’609 Orsini (Obviousness): SFI’s Argument #3 (“key management”) fails because using and 
managing KEKs was well-known and conventional, as corroborated by multiple references

’609 Reply

Dr. Rubin

Evidence cited in 
Petitions and Replies

EX1080

EX1035 EX1037EX1036

EX1086 EX1088

EX1106 EX1017

EX1093

’609 Paper 25 at 27-28; ’854 Reply, 20-22

EX2003

’609 Paper 25 at 20-22; 
’854 Paper 32 at 25-26

“[I]t is a commonplace fact that design decisions entail making 
tradeoffs among multiple objectives. Allied Erecting and 
Dismantling Co. v. Genesis Attachments, LLC, 825 F.3d 
1373, 1381 (Fed. Cir. 2016) (‘A given course of action often 
has simultaneous advantages and disadvantages, and this 
does not necessarily obviate motivation to combine.’).”

Corephotonics, Ltd. v. Apple Inc., 2021 WL4944471, at *6 
(Fed. Cir. Oct. 25, 2021) (cited ’609 Reply, 18; ’854 Reply, 13)

SFI’s Sur-Reply

DOES NOT 
DISPUTE
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Agenda

150

Orsini Grounds: ’854 Ground 1 (all challenged claims 1-10)

1

2

3

4

5
’116 Ground 4 (independent claim 1 + claims 2-3, 6)

Tajima-Rivest-based Grounds: ’116 Ground 3 (independent claim 9 + claims 10-14)

Foster Ground: ’609 Ground 2 (all challenged claims 1-10)

Tajima-based Grounds: ’116 Grounds 1-2 (independent claim 1 + claims 5-8)

Foster-Hayhurst Grounds: ’116 Ground 5 (independent claims 1 & 9 + claims 2, 5, 11)

’854 Ground 2 (all challenged claims 1-10)

’609 Ground 1 (all challenged claims 1-10)
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Overview of the ’116 Petition’s Grounds

151

GROUND CLAIMS BASIS

1. Tajima (EX1105) 1, 5-8 102/103

2. Tajima, Foster (EX1106) 1-2, 9, 11-14 103

3. Tajima, Rivest (EX1034) 9-14 Obviousness

4. Tajima, Rivest, Shyu (EX1016) 1-3, 6 Obviousness

5. Foster, Hayhurst (EX1007) 1-2, 5, 9, 11 103
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’116 Grounds 3-4: Google’s constructions of 
“transform” / “transforming” and “data indicative …”

A method for securing a data set, 
the method comprising:

distributing the data set into a 
plurality of data chunks, wherein 
none of the data chunks are, by 
themselves, sufficient to 
reconstruct the data set;

encrypting each of the data chunks 
with a respective one of a plurality 
of encryption keys;

obfuscating each of the plurality of 
different encryption keys; and;

separately storing each data chunk 
of the plurality of data chunks 
together with one of the plurality 
of obfuscated different encryption 
keys on a plurality of different 
storage devices.

’116 Patent, Claim 1

[1PRE]

[1B]

[1C]

[1D]

[1A]

2. The method of claim 1, wherein 
obfuscating each of the plurality 
of different encryption keys 
comprises performing a 
transform on data indicative of 
at least one of the plurality of 
different encryption keys.

3. The method of claim 2, wherein 
performing a transform on data 
indicative of at least one of the 
plurality of different encryption 
keys comprises performing an 
all-or-nothing transform on the 
data indicative of at least one of 
the plurality of different 
encryption keys.

’116 Patent, Claims 2-3

9. A method for securing a data set, 
the method comprising:

distributing the data set into a 
plurality of data chunks, wherein 
none of the data chunks are, by 
themselves, sufficient to 
reconstruct the data set;

encrypting each of the data chunks 
with a respective one of a plurality 
of encryption keys;

transforming each of the plurality 
of different encryption keys; and

separately storing each data chunk 
of the plurality of data chunks 
together with one of the plurality 
of transformed different 
encryption keys on a plurality of 
different storage devices.

’116 Patent, Claim 9

[1PRE]

[1B]

[1C]

[1D]

[1A]

EX1042, 5-7, 8-9; EX1043, 3-4, 5-6 (cited ’116 Pet., 47, 50)  

“transform” / “transforming”

Google SFI

Changing without 
the use of a 
secret key the bits 
of a key / data 
indicative of a key

No construction 
necessary
Alternatively: 
“changing the 
form”

Claim Constructions
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’116 Grounds 3-4: Using Rivest’s AoNT to transform Tajima’s “key information” 
based on Tajima’s public key 

’116 Paper 2 at 47

’116 Petition

Encryption Encrypted 
Transformed data

key
information

AoNT
Input

transformed 
key info

AoNT
Output

AoNT
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’116 Ground 3: The Parties’ disputes are narrow

154

• No dispute that Tajima-Rivest meets challenged claims 9-14

• Only dispute concerns whether POSAs had motivation to add 
Rivest’s AoNT to Tajima
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’116 Ground 3: SFI’s arguments fail because they assume an attacker knew that AoNT would be used and 
which public key would be input to the AoNT algorithm, which are kept secret in Tajima-Rivest

155

’116 Paper 17 at 28-29

’116 Paper 21 at 28-29

EX1001, 77:37-42 
(cited Pet., 3-4)

SFI’s Sur-reply

DOES NOT 
DISPUTE

ReplySFI’s POR

’116 Patent

’116 Paper 29 at 10

SFI’s Sur-reply
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’116 Grounds 3-4: SFI alleges AoNT causeses “error-propagation” but Rivest teaches that 
ways to minimize error propagation were already known to POSAs

’116 Paper 17 at 31

SFI’s POR

Koninklijke Philips N.V. v. Google LLC, 948 F.3d 1330, 1337 (Fed. Cir. 2020) (cited ’609 Reply, 24; ’854 Reply, 22) (quoting 35 U.S.C. §103) (pre-AIA)

“Although the prior art that can be considered in inter partes reviews is limited to patents and printed publications, it does not 
follow that we ignore the skilled artisan’s knowledge when determining whether it would have been obvious to modify the prior art. 

’116 Paper 29 at 11

SFI’s Sur-Reply

’116 EX1111, ¶51 (cited ’116 Reply, 19-20)

Dr. Bhattacharjee
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Overview of the ’116 Petition’s Grounds

158

GROUND CLAIMS BASIS

1. Tajima (EX1105) 1, 5-8 102/103

2. Tajima, Foster (EX1106) 1-2, 9, 11-14 103

3. Tajima, Rivest (EX1034) 9-14 Obviousness

4. Tajima, Rivest, Shyu (EX1016) 1-3*, 6 Obviousness

5. Foster, Hayhurst (EX1007) 1-2, 5, 9, 11 103

* Only Ground that covers dependent claim 3, but SFI raises no arguments specific to claim 3
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’116 Ground 4: A POSA would have had motivation to use Shyu’s variable-encryption 
technique to add security to Tajima-Rivest

159

’116 EX1016, 3:56-59 (cited Pet., 48-49)

’116 Petition Shyu

’116 Paper 2 at 48-49
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Tajima-Rivest-Shyu

’116 Ground 4: A POSA would have had motivation to use Shyu’s variable-
encryption technique to add security to Tajima-Rivest

160

’116 Paper 2 at 49

’116 Petition

’116 EX1005, FIG. 13 (cited ’116 Pet., 19-21)

Tajima

Second
Encryption 
Algorithm

Encrypted
Fragment YFragment Y

First
Encryption 
Algorithm

Encrypted
Fragment XFragment X

Fragments 
encrypted by 
different keys 
using different 

algorithms

Shyu

’116 EX1016, 3:56-59 (cited Pet., 48-49)
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’116 Ground 4: The Parties’ Disputes Are Narrow

161

• No disputes that Tajima-Rivest meets challenged claims 9-14

• Only dispute concerns whether POSAs had motivation to add 
Shyu’s variable-encryption technique to Tajima-Rivest​
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’116 Ground 4: Even if SFI were correct that Shyu’s violates Kerckhoff’s Principle 
(Shyu does not) SFI’s own expert admits “Kerckhoff’s Principle” is just “a guideline”

162

SFI’s POR SFI’s Dr. Rubin

’116 EX1099, 155-156 (cited Reply, 20)
’116 EX1016, 3:56-59 (cited Pet., 48-49)

’116 Paper 17 at 32-34

*   *   *

Q. Does the non-cryptographic step violate 
Kerckhoffs's Principle?

A. Kerckhoffs's Principle basically says that you should not 
put your security in anything other than the keys. And so 
obfuscating -- performing an obfuscation is a -- is not 
putting the protection in the keys, so I would say this 
does not on its own provide security --

Q. Okay.

A. -- based on Kerckhoffs.

Q. Does Kerckhoffs say that -- let me take us back. So 
Kerckhoffs's Principle says you should not put security in 
anything other than the keys, correct?

A. That's part of it. It also says your algorithms should be 
public, and the attacker should know exactly what 
you're doing, and you should still be secure if your keys 
are secure.

Q. Does Kerckhoffs's Principle say you cannot use security that 
isn't based on a key?

A. Kerckhoffs's Principle doesn't say you can or can’t do 
anything. It says that as a guideline, you should put 
your security in the keys and not in the hiding of 
your algorithms.

Shyu
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’116 Ground 4: SFI’s argument fails because the protection in Shyu comes from using different secure 
algorithms on different pieces of data, not the secrecy of which algorithm is used on which piece of data

163

SFI’s Sur-reply

’116 EX1016, 1:24-29 (cited Pet., 48-49)EX1036

Shyu

’116 EX1046, [0008]-[0009] (cited Pet., 48)

Second
Encryption 
Algorithm

Encrypted
Fragment YFragment Y

First
Encryption 
Algorithm

Encrypted
Fragment XFragment X

’116 Sur-reply, 21

STILL
SECURE

BROKEN
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’116 Ground 4: SFI’s Exhibit 2010 recognizes that using different encryption algorithms 
on different pieces of data provides security

164

EX2010

’116 EX2010, 357 (EX2010 cited ’116 POR, 6)

’116 EX2010, 367 (EX2010 cited ’116 POR, 6)
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ADDITIONAL SLIDES

165
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A Petition is not required to demonstrate a reference is analogous art; 
a Petitioner can respond to a POR’s analogous art challenge in the Reply

“A petitioner is not required to anticipate and raise analogous art arguments in its petition; 
instead a petitioner can use its reply to ‘respond to arguments raised in the corresponding 
opposition, patent owner preliminary response, patent owner response, or decision on 
institution.’ See 37 C.F.R. § 42.23.”

Sanofi-Aventis Deutschland GmbH v. Mylan Pharms. Inc., 66 F.4th 1373, 1379 (Fed. Cir. 2023) (cited ’854 Reply, 2)

“[A] reference can be analogous art with respect to a patent even if there are significant 
differences between the two references. Indeed, there will frequently be significant 
differences between a patent and a reference from a different field of endeavor. But it 
does not follow that such a reference is, for that reason alone, not reasonably pertinent 
to one or more problems to which the claimed invention relates.… The relevant question 
is whether a PHOSITA would reasonably have consulted the reference in solving the 
relevant problem.… [I]f the two references have pertinent similarities such that [prior art 
reference] Mullen is reasonably pertinent to one or more of the problems to which the 
’023 patent pertains, then Mullen is analogous art.

Donner Tech., LLC v. Pro Stage Gear, LLC, 979 F.3d 1353, 1361 (Fed. Cir. 2020) (internal quotation marks and citations omitted)
(cited ’854 Sur-Reply, 4)
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SFI’s Expert Admits Tajima’s FIG. 13 Shows “Key Information”

’116 EX1099, 172-173 (objections omitted) 
(responsive to ’116 Sur-Reply, 14) 

SFI’s Dr. Rubin

Q. So let me ask again.  In Figure 13 there’s encrypted 
personal information and key information on the 
key that was used in encrypting the personal 
information, correct?

A.  I'm sorry.  Go ahead, Nate.

Q. And the key information of that first key is shown 
by the two hash marks in Figure 13, correct?

A.     When you say the two boxes that are shaded?

Q. Yes.

A. That represents information about the key that 
was used to encrypt the personal information.

Q. And if you look to Figure 11, it has a very similar 
figure, and it calls those two boxes key information.  
Do you see that?

A. Yes.

Q. And Figure 13, it's just left out that label.  Do you 
see that?

A. The label is not there.

Q. Right. But the key information is what those two 
hash marks are in Figure 13, correct?

A. I think that's what is explained in the text, and I 
believe that's the case.
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“As in Arendi, the limitation at issue here is not unusually simple, and the technology is not particularly straightforward. 
The '290 patent devotes the bulk of its written description to the complex communications protocol that enables the 
claimed ‘low duty cycle” mode of operation. … [T]he question of whether a transmitter is “energized in low duty cycle 
RF bursts” is not an easy one. The missing limitation, moreover, plays a major role in the subject matter claimed… [A] 
stated object of the patent is for this server to have ‘extremely low power consumption.’ The '290 patent explains that 
the low duty cycle pulsed mode of operation is critical to achieving this goal.”

DSS Tech. Mgmt., Inc. v. Apple Inc., 885 F.3d 1367, 1375 (Fed. Cir. 2018) (citations and quotation marks omitted) (cited ’116 POR, 6; ’609 POR, 18; ’854 POR, 20)

Koninklijke Philips N.V. v. Google LLC, 948 F.3d 1330, 1337-38 (Fed. Cir. 2020) (cited ’609 Reply, 24; ’854 Reply, 22)

“First, Philips argues…§ 311(b) prohibits use of general knowledge to supply a missing claim limitation in an inter partes 
review. We disagree.… Here, Google properly alleged that although SMIL 1.0 did not disclose each and every element 
of the claimed invention, the differences between the claimed invention and SMIL 1.0 are such that the claimed 
invention would have been obvious to a person having ordinary skill in the art when considering SMIL 1.0. In particular, 
Google properly alleged that a skilled artisan would have known about pipelining and been motivated to combine 
pipelining with SMIL 1.0.”

Koninklijke Philips N.V. v. Google LLC, 948 F.3d 1330, 1337-38 (Fed. Cir. 2020)

“Because [prior art references] Oinonen and Whitley disclose the environmental devices and commands, it does not 
avail [] to complain that [reference] Menard does not. The Board did not rely on either common sense or ordinary 
creativity to supply any missing environmental teaching, but rather pointed to the Oinonen and Whitley 
references.”
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’854 EX1035, 10:42-59 (cited ’854 Pet., 18; ’609 Pet., 40)
’116 EX1022 (cited ’116 Pet., 33)

’854 EX1035 ’854 EX1036

’854 EX1036, 1:66-2:4 (cited ’854 Pet., 43; ’609 Pet., 40)
’116 EX1021 (cited ’116 Pet., 33-34)

’854 EX1037, [0020] 
(cited ’854 Reply, 18; ’609 Reply, 20)

’854 EX1087

’854 EX1112
’854 EX1112, [0027] 
(cited ’854 Reply, 18; ’609 Reply, 20)
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Like SFI’s patents, Orsini relies on existing encryption standards that 
included KEKs and key-management systems for KEKs

’609 EX1005, [0107] (cited ’609 Pet. 22; ’854 Pet. 20)
See also ’116 patent, 19:13-34; ‘854 patent, 18:46--67; ’609 patent, 

18:46--67

Orsini

’609 EX1005, [0378] 
(cited ’609 Pet. 44; 
’854 Pet. 46)
See also 
’116 patent, 19:13-34; 
‘854 patent, 18:46--67; 
’609 patent, 18:46--67

EX1094

EX1090

EX1005
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“When several prior art references are combined a claimed invention is not obvious unless a person having ordinary skill in the art would have been 
motivated to combine the references. The important inquiry is whether an ordinarily skilled artisan is able to recognize, based on her background 
knowledge, a technique's potential to improve the device and be able to apply the technique.  This court has previously held that a challenger need 
not prove that there was a known problem with the prior art in order to demonstrate that there was a motivation to combine prior art references. 

Arctic Cat argues that the Board misapplied the law by requiring Arctic Cat to prove that there was a known problem in the prior art. However, the 
Board did not misapply the law here. Arctic Cat argued to the Board that there were problems with the Sunsdahl reference that could be improved 
through modifying Sunsdahl with Suzuki and Brown. Arctic Cat claimed that there was a blockage problem with the Sunsdahl air inlets and that 
Sunsdahl's air intake was open to the sky, creating a problem with rain and snow ingestion. The Board rejected these arguments because Arctic 
Cat failed to prove that these alleged problems with Sunsdahl existed such that a skilled artisan would been motivated to combine Sunsdahl with 
the other prior art to overcome those alleged problems. In this case, Arctic Cat tried to create a problem with the prior art in hopes of creating a 
motivation to combine references, but it failed. Although a challenger to a patent is not required to prove there was a known problem with the prior 
art the Board did not misapply the law by requiring Arctic Cat to prove the facts that it alleged. Arctic Cat's case was doomed when it failed to prove 
the premise it offered for combining Sunsdahl with Suzuki.

Arctic Cat also argues that the Board improperly required it to explain how drawbacks of that combination would be overcome. The relevant inquiry 
is whether or not a person having ordinary skill in the art would be motivated to combine references despite drawbacks that the combination might 
present. The Board must weigh the benefits and drawbacks of the modification against each other, to determine whether there would be a 
motivation to combine.

The Board stated that Arctic Cat failed to explain how the drawbacks of the modifications would be overcome, rather than weighing the benefits and 
drawbacks of the modifications against each other. However, the Board also made factual findings regarding the benefits and drawbacks of 
modifying Sunsdahl with Suzuki. The Board found that the air inlets of Sunsdahl were not open to the sky as Arctic Cat claimed, and therefore 
moving the inlets to the side did not provide Arctic Cat's alleged benefits of preventing inlet blockage or rain and snow ingestion. The Board further 
found Arctic Cat's expert evidence supporting these claimed benefits of moving the air inlets to be unpersuasive.

Additionally, the Board found that the modification of Sunsdahl with Suzuki would be unlikely to reduce noise and vibration due to the longer ducts 
that would be required to place the inlet on the side of the vehicle.”

Arctic Cat Inc. v. Polaris Indust. Inc.

172
Arctic Cat Inc. v. Polaris Indust. Inc., 795 Fed. Appx. 827, 832-33 (Fed. Cir. 2019 (cleaned up) (cited ’116 Sur-Reply, 20)
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Dr. Bhattacharjee

EX2046, 39-42 (EX2046 cited ’116 Sur-reply, 2; 
’609 Sur-reply, 24; ’854 Sur-reply, 2)

Q. So in paragraph 51 do you see where it says, “As indicated above, the DRMS fails to 
provide synchronized” -- sorry – “provide synchronized delivery of the content with the 
keys used to encrypt the content.” Do you see that?

A. I do see that.

Q. In that sentence, would it be fair to say “the DRMS” refers to the DRMS depicted in 
Figure 1?

A. I think if it’s showing -- it is talking about a way the DRMS can fail to synchronize 
delivery of content. But the goal of Foster is to take systems such as this and enable 
the synchronization along with other things that Foster teaches. And if we take a 
look at, for instance, the end of paragraph 48, Foster says that “previous systems 
failed to provide such synchronized transmission. Moreover, by synchronously 
transmitting the title key with the encrypted content, the present invention 
maintains compatibility and compliance with current front-end and back-ends 
standards.” And so the systems that are being shown in Figure 1 and Figure 2 are 
compatible with Foster, but Foster shows how in some wats they can be changed. 

Q. What is a front-end standard?

A. It depends on the context. But the front-end standard can refer to the processing 
that is done at the recipient as defined by Foster.

Q. And what is a back-end standard?

A. The back-end standard, again, depends on context. But the back-end standard 
would be, for instance, as an example, the systems and techniques that are used, for 
instance, to store, encrypt, and transmit through a front end.

Q. When you say “front end,” what are you referring to?

A. Yeah, one system’s front end could be another system’s back 
end and so on. So we have to take a look at the context in 
which these words are being used. But in general, a front end 
can be a recipient in Foster, and the back end, 
correspondingly, depending on perspective, would be the set of 
systems that are used to transmit data to the front end.

Q. Is DRMS a standard?

A. “DRMS” is a broad term. There are standards for DRMS. For 
instance, again, going back to DVDs, there is a DRMS 
standard called CAS that encrypts contents of DVDs. That’s 
one standard. But by itself, “DRMS” is a broad term that just 
refers to techniques for digital rights management. 

Q. Does Figure 1 depict a DRMS that fails to provide synchronized 
delivery of the content with the keys used to encrypt the content?

A. Figure 1 is a schematic of a system that implements DRMS. 
And that system may or may not do synchronized delivery of 
keys with content. Foster describes how such a system could 
be used to synchronize delivery, but it doesn’t have to always 
synchronize delivery of keys with content in such a system at 
that level of abstraction.
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’609 Patent

’609 EX1001, 77:11-15 (cited ’854 POR, 20; ’609 POR, 19)
’609 EX1001, 79:60-65 (cited ’854 POR, 20; ’609 POR, 19)

Orsini

’609 EX1005, [0389]-[0394] (cited ’609 Pet., 18-19); see Pet., 9 
(demonstrating same disclosure in ’609 patent) (citing EX1010)

*   *   *



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 175

’116 Ground 1: Tajima’s personal information has “data portions” that 
are distributed into two “data fragments” (the claimed “data chunks”)

“personal information”

Tajima

’116 EX1005, FIG. 13 (annotated)
(cited ’116 Pet., 16-22)

“data portion”

“data fragment”
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Reply

’854 Reply, 5-6; 
’116 Reply, 23-24
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’116 POR

’116 Paper 17 at 54-55

’116 Paper 17 at 55

’116 POR

’116 POR

’116 Paper 17 at 58
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Life Spine, Inc. v. Globus Med., Inc., IPR2022-01599, Paper 39 at 24 n.10 (FWD) (PTAB)

“Patent Owner asserts that Petitioner’s Reply brief “presents new evidence 
and arguments beyond the scope of a proper reply” and “[t]he Board should 
refuse to consider” it. Sur-reply 9–10. This generic objection to the entire 
Reply fails to provide adequate notice regarding which of Petitioner’s theories 
and arguments Patent Owner contends are allegedly new and improper. See, 
e.g., Rembrandt Diagnostics, LP v. Alere, Inc., 76 F.4th 1376, 1383 (Fed. Cir. 
2023) (rejecting generic objection to alleged new theories in reply as failing to 
provide adequate notice of which theories are allegedly new). Accordingly, we 
reject Patent Owner’s request that we “refuse to consider” the entirety of the 
Reply. Where Patent Owner’s Sur-reply raises more particularized complaints 
regarding Petitioner’s allegedly improper new arguments, we address those 
complaints as appropriate below.

Life Spine, Inc. v. Globus Med., Inc., IPR2022-01599, Paper 49 at 45 (FWD) (PTAB)

“Mr. Hatch’s testimony in paragraphs 53–55 is persuasive to support the 
argument for which Petitioner cites them and the mere fact that Mr. Hatch 
provides additional detail to support that argument does not amount to an 
improper incorporation by reference. Indeed, expert testimony is generally 
more persuasive when it does not merely parrot the arguments in the briefs, 
but provides additional detail supporting the argument for which it is cited, as 
it does here.”

“Patent Owner asserts that Petitioner’s Reply “exceeds the proper scope of 
reply by explaining its protrusion theory for the first time via lengthy new 
testimony (Ex. 1072 ¶¶ 122–131), despite Mr. Drewry’s original declaration 
never referencing the issue.” Sur-reply 27 (citing Ex. 1002 (Drewry Decl.) ¶¶ 
461–66). We disagree. We find that Petitioner’s discussion of the protrusion 
problem is both a permissible expansion on its arguments made in the 
Petition, and response to Patent Owner. See Corephotonics, Ltd. v. Apple 
Inc., 84 F.4th 990, 1008 (Fed. Cir. 2023) (“‘there is no blanket prohibition 
against the introduction of new evidence during an IPR,’ provided it is an 
‘expan[sion] on and . . . fair extension of . . . [a] previously raised . . . 
argument’ and has a ‘nexus’ (and is therefore responsive) to an argument 
made by the patent owner or the Board”) (quoting Rembrandt Diagnostics, 76 
F.4th at 1384–85) (alterations in original). The Petition identifies a concern 
with the actuator “stick[ing] out the far end of the central ramp,” and Mr. 
Drewry’s original declaration stated that the combination would “allow a 
surgeon to use a shorter actuator.” Pet. 109; Ex. 1002 (Drewry Decl.) ¶ 462. 
As we discuss above, in attempting to rebut Petitioner’s argument, Patent 
Owner misdescribed Petitioner’s proposed combination. Under the 
circumstances here, we find that Petitioner’s Reply and Mr. Drewry’s Reply 
declaration appropriately elaborate on the Petition and respond to Patent 
Owner’s counterarguments related thereto.

Life Spine, Inc. v. Globus Med., Inc., IPR2022-01599, Paper 39 at 95 n.20 (FWD) (PTAB)
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In re Gurley, 27 F.3d 551, 554 (Fed. Cir. 1994) (responsive to, e.g., ’116 Sur-Reply, 14; ’609 Sur-Reply, 26-30; ’854 Sur-Reply, 19-26)

“The facts in Gurley's record are that this use of epoxy was 
known, the structure of these circuit boards was known, 
and epoxy had been used for Gurley's purpose. We share 
Gurley's view that a person seeking to improve the art of 
flexible circuit boards, on learning from Yamaguchi that 
epoxy was inferior to polyester-imide resins, might well be 
led to search beyond epoxy for improved products. 
However, Yamaguchi also teaches that epoxy is usable 
and has been used for Gurley's purpose. The Board 
recognized Yamaguchi's teaching of the deficiencies of 
epoxy-impregnated material, but observed that Gurley did 
not distinguish his epoxy product from the product 
described by Yamaguchi. On the facts of this case, 
Gurley's “teaching away” argument was insufficient to 
establish patentability. Gurley did not offer specific 
epoxies, or improved properties, and we are not 
presented with the question of whether any such products 
might meet the requirements of patentability. Even 
reading Yamaguchi's description as discouraging use of 
epoxy for this purpose, Gurley asserted no discovery 
beyond what was known to the art.”

In re Fulton, 391 F.3d 1195, 1201 (Fed. Cir. 2004)
(responsive to, e.g., ’116 Sur-Reply, 14; ’609 Sur-Reply, 16-21, 26-30; ’854 Sur-Reply, 7-9)

“Appellants argue that “the prior art disclosed alternatives 
to each of the claimed elements A [the perimeter], B [the 
shape of the surface], and C [the orientation of the 
surface]. Choosing one alternative necessarily means 
rejecting the other, i.e., following a path that is ‘in a 
divergent direction from the path taken by the applicant.’ ” 
This interpretation of our case law fails. The prior art's 
mere disclosure of more than one alternative does not 
constitute a teaching away from any of these alternatives 
because such disclosure does not criticize, discredit, or 
otherwise discourage the solution claimed in the '198 
application. Indeed, in the case cited by appellants, In re 
Gurley, we held that the invention claimed in the patent 
application was unpatentable based primarily on a prior 
art reference that disclosed two alternatives, one of which 
was the claimed alternative. Accordingly, mere disclosure 
of alternative designs does not teach away.”
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’854 EX2003, ¶83 (cited DI at 17) (annotated); see also ’854 EX2044 at 17;
’609 EX2003, ¶83 (cited DI at 17) (annotated); see also ’609 EX2044 at 17

SFI’s Dr. Rubin
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