
From: Elliott, Stephen J. <elliotts@sullcrom.com>  
Sent: Thursday, March 14, 2024 12:36 PM 
To: Trials <Trials@USPTO.GOV> 
Cc: *SFI_PTAB <SFI_PTAB@sullcrom.com>; EHunt-PTAB@WolfGreenfield.com; GNieberg-
PTAB@WolfGreenfield.com; Nathan R. Speed <Nathan.Speed@WolfGreenfield.com>; Elisabeth H. Hunt 
<Elisabeth.Hunt@WolfGreenfield.com> 
Subject: RE: IPR2024-00214, -00215 (Google v. SFI): Request for Reply to POPR 

CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before 
responding, clicking on links, or opening attachments. 

Dear Honorable Board: 

Patent Owner objects to Pe��oner’s request, which contains improper argument and which 
was sent without concluding the meet and confer process.  I atach the email thread between 
the par�es which sets out the record.  Pe��oner has, without authoriza�on, submited their 
addi�onal arguments in the form of a purported request for leave to submit those addi�onal 
arguments.  This is improper and a viola�on of the rules.  See, e.g., Polygroup Ltd. v. Willis Elec. 
Co., Ltd., IPR2016-01610, Paper 39, 3 (PTAB Feb. 27, 2017) (“Email correspondence between 
the par�es and the Board is for administra�ve purposes only” and “must not include 
arguments”).  Patent Owner objects to this submission and to Pe��oner’s purported request 
for leave to submit these addi�onal arguments, which merely rehash issues already argued to 
the Board in the Pe��on and Patent Owner’s Preliminary Response and argues only that Patent 
Owner’s arguments allegedly “mischaracterize” facts and law.  No good cause is shown for any 
further briefing on any of these foreseeable arguments.  See, e.g., Dell Inc. v. Neo Wireless LLC, 
IPR2021-01468, Paper 10, 3 (PTAB Jan. 27, 2022) (denying pe��oner’s request for post-POPR 
briefing) (“The Board rou�nely determines whether a party mischaracterizes the asserted 
references or the other party’s arguments without the need for addi�onal 
briefing.”).  Pe��oner made or could have made in its original pe��on all of the supplemental 
arguments that it now proposes, and Pe��oner should not be permited to use the Patent 
Owner’s Preliminary Response as a roadmap to re-cra� the Pe��on.  The mo�on for leave 
should be denied. 

Respec�ully submited, 

Stephen J. Elliot 
Sullivan & Cromwell LLP 
212.558.7446 
Counsel for Patent Owner 
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PTAB@WolfGreenfield.com; Nathan R. Speed <Nathan.Speed@WolfGreenfield.com> 
Subject: [EXTERNAL] IPR2024-00214, -00215 (Google v. SFI): Request for Reply to POPR 
 
Honorable Board, 
 
Pe��oner in IPR2024-00214 and -00215 requests a conference call to seek authoriza�on to file a 6-page 
reply to the POPR filed February 28, 2024.  The requested reply would correct mischaracteriza�ons of 
fact and law on four points in the POPRs.  Pe��oner would not oppose Patent Owner being authorized a 
sur-reply of equal length. 
 
Pe��oner atempted to meet and confer with Patent Owner and explained that good cause exists for 
Pe��oner to reply to correct mischaracteriza�ons of fact and law in the POPRs as follows: 

• Patent Owner’s allega�on that “Foster’s defini�on of ‘content,’ which Pe��oner cites, makes no 
men�on of ‘storage’” (-00214 POPR at 39; -00215 POPR at 41; discussing Foster, [0008]) 
mischaracterizes Foster which says the content is used “for…storage by a receiver” ([0008]). 

• Patent Owner’s allega�on that Pe��oner cannot rely on corrobora�ng references as evidence of 
POSAs’ background/general knowledge mo�va�ng modifying Orsini to meet a claim limita�on (-
00214 POPR at 32-33; -00215 POPR at 34-35) mischaracterizes the law, as the Federal Circuit 
explained in both Ariosa (mischaracterized by POPR) and Koninklijke Philips N.V. v. Google LLC, 
948 F.3d 1330, 1337-38 (Fed. Cir. 2020) (Sec�on II of opinion). 

• Patent Owner’s allega�on that the “Board cannot apply” Patent Owner’s claim construc�ons 
that the Pe��on presented as alterna�ves unless Pe��oner has “acquiesced to” those 
construc�ons (-00214 POPR at 53, 62; -00215 POPR at 55, 60) mischaracterizes the law/rules, 
which “do not preclude providing alterna�ve claim construc�ons in a pe��on” (77 Fed. Reg. 
48,460, 48,700 (Aug. 14, 2012); see Hologic (mischaracterized by POPR) at 7).  “The Board…will 
consider statements regarding claim construc�on made by patent owners…filed in other 
proceedings” and “will provide an ini�al claim construc�on determina�on in the ins�tu�on 
decision” (Trial Prac�ce Guide at 48-49) and should assess the Pe��on’s alterna�ve 
unpatentability showing under the construc�on the Board determines is correct. 

• Patent Owner’s allega�on that Orsini’s “obfuscate” step is “non-cryptographic” (e.g., POPR at 8-
9) is a red herring as the Pe��on did not rely on the “obfuscate” step to meet the disputed 
limita�on; and Patent Owner’s allega�on that the Pe��on relies on inherency (POPR at 13-15) 
mischaracterizes the Pe��on, which relies on Orsini’s [0301] statement as evidence of express 
disclosure and/or obviousness of a cryptographic step (-00214 Pet. at 30-37; -00215 Pet. at 33-
40). 

 
Patent Owner responded that it “disagree[s] with [Pe��oner’s] characteriza�on of SFI’s POPR 
arguments” and “do[es] not believe good cause exists for any reply, much less on four different 
issues.”  Patent Owner declined to provide any further posi�on other than alleging that it is “not 
acceptable” for Pe��oner to provide the Board the same explana�on of its request that it provided 
Patent Owner in meet-and-confer. 
 
Counsel for both par�es are available for a conference call on March 20, 21, or 22 during 1-5 PM ET. 
 
Respec�ully submited, 
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This e-mail message and any attachments may contain confidential or privileged information. If you are not the intended 
recipient, please notify me immediately by replying to this message. Please destroy all copies of this message and any 
attachments. Thank you. 

 
 

**This is an external message from: Elisabeth.Hunt@WolfGreenfield.com **  
 

 
This e-mail is sent by a law firm and contains information that may be privileged and confidential. If you 
are not the intended recipient, please delete the e-mail and notify us immediately.  
 
 

[nam02.safelinks.protec�on.outlook.com] 

Elisabeth Hunt 
Pronouns: She/Her 
Shareholder; Co-Chair, Post-Grant Proceedings 
Admited to Prac�ce: Massachusets 
Elisabeth.Hunt@wolfgreenfield.com 
617.646.8443  
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