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U.S. Patent No. 8,550,223

2

Ex. 1001, pg. 1

Ex. 1001, Title

Ex. 1001, Abstract
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U.S. Patent No. 8,550,223: Claims 

3

Ex. 1001, claim 19
Ex. 1001, claim 11

Ex. 1001, claim 1
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Key Features Of  The ’223 Patent: Bottom Out Cup & 
Adjustable Fluid Flow Paths

4

Declaration of Dr. Alexander H. 
Slocum, Ph.D. (Ex. 2010) at ¶ 28

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 2010, ¶ 27 (annotated Fig. 4 of ’223 patent)

POR, 2-7
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’223 Patent: Claims 1, 11, and 19

5

Ex. 1001, 7:39-48

Ex. 1001, 8:61-9:5

Ex. 1001, 8:8-23
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The ’223 Patent Teaches Fluid Flow From the Bottom 
Out Cup to the Compression Chamber

6

Ex. 1001, 5:6-21

Ex. 1001, Fig. 3C (annotated to show fluid flow paths from the 
bottom out cup to the primary compression chamber)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

POR, 2-7
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Overview

7

o Claim construction

• “bottom out cup” 

• “fluid communication from the cup to the compression portion of the chamber”

o Ground I: alleged anticipation based on Nakaya

• Nakaya does not disclose the “damper” limitation of independent claims 1, 11, and 19

• Nakaya does not disclose fluid flow from a bottom out cup to a compression chamber as 
required by independent claims 1 and 19

• Nakaya does not disclose a second fluid flow path as required by claim 13

o Ground II: alleged obviousness based on Chen in view of Deferme

• Chen in view of Deferme does not disclose fluid flow from a bottom out cup to a compression 
chamber as required by independent claims 1 and 19

• Chen in view of Deferme does not disclose the “bottom out piston formed on the moveable 
rod” limitation of independent claim 11

• Chen in view of Deferme does not disclose a second fluid flow path as required by claim 13

• There is no motivation to combine Chen and Deferme
DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPage 7 of 36



Overview (Contd.)

8

o Ground III: alleged obviousness based on Fox ’751 in view of Chen

• Fox ’751 in view of Chen does not disclose fluid flow from a bottom out cup to a compression 

chamber as required by independent claims 1 and 19

• Fox ’751 in view of Chen does not disclose the “bottom out piston formed on the moveable 

rod” limitation of independent claim 11

• Fox ’751 in view of Chen does not disclose a second fluid flow path as required by claim 13

o Ground IV: alleged obviousness based on Fox ’751 in view of Chen, Nakaya, 
and Kodama

• There is no motivation to combine the asserted references

o Ground V: alleged anticipation based on Gartner

• Gartner fails to disclose a “bottom out cup” as required by claims 1, 11, and 19
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Claim Constructions
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Claim Construction: “Bottom Out Cup”

10

o Institution Decision: “we preliminarily construe ‘bottom out cup’ as a ‘cup-
shaped feature configured for providing dampening.’” DI at 14.

o Patent Owner: “The term ‘bottom out cup’ should be construed as a ‘cup-
shaped feature configured for providing dampening only at the end portion of a 
compression stroke.’” PO Sur-reply at 3.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Declaration of Dr. Alexander H. Slocum, Ph.D. (Ex. 2010) at ¶37 POR, 8-11
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Claim Construction: “Bottom Out Cup”

11DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

o Petitioner’s experts and Patent Owner’s expert agree that the “bottom out cup” 
provides dampening only near the end of a compression stroke

Deposition of SRAM’s expert, Mr. Wesling (Ex. 2011), 18:18-19:2

Deposition of SRAM’s expert, Dr. Wang (Ex. 2012), 16:3-19

Sur-Reply, 3-6

Sur-Reply, 4 (quoting testimony by FOX’s expert, Dr. Slocum (Ex. 1020)) 
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Claim Construction: “Fluid Communication From The Cup To 
The Compression Portion Of The Chamber” (Claim 1)

12
Ex. 1001, claim 11

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Declaration of Dr. Alexander H. Slocum, Ph.D. (Ex. 2010) at ¶40

VS
Ex. 1001, claim 1

Sur-Reply, 6-8
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Petitioner’s Ground I: Alleged Anticipation 
Based on Nakaya
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The ’223 Patent Claims Are Not Anticipated By Nakaya

14

G U I DA N C E  I S  P R O V I D E D  
T H R O U G H O U T  T H E  PAT H ,  

N O T  J U S T  AT  S E L E C T  
L O C AT I O N S ,  E . G . ,  AT  

A I RWAY  B I F U R C AT I O N S  

o Petitioner alleges anticipation for claims 1-9, 11-15, 
and 19
• Petitioner asserts Kodama for an obviousness allegation against 

dependent claims 4 and 8
o Nakaya does not anticipate claims 1-9, 11-15, and 19

• Nakaya does not disclose a “damper,” as required by independent 
claims 1, 11, and 19

• Nakaya does not disclose fluid flow from a bottom out cup to a 
compression chamber, as required by independent claims 1 and 19

• Nakaya does not disclose a second fluid flow path between a bottom 
out cup and a primary compression chamber, as required by claim 13

DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPage 14 of 36



Nakaya Does Not Disclose The “Damper” Limitation Of 
Independent Claims 1, 11, And 19

15

G U I DA N C E  I S  P R O V I D E D  
T H R O U G H O U T  T H E  PAT H ,  

N O T  J U S T  AT  S E L E C T  
L O C AT I O N S ,  E . G . ,  AT  

A I RWAY  B I F U R C AT I O N S  

PO Sur-Reply at 10

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

o Nakaya’s prosthetic apparatus is an 
energy storage device, which is 
functionally opposite of a damper. Sur-
Reply 9-11; Ex. 2010, ¶¶ 55-62

o A POSITA would not consider Nakaya’s 
prosthetic apparatus a “damper” 
because dampers dissipate energy to 
cushion impact, which would 
contradict Nakaya’s purpose of energy 
storage and return. Ex. 1005, 1:6-30; Ex. 2010, ¶¶ 
56, 59 

o Nakaya’s prosthetic apparatus is 
essentially a spring, with very minimal 
amount of damping to avoid 
oscillation. Sur-Reply, 10

POR, 12-15, 22-26; Sur-Reply, 9-11

Page 15 of 36



Nakaya’s Prosthetic Device Is Not A Damper

16

Ex. 2010, ¶ 59

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 2010, ¶¶ 55, 56
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o In Nakaya, air flows from compression chamber 821 to 
chamber 822 (alleged “bottom out cup”) during a compression 
stroke (not the other way) 

Nakaya Does Not Disclose Fluid Flow From “Bottom Out Cup” 
To Compression Chamber As Required By Claims 1 And 19

17

Ex. 2010, ¶ 57 (Ex. 1005, annotated Figs. 7-8)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

POR, 27-33; Sur-Reply, 11-12
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Nakaya Does Not Disclose Fluid Flow From “Bottom 
Out Cup” To Compression Chamber

18

Ex. 1005, 9:24-29
Ex. 2010 at ¶ 76

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
PO Sur-Reply at 11-12
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Nakaya Does Not Disclose Fluid Flow From “Bottom 
Out Cup” To Compression Chamber

19

Ex. 2010 at ¶ 64

Deposition testimony of Petitioner’s expert Eric Wang, Ph.D. 
(Ex. 2012) at 124:5-9
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Nakaya Does Not Disclose a Second Fluid Flow Path As 
Required By Claim 13

20

o Claims 11 and 13 of the ’223 patent disclose two separate fluid flow 
paths. Ex. 1001 at 8:8-30

Ex. 1001 at 8:8-23

Ex. 1001 at 8:27-30

Ex. 2013 (Non-Infringement Report of Petitioner’s Expert) at ¶ 168

DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPage 20 of 36



Nakaya Fails to Disclose A Second Fluid Flow Path As 
Claimed In Claim 13
o Petitioner maps the same flow path of Nakaya to the two 

separate flow paths of claims 11 and 13 

21

PO Sur-Reply at 15

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Compare Pet., 46, with Pet., 49 POR, 33-40; Sur-Reply, 12-15
Page 21 of 36



Petitioner’s Ground II: Alleged Anticipation 
of Claims 1-5, 9, 11-15, and 19 by Chen, or 

Obviousness Based on Chen Alone or in 
View of Deferme

22DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPage 22 of 36



Chen Does Not Disclose Fluid Flow From “Bottom Out Cup” 
To Compression Chamber As Required By Claims 1 And 19

23

G U I DA N C E  I S  P R O V I D E D  
T H R O U G H O U T  T H E  PAT H ,  

N O T  J U S T  AT  S E L E C T  
L O C AT I O N S ,  E . G . ,  AT  

A I RWAY  B I F U R C AT I O N S  

o Fluid flows from Chen’s hydraulic cylinder 8 to accommodating cavity 
84 (alleged “bottom out cup”) through flow way 86 during a 
compression stroke. Ex. 1007, 1:20-26

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 2010 at ¶ 84 (annotated Figs. 4-5 from Ex. 1007)

o Board agreed that when Chen’s 
projecting post 821 fits into 
accommodating cavity 84 during 
compression, “oil in hydraulic cylinder 
8 can flow through the small 
diameter flow way 86 into 
accommodating cavity 84 and out oil 
outlet 85.” DI, 43 (emphasis added)

POR, 41-45; Sur-Reply, 16-17
Page 23 of 36



Chen in View of Deferme Does Not Disclose Fluid Flow From 
“Bottom Out Cup” To Compression Chamber

24

o Deferme only teaches a piston with bidirectional flow between the 
compression and rebound chambers. Ex. 2010, ¶87

o Flow through Deferme’s piston cannot be equated to flow from Chen’s 
accommodating cavity 84 to hydraulic cylinder 8; rather, any fluid flow 
through the piston will be between cavity 84 and the rebound chamber. 
Ex. 2010, ¶88

Ex. 2010 at ¶ 88

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

o Flow through Deferme’s piston 
is not adjustable. Ex. 2010, ¶89

POR, 45-52; Sur-Reply, 17-18
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Petitioner Provides No Motivation to Modify Chen , Or 
Combine Chen And Deferme

25

o Petitioner does not explain why or how Chen would have been 
modified with or without Deferme

PO Sur-Reply at 17-18

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

POR, 51-52
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Chen Does Not Disclose “Bottom Out Piston Formed On The 
Moveable Rod” As Required By Claim 11

26

o Post 821 (alleged “bottom out piston”) is an extension of main piston 81; it 
is not formed on movable rod 82

Ex. 2010 at ¶ 95

Ex. 1007 at 1:5-13

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Pet., 69

POR, 52-53; Sur-Reply, 18-19
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Neither Chen Alone, Nor In Combination With Deferme, 
Disclose A Second Fluid Flow Path As Required By Claim 13

27

o Petitioner maps the same fluid flow path 
of Chen (flow way 86)  to both the 
“adjustable fluid flow path” of claim 11 
and the additionally claimed “fluid flow 
path” of claim 13 to the same path in Chen

o This is erroneous under Becton, Dickinson 
& Co. v. Tyco Healthcare Grp., LP, 616 F.3d 
1249, 1254 (Fed. Cir. 2010) and similar 
cases

Compare Pet., 71, with Pet., 73
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

POR, 53-55; Sur-Reply, 19
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Petitioner’s Ground III: Alleged 
Obviousness of Claims 1-5, 9, 11-15, and 19 

Based on Fox ’751 in View of Chen

28DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPage 28 of 36



Fox ’751 In View Of Chen Does Not Render Claims 1-5, 9, 11-
15, And 19 Obvious 

29

G U I DA N C E  I S  P R O V I D E D  
T H R O U G H O U T  T H E  PAT H ,  

N O T  J U S T  AT  S E L E C T  
L O C AT I O N S ,  E . G . ,  AT  

A I RWAY  B I F U R C AT I O N S  

o Fox ’751 teaches a “typical damper for a shock absorber” that does 
not include a “bottom out cup.” Pet., 76-78

o The Petition relies entirely on Chen for its alleged disclosure of a 
“bottom out cup” and related flow paths

o But Chen does not disclose:
o Fluid flow from a “bottom out cup” to a compression chamber, as required 

by claims 1 and 19

o A “bottom out piston formed on the moveable rod,” as required by claim 11

o Two separate and distinct fluid flow paths between Chen’s  compression 
chamber and the alleged “bottom out cup”

o Fox ’751 does not overcome these deficiencies of Chen because 
Fox ’751 does not disclose a “bottom out cup”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

POR, 55-56; Sur-Reply, 19-20
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Petitioner’s Ground IV: Alleged Obviousness 
of Claims 5-9 Based on Fox ’751 in View of 

Chen and Further in View of Nakaya and/or 
Kodama

30DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPage 30 of 36



No Motivation To Combine Fox ’751 And Chen With 
Nakaya And/Or Kodama

31

G U I DA N C E  I S  P R O V I D E D  
T H R O U G H O U T  T H E  PAT H ,  

N O T  J U S T  AT  S E L E C T  
L O C AT I O N S ,  E . G . ,  AT  

A I RWAY  B I F U R C AT I O N S  

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 2010, ¶ 102

o Nakaya and Kodama are air- 
based prosthetic devices, 
whereas Chen and Fox ’751 are 
oil-based shock absorbers 

o Petitioner offers no explanation 
of how or why  these two 
different systems would have 
been combined

o There is no benefit in modifying 
Chen (or Fox ’751 in view of 
Chen) because Chen already has 
adjustable rebound flow through 
axial hole 121 and vents 13, 14. 
Ex. 2010, ¶ 103 POR, 56-58
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No Reasonable Expectation Of Success In Modifying Fox ’751 
And Chen To Have Elements From Nakaya/Kodama

32

Ex. 2010, ¶ 103

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

o Petitioner has not explained how 
elements of Nakaya/Kodama will 
work alongside or in conjunction 
with hole 121 and vents 13, 14 of 
Chen’s hydraulic cylinder

o The combination of Chen (or Fox 
’751 in view of Chen) with 
Nakaya/Kodama would render 
Chen’s existing buffer mechanism 
for rebound travel inoperable 
and/or impractical. Ex. 2010, ¶ 103

POR, 56-58
Page 32 of 36



Petitioner’s Ground V: Alleged Anticipation 
of Claims 1-5, 9, and 19 Based on Gartner

33DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPage 33 of 36



Gartner Does Not Anticipate Claims 1-5, 9, and 19  

34

G U I DA N C E  I S  P R O V I D E D  
T H R O U G H O U T  T H E  PAT H ,  

N O T  J U S T  AT  S E L E C T  
L O C AT I O N S ,  E . G . ,  AT  

A I RWAY  B I F U R C AT I O N S  

o Petition alleges independent claims 1 
and 19 are anticipated by Gartner

o But Gartner does not disclose a 
“bottom out cup” as required by claims 
1 and 19

o Gartner’s compression volume 460.4 is 
the compression chamber of internal 
shock absorber 400, which is placed 
within external (main) shock absorber 
420

• Shock absorbers 420 and 400 of Gartner 
are “two shock absorbers in series.” Ex. 
1020, 154:3-18

• Compression volume 460.4 cannot be a 
“bottom out cup” because it is the 
compression chamber of shock 
absorber 400

Ex. 2010, ¶ 105

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

POR, 58-59, Sur-Reply 21-23
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Gartner Does Not Anticipate Claims 1-5, 9, and 19 
(Contd.) 

35

G U I DA N C E  I S  P R O V I D E D  
T H R O U G H O U T  T H E  PAT H ,  

N O T  J U S T  AT  S E L E C T  
L O C AT I O N S ,  E . G . ,  AT  

A I RWAY  B I F U R C AT I O N S  

o “Bottom out cup” should be 
construed as a “cup-shaped feature 
configured for providing dampening 
only at the end portion of a 
compression stroke”

o Gartner does not disclose internal 
shock absorber 400, or its 
compression volume 460.4, is 
activated at the end portion of a 
compression stroke

o In fact, Petitioner admits that 
Gartner’s compression volume 460.4 
provides “some level of damping” 
throughout the compression stroke, 
not just in the final stages of 
compression. See Reply, 28

Sur-Reply at 24

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

POR, 60, Sur-Reply, 24
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Claim 4 is Not Rendered Obvious By Gartner in View 
of Kodama

36

G U I DA N C E  I S  P R O V I D E D  
T H R O U G H O U T  T H E  PAT H ,  

N O T  J U S T  AT  S E L E C T  
L O C AT I O N S ,  E . G . ,  AT  

A I RWAY  B I F U R C AT I O N S  

o Claims 6-8 and 11-15 are not challenged under 
Ground V based on Gartner

o Petitioner asserts obviousness of only claim 4 based 
on Gartner in view of Kodama 

o Kodama does not disclose a “bottom out cup” and 
therefore does not overcome the deficiency of Gartner

o Accordingly, claim 4 is not rendered obvious by 
Gartner in view of Kodama

DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPage 36 of 36
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