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Petitioner Microchip Technology Inc. hereby responds to the Board’s Order
to Show Cause concerning whether EX1072 should be sealed or expunged from
the record. See Paper 14. Petitioner does not object to the Board’s proposal to
“expunge Exhibit 1072 from the record, and deny [] as moot” Petitioner’s Motion
to File Confidential Document Under Seal (Paper 3) in IPR2024-00029." Paper 14,
2.

Background. Petitioner filed three IPR petitions and one PGR petition on
the same day (December 27, 2023) challenging four related patents from the same
patent family. See IPR2024-00228; IPR2024-00229; IPR2024-00230; and
PGR2024-00011. Exhibit 1072 is a copy of Patent Owner’s infringement
contentions from the related district court litigation on the same four patents. In
PGR2024-00011, Petitioner raised an obviousness challenge to claim 4 of U.S. Pat.
11,681,643 which requires that the “the USB routing switch includes the signal

detection circuit.” EX1011, cl. 4. In support, Petitioner relied on (and quoted)

' The same holds true for [PR2024-00228 and IPR2024-00230. However,
Petitioner does object to expunging EX1072 in PGR2024-00011 which expressly
relies on EX1072. In that proceeding, Petitioner proposes filing a replacement
version of EX1072 containing just the excerpts which are cited in the petition, all

of which are non-confidential.



statements made by Patent Owner in its infringement contentions (EX1072)
regarding the knowledge of a POSITA:

Aptiv admits in its infringement contentions that “[a] person of
ordinary skill in the art would understand that the step of
determining whether the consumer device is operating in the USB
host mode or in the USB device mode is performed by the USB
routing switch.” EX1072, 597.

PGR2024-00011, Paper 1, 74 (emphasis added).

Given similarities among the four challenged patents, the petitions relied on
similar prior art and arguments, and many of the same exhibits were filed in each
proceeding, including EX1072. Petitioner filed a motion to seal EX1072 because
it contains highly detailed, sensitive, confidential, and non-public information
concerning the design, development, functionality, and operation of various
Microchip USB hub products. See Paper 3 (Motion to File Confidential Document
Under Seal).

The Show Cause Order. On the same day the Board issued its Institution
Decision, the Board issued an “Order to Show Cause” in which it stated:

Exhibit 1072 ... is not discussed, relied on, referred to, or cited in
the Petition []. We also could not find any discussion, reliance on,
reference to, or citation of Exhibit 1072 in any other filed paper
(except, of course, the Motion). As such, the relevancy of Exhibit

1072 and the need for having this confidential document in the
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record is not apparent. It is our intention to expunge Exhibit 1072
from the record, and deny the Motion as moot, unless Petitioner can
establish why Exhibit 1072 should be maintained in the record at

this time.

Paper 14, 2. The Board stated that its “Order applies equally to all [four] captioned
proceedings” and provided Petitioner a time frame to respond. Id.

Petitioner’s Response. Because the claim limitation for which Petitioner
cites EX1072 in PGR2024-00011 is not present in IPR2024-00228, Petitioner does
not object to the Board’s proposal to “expunge Exhibit 1072 from the record, and
deny [] as moot™ Petitioner’s Motion to File Confidential Document Under Seal
(Paper 3) in IPR2024-00029.% Paper 14, 2. Petitioner reserves the right to file
EX1072 later in the proceeding should it become relevant.

Respectfully submitted,

Dated: July 18, 2024 /Travis Jensen/
Travis Jensen, Reg. No. 60,087

? Petitioner maintains that EX1072 is relevant to PGR2024-00011 and proposes
filing a replacement exhibit in that proceeding that contains just the cited excerpts

which would moot the motion to seal in that proceeding as well.
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The undersigned certifies that on July 18, 2024, a copy of the following was
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the Patent Owner:

Alex S. Yap

Mehran Arjomand

MORRISON & FOERSTER LLP

707 Wilshire Boulevard, Suite 6000
Los Angeles, CA 90017

ayap(@mofo.com
marjormand@mofo.com

Microchip-Aptiv-PTAB@mofo.com

Timothy Chen Saulsbury
Eric C. Wiener

Andrew L. Perito
MORRISON & FOERSTER LLP
425 Market Street

San Francisco, CA 94105

tsaulsbury@mofo.com
ewiener(@mofo.com
aperito@mofo.com

Andrew T. Jones

MORRISON & FOERSTER LLP
2100 L Street, NW, Suite 900
Washington, D.C. 20037

andrewjones(@mofo.com

/Karen Johnson/

Karen Johnson




