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Pursuant to 37 C.F.R. § 42.70 and the Board’s Scheduling Order, Petitioners
NJOY, LLC and NJOY Holdings, Inc. respectfully submit this Request for Oral
Argument. Petitioners specify the following issues to be argued:

e Whether claims 14, 27, and 32 of U.S. Pat. No. 10,130,123 (“123
Patent”) are unpatentable under 35 U.S.C. § 102 as anticipated by U.S.
Patent Publication No. 2015/0245658 (“Worm”).

° Whether claims 14, 27, and 32 of the 123 Patent are unpatentable under

35 U.S.C. § 103 as obvious over Worm in view of the knowledge of a
person of ordinary skill in the art (“POSA”).

° Whether claims 14, 27, and 32 of the 123 Patent are unpatentable under

35 U.S.C. § 103 as obvious over Worm in view WO 2012/142293
(“Levitz”).

e Whether claims 14, 27, and 32 of the 123 Patent are unpatentable under
35 U.S.C. § 103 as obvious over U.S. Patent Publication No.
2014/0318559 (“Thorens”) and U.S. Patent Publication No.
2015/0020831 (“Weigensberg) in view of the knowledge of a POSA.

e Whether claims 14, 15, 16, 18, 27, 28, 29, and 31 of the 123 Patent are
unpatentable under 35 U.S.C. § 103 as obvious over Worm in view of

U.S. Patent Publication 2016/0128389 (“Lamb”).
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° Whether claims 14, 15, 16, 18, 27, 28, 29, and 31 of the 123 Patent are
unpatentable under 35 U.S.C. § 103 as obvious over Worm and the
knowledge of a POSA further in view of Lamb.

° Whether claims 14, 15, 16, 18, 27, 28, 29, and 31 of the 123 Patent are
unpatentable under 35 U.S.C. § 103 as obvious over Worm and Levitz
further in view of Lamb.

° Whether claims 14, 15, 16, 18, 27, 28, 29, and 31 of the 123 Patent are
unpatentable under 35 U.S.C. § 103 as obvious over Thorens and
Weigensberg further in view of Lamb.

o Any other issue raised by the parties’ papers.

o Any issue raised by any motion to exclude.

o Any objections to demonstrative exhibits.

o Any other issue the Board deems necessary for issuing a final written
decision.

Petitioners request that the hearing be conducted virtually by
videoconference. Petitioners request the ability to present demonstratives and
exhibits to the Board remotely. Further, Petitioners request the ability to have
additional counsel (including backup counsel) attend the argument from separate

locations.



IPR2024-00231
U.S. Patent No. 10,130,123

Petitioners respectfully request a 120 minute hearing and that the Board

allocate 60 minutes to Petitioners to address the issues identified above.

Date: January 29, 2025 By: _/Anish R. Desai/

Anish R. Desai

Reg. No. 73,760

Lead Counsel for Patent Owner
Paul, Weiss, Rifkind, Wharton
& Garrison, LLP

1285 Avenue of the Americas
New York, NY 10019
adesai(@paulweiss.com
T:212-317-3000
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that on January 29, 2025, the foregoing
PETITIONERS’ REQUEST FOR ORAL ARGUMENT was served via
electronic mail, upon the following:

James M. Glass
John T. McKee
QUINN EMANUEL URQUHART & SULLIVAN LLP
51 Madison Ave, 22" Floor
New York, New York 10010
jimglass@quinnemanuel.com
johnmckee@quinnemanuel.com

Quincy Lu
QUINN EMANUEL URQUHART & SULLIVAN LLP
1109 First Avenue, Suite 210
Seattle, WA 98101
quincylu@quinnemanuel.com

qe-juul-njoy-iprs@quinnemanuel.com

/Timothy J. Andersen/
Timothy J. Andersen

Senior [P Case Manager

Paul, Weiss, Rifkind, Wharton
& Garrison, LLP

2001 K Street, N.W.
Washington, D.C. 20006
tandersen@paulweiss.com
(202) 223-7300




