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U.S. Patent No. 8,529,321:

’321 Patent, Claim 1, Claim 14 (containing analogous limitations in claim limitations 14[A] & [B1]); 
Petition, 9-11.  

} Disputed Limitations—(1) measuring fat cover thickness and (2) cutting 
in dependence on fat cover thickness measurement

} Claim 1. An apparatus for separation of a fat cover of a meat product from a flesh 
component of the meat product, comprising: 

} a measurement device for automatic determination of the thickness of the fat cover, 
wherein the determination of the thickness of the fat cover takes place in a contactless 
manner; and

} cutting device coupled to the measurement device for automatic separation of the fat 
cover from the flesh component in dependence on the thickness determined by the 
measurement device, wherein the cutting device comprises:

} a cutting blade whose position is variable relative to a product support; and

} a control unit for control of the position of the cutting blade in dependence on the 
thickness determined by the measurement device, wherein at least one travel profile is 
stored in the control unit in accordance with which the position of the cutting blade 
relative to the product support is to be set in dependence on a product feed.

Patent Owner’s PX-2



Reality of Petitioner’s Invalidity Theories
} (1) Young does not anticipate–its process is fat cover thickness agnostic

} Young does not measure fat cover thickness
} Legal flaw:  Whether Young could be modified to measure thickness irrelevant to anticipation
} Factual Flaw: Young’s top view cannot determine fat cover thickness

} Young cuts along internal line independent of fat cover thickness

} (2) Young/Norrie combination lacks motivation
} Petitioner’s expert admitted:

} There is no reason to use Norrie’s camera in Young’s system
} He had not considered how Young’s process might change if modified pursuant to Norrie

} Young teaches away from Norrie

} (3) Johnson/Belk combination:
} Is the result of improper hindsight bias
} Renders Johnson inoperable for its intended purpose
} Incorrectly presumes Belk determines fat cover thickness

Patent Owner’s PX-3          



(1) Young Does Not Measure Fat Cover Thickness
Petitioner’s theory based on fat/lean separation and edge lines

Patent Owner’s PX-4Petition, 31-32; Pet. Reply, 6-7.      

Petition, 32.

Pet. Reply, 6.



(1) Young Does Not Measure Fat Cover Thickness
Petitioner Misunderstands Young’s Teachings

Patent Owner’s PX-5

Pet. Reply, 5.

Young, 23:12-27; Pet. Reply, 4-7; Sur-Reply, 3-8.   

} Young:

} Petitioner’s interpretation:
Young, 23:12-27.



Patent Owner’s PX-6Young, Fig. 10(a), (c); Sur-Reply, 5-7.        

Young, Fig.10(c)(annotated); Sur-Reply, 6.

(1) Young Does Not Measure Fat Cover Thickness
Petitioner Misunderstands Young’s Teachings

Top view:

End view:



(1) Young Does Not Cut In Dependence on Fat 
Cover Thickness

} At best, Petitioner’s theory shows a small sliver of fat 
cover thickness could theoretically be used to define the 
cut line 

Patent Owner’s PX-7Sur-Reply, 5-7, 10-13; Pet. Reply, 3, 6; Young, 23:23-27.           

Sur-Reply, 11.

Sur-Reply, 12.



(1) Young Does Not Cut In Dependence on Fat 
Cover Thickness

Patent Owner’s PX-8Young, Abstract, 2:55-58, 3:60-4:61, 20:55-21:2; Petition, 17; POR, 8-9.          

} Young’s cutting blade “cuts a fixed distance from fat/lean separation line 6 
to separate the belly, which is a fat cover in this example.” Petition, 17.

Young, Fig. 10c (annotated); POR, 8. 



(2) Young/Norrie Lacks Motivation to Combine
} Spanning fewer than 3 

pages, Ground 2 
proposed two 
motivations to 
combine Young and 
Norrie:
} (1) Support more 

sophisticated profiles
} (2) provide system/process 

improvements re control, 
customization, consistency, 
yield, etc.

Patent Owner’s PX-9Petition, 51-53; POR, 1, 24-25.           

Petition, 52-53. 



(2) Young/Norrie Lacks Motivation to Combine
Norrie cannot support more sophisticated profiles

Patent Owner’s PX-10Young, 2:18-42; Petition, 52; POR, 30-32; Sur-Reply, 19-20.  

} Young “explicitly points 
to” Norrie in 
disparagement, rather 
than encouragement

} Petitioner does not 
dispute that Norrie 
allows for adjustment in 
only one axis of motion

Young, 2:18-42. 



} Dr. Collins admitted Norrie does 
not practically impact Young’s 
system 

Patent Owner’s PX-11Ex. 2006, 41:13-17, 43:8-44:2; POR, 26-29; 

Ex. 2006,43:8-44:2.

(2) Young/Norrie Lacks Motivation to Combine
Norrie does not improve Young’s system

Ex. 2006, 41:13-17.



} Dr. Collins admitted Norrie 
does not practically impact 
Young’s process

Patent Owner’s PX-12Ex. 2011, 31:19-34:6; Sur-Reply, 18.   

Ex. 2011, 31:19-34:6.

(2) Young/Norrie Lacks Motivation to Combine
Norrie does not improve Young’s process



(3) Johnson/Belk Relies on Improper Hindsight 
Roadmapping
} Challenged Patent proposes non-contact fat cover thickness 

measurements to avoid the downsides of probe-based systems

Patent Owner’s PX-13Ex. 1001, 1:18-40; Sur-Reply, 20-22.         

Ex. 1001, 1:18-40.



(3) Johnson/Belk Relies on Improper Hindsight 
Roadmapping
} Ground 3 combines:

} Johnson—a probe-based system of the type disparaged by Challenged Patent
} Belk—an imaging system for grading meat that does not measure fat cover thickness

} Petitioner and its expert repeatedly point to the Challenged Patent’s 
disparagement of probe-based systems as motivation for combination 

Patent Owner’s PX-14Sur-Reply, 20-22; Petition, 62-63; Pet. Reply, 22-23; Ex. 1035, ¶¶43, 47; Ex. 1001, 1:18-40.        
 

Ex. 1035, ¶47.



(3) Johnson/Belk Destroys Johnson’s Primary 
Purpose
} Johnson accommodates unpredictable fat covers by creating 3D map

Patent Owner’s PX-15Johnson, 1:17-2:52; POR, 34-39; Ex. 2007, ¶59; Sur-Reply, 22-25.        

Johnson, 1:17-55.

Johnson, 2:37-51.



(3) Johnson/Belk Destroys Johnson’s Primary 
Purpose
} Johnson’s 3D mapping is created using multiple probes across the width of 

the product, repeatedly inserted as product conveyed

Patent Owner’s PX-16POR, 32-40; Ex. 2007, ¶¶ 57-59; Sur-Reply, 22-25.         

POR, 33; Ex. 2007, ¶57.



(3) Belk Renders Johnson Inoperable for its 
Intended Purpose
} Ground 3 is limited to Belk’s camera-based embodiments

} No other imaging systems are discussed in Ground 3 challenge
} Certain challenged dependent claims require limiting Ground 3 to cameras

} Belk’s camera-based embodiments cannot support Johnson’s 3D 
mapping functionality—they obtain surface information only

} Petitioner does not dispute that Belk’s camera-based embodiment 
is incapable of generating Johnson’s 3D map

Patent Owner’s PX-17Sur-Reply, 22-27; POR, 39-44; Pet. Reply, 20-22.         

Pet. Reply, 22.



(3) Belk’s Imaging System Grades Meat
It does not measure fat cover thickness

} Belk determines palatability of meat (e.g., marbling) by visually analyzing 
“areas of interest,” which can be a muscle of interest 

} Belk expressly recommends ignoring areas outside muscle of interest:

Patent Owner’s PX-18Belk, 3:18-25, 8:59-9:25; Sur-Reply, 25-27.          

Belk, 9:7-25. 

Belk, 9:1-4. 




