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2014 Amended Scheduling Order, Apple Inc. v. Masimo Corp., No. 22-
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Paper 19 (PTAB June 20, 2023)
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2031 Email chain regarding false statements in IPR Petitions
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2032 Administration to Masimo Corp. re Masimo W1 510(k)
Clearance
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2034 Petition for Inter Partes Review, Apple Inc. v. Masimo Corp.,
[PR2022-01466
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2035 Final Written Decision (Public Version), Apple Inc. v. Masimo
Corp., IPR2022-01291 (Jan. 30, 2024)

2036 Final Written Decision (Public Version), Apple Inc. v. Masimo
Corp., IPR2022-01465 (Feb. 2, 2024)

2037 Redacted Excerpt of the December 15, 2023 Rebuttal Report of
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Joint Claim Construction Statement Regarding Masimo Asserted

2038 Patents, Apple Inc. v. Masimo Corp., No. 22-1378-MN-JLH
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2043 ITC Final Initial Determination (Public Version), ITC Inv. No.
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I. THE BOARD SHOULD DENY INSTITUTION

Apple again fails to explain why it delayed filing this Petition until after the
Delaware Litigation progressed through all discovery and dispositive motions on the
patent at issue here. Apple asks the Board not to discretionarily deny institution
because a “holistic analysis of the Fintiv factors favors institution.” Reply, 2. In
doing so, Apple attempts to trivialize its delay based on incomplete representations
and speculation about a trial date in response to a single Fintiv factor.

Apple also fails to address any of the extensive discovery and motion practice
for this patent set forth in Masimo’s POPR. POPR, 20-23. As Masimo correctly
represented as to the patent at issue here, the Delaware Litigation is ready for trial.
Apple does not even address the case status regarding this patent, but instead
speculates about a trial date based upon “5 patents that were statutorily stayed at the
Delaware Litigation’s outset.” Reply, 2. Apple also emphasizes Masimo’s
suggestion about the most efficient path being a single trial before Judge Hall as if
that shows some inconsistency. But Masimo advocates the same position here,
urging the Board to avoid duplicative proceedings based on references and
arguments that Apple previously dropped from the Delaware Litigation.

Apple suggests that additional discovery may be necessary for those other five
patents but omits Masimo’s proposal to Judge Hall that “In the meantime, the parties

should conduct discovery” and that doing so “noew would position the case for a
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more prompt trial once the Federal Circuit rules in the ITC Case.” EX1075, 8
(emphasis added). Worse, in speculating here about an “after September, 2025 trial
date, Apple ignores its own argument to Judge Hall that the trial on Masimo’s patents
“could be held later this year or next year, as this Court’s schedule permits.” /d.
at 5 (emphasis added).

Apple’s new “Sotera stipulation” confirms the inadequacy of its prior
stipulation. But the new stipulation does not address or cure the prejudice to Masimo
from Apple unfairly resurrecting references and arguments that it previously
dropped from the Delaware Litigation. Apple made that election only after the
parties and the court conducted extensive and costly fact and expert discovery, and
fully briefed and argued dispositive motions. This differs from Sotera, who filed its
stipulation in the early stages of litigation. Belatedly attaching the label “Sotera
stipulation” only after the litigation is ready for trial does not carry the benefits
underlying the Director’s Guidance. Under these circumstances, the Board should
deny institution in the interest of fairness and to promote efficient use of resources.

Respectfully submitted,
KNOBBE, MARTENS, OLSON & BEAR, LLP
Dated: May 28, 2024 /Brian C. Claassen/

Brian C. Claassen (Reg. No. 63,051)
Customer No. 64,735

Attorney for Patent Owner
Masimo Corporation
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CERTIFICATE OF PAGE LIMITATIONS
The undersigned certifies that foregoing PATENT OWNER MASIMO
CORPORATION’S PRELIMINARY SUR-REPLY has 2 pages and therefore

complies with the page limit authorized in the Board’s email dated May 15, 2024.

Respectfully submitted,
KNOBBE, MARTENS, OLSON & BEAR, LLP
Dated: May 28, 2024 /Brian C. Claassen/

Brian C. Claassen (Reg. No. 63,051)
Customer No. 64,735

Attorney for Patent Owner
Masimo Corporation
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CERTIFICATE OF SERVICE

I hereby certify that, pursuant to 37 C.F.R. § 42.6(e) and with the agreement
of counsel for Apple, a true and correct copy of the foregoing PATENT OWNER
MASIMO CORPORATION’S PRELIMINARY SUR-REPLY is being served

electronically on May 28, 2024, to the e-mail addresses shown below:

W. Karl Renner, Reg. No. 41,265 Patrick J. Bisenius, Reg. No. 63,893
Fish & Richardson P.C. Andrew B. Patrick, Reg. No. 63,471
60 South Sixth Street Usman A. Khan, Reg. No. 70,439
Minneapolis, MN 55402 Nicholas Stephens, Reg. No. 74,320
Tel: 202-783-5070 Fish & Richardson P.C.

Fax: 877-769-7945 60 South Sixth Street

Email: [IPR50095-01331P2@fr.com Minneapolis, MN 55402

Tel: 202-783-5070

Fax: 877-769-7945

Email: IPR50095-01331P2@fr.com

KNOBBE, MARTENS, OLSON & BEAR, LLP

Dated: May 28, 2024 /Brian C. Claassen/
Brian C. Claassen (Reg. No. 63,051)
Customer No. 64,735

Attorney for Patent Owner
Masimo Corporation



