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I. DISCRETION SHOULD NOT PRECLUDE INSTITUTION

The Fintiv framework favors institution, at least because Masimo argued to
Judge Hall that trial on Masimo’s patents should occur only after a decision that
likely will not issue until September 2025, months after the Board’s projected July
2025 final written decision date. See Director’s Guidance, 8-9; EX1075, 4-5;
EX1076, 14; EX1077, 1.

In more detail, Masimo in its March 28, 2024 POPR urged discretionary
denial based on inaccurate assertions that “The Delaware Litigation is now ready
for trial,” and that “trial will likely occur long before Apple’s ‘statisticaly
indicated’ date.” POPR, 18-19. Contrary to those assertions, Masimo on March 16,
2024 argued in a joint letter to Judge Hall that “the most efficient path” for the
Delaware Litigation “would be to try all of Masimo’s patents,” including the *159
patent, “together in a single jury trial,” admitting that “[b]ecause the ITC patents
are stayed by statute, this could occur only after the Federal Circuit rules on
Apple’s appeal from the ITC investigation.” EX1075, 4-5. And on May 16, 2024,
Judge Hall issued an order scheduling trial on Apple’s patents, while noting that
trial on other issues including Masimo’s patents “will be scheduled at a later date.”

Based on the late-December 2023 docketing of Apple’s appeal and a most-
recent median time from docketing to disposition of ITC-originated appeals of 20.5

months, trial on the *159 patent is statistically expected to occur after September,
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2025. EX1077, 1. And realistically, the court and the parties will need additional
time after issuance of the appeal decision to prepare for trial on Masimo’s 10
counterclaim-asserted patents, including the 5 patents that were statutorily stayed
at the Delaware Litigation’s outset. See EX1064, 128-147. As such, trial on the
’159 patent will in all likelihood occur months after the Board’s projected July
2025 final written decision date. See also EX1060, 14; EX1076, 14 (indicating
median time-to-trial of 38.0 months); Petition, 77 (noting a statistically indicated
December 2025 trial date); Director’s Guidance, 9. For at least these additional
reasons, the Fintiv framework favors institution. See Director’s Guidance, 8-9.

But to remove any doubt and enable the Board to focus on the petition’s
compelling merits, Apple has submitted a Sotera stipulation. EX1078, 1; Sotera
Wireless, Inc. v. Masimo Corp., IPR2020-01019 Pap. 12, 18-19 (PTAB Dec. 1,
2020) (precedential); Director’s Guidance, 3, 9 (“the PTAB will not deny
institution...under Fintiv...where a petition stipulates not to pursue in a parallel
district court proceeding the same grounds as in the petition or any grounds that
could have reasonably been raised in the petition™).

Accordingly, Apple respectfully submits that the Board should not
discretionarily deny institution, because (1) a holistic analysis of the Fintiv factors
favors institution, (2) Apple has submitted a Sotera stipulation, and (3) the

petition’s merits are compelling. See Director’s Guidance, 3-5, 9.
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II. THE PETITION PROPERLY DEMONSTRATES OBVIOUSNESS OF
THE CHALLENGED CLAIMS AS INTERPRETED BY MASIMO

As expressly noted within the Petition, Apple has applied the prior art to the
Challenged Claims consistent with the positions advanced by Masimo in the
Delaware Litigation. Pet., 23 (“light travels through window regions...which
satisfies the definition of ‘opening’ that Masimo has advanced for purposes of
infringement”), 47; see also EX2037, 307-308 (reproducing an image from Dr.
Madisetti’s opening report, in which he labeled transparent material an “Opening
in Dark-Colored Coating,” and opined on Masimo’s behalf that an “opening” is an
area through which light is configured to pass, which could be empty space or
transparent material)(citing Madisetti Rpt. at Ex. A, 49-59; Ex. B, 44-53); see also
Madisetti Reply Rpt., 115-123.

Masimo cannot reasonably complain of the petition’s express application of
its litigation interpretations for purposes of IPR, though to be clear Apple does not
agree that those interpretations are correct. See POPR, 12-15. The Board has held
time and again that a petition may rely on a patent owner (PO)’s construction, even
if the petitioner believes that construction to be incorrect. See, e.g., Western Digital
Corp. v. SPEX Techs., Inc., IPR2018-00084 Pap. 14, 10-11 (PTAB Apr. 25,
2018)(“37 C.F.R. §104(b)(3) does not require Petitioner to express its subjective

agreement regarding correctness of its proffered claim constructions™).
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Under the Board’s rules, “the purpose of the petitioner’s claim construction
is to provide patent owners with notice as to the basis for the challenge to the
claims.” General Electric Co. v. Vestas Wind Systems A/S, [IPR2018-00928 Pap. 9,
14 (PTAB Nov. 5, 2018); see also 10X Genomics, Inc. v. Bio-Rad Labs., Inc.,
IPR2020-00086 Pap. 8, 18 (PTAB Apr. 27, 2020) (“the rule aims to increase
efficiency and provide notice to the patentee”). Consistent with that purpose, an
explicit statement of reliance on a PO’s litigation interpretations “suffices to
identify claim constructions Petitioner is adopting for purposes of the requested
review in compliance with § 104(b)(3).” 1d.; see also Apple Inc. v. CPC Patent
Techs. Pty, Ltd., IPR2022-00601 Pap. 11, 12-14 (PTAB Sep. 28, 2022).

The Board has also repeatedly held that proffering a PO’s litigation
interpretations without expressing subjective belief in their correctness fully
complies with § 42.104 and is not grounds for denial. See, e.g., Lewis Machine &
Tool Co. v. WHG Properties, LLC, IPR2020-00373 Pap. 6 (refusing to deny when
Petitioner applied PO’s construction that Petitioner believed was incorrect); 10X
Genomics, 18 (PTAB Apr. 27, 2020) (explaining that 42.104(b)(3) “does not
prohibit Petitioner from submitting a claim construction it believes is incorrect and
relying on that construction to show how the claim is unpatentable”).

In Philip Morris Products, S.A. v. Rai Strategic Holdings, Inc., IPR2020-
00921, Paper 13 at 42-44 (Aug. 5, 2021), the Board recognized that “[n]Jumerous
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decisions have held that [Section 42.104(b)(3)] does not require a petitioner to
express a subjective belief in the correctness of its proffered claim constructions.”
Indeed, the Board expressly held that Petitioner can “rely[] on claim constructions
that it believes are incorrect.” 1d. (citing Lewis at 33-34); see also Google LLC v.
AGIS Software Development, LLC, IPR2018-01085, Paper 10 at 10 (Nov. 19, 2018).

The cases cited in the POPR generally address a petitioner’s burden with
respect to claim construction. The numerous cases cited above more specifically
establish that Apple has met this burden by relying on Masimo’s constructions and
did not need to endorse Masimo’s interpretations to rely on them in the Petition. See,
e.g., Pet., 23, 47, EX2043, 30-33. Apple has advanced a different “opening”
construction in a non-infringement report, but the court has yet to issue a claim
construction determination. As such, Apple respectfully submits that the Petition’s
demonstration of obviousness under Masimo’s interpretation warrants institution.

Moreover, institution would be consistent with recent IPRs in which the Board
found highly similar claims of related patent 10,687,745 that included “opening”
features unpatentable over highly similar grounds. The Board previously found such
features disclosed by Iwamiya, which further supports intitution. £.g., IPR2022-
01291 Pap. 75, 26 (“we find Iwamiya’s device includes optical filter 17 mounted
within an opening of light shielding frame 18”), 34; [PR2022-01465 Pap. 72, 29, 37-
38; EX2037, 307. Accordingly, Apple respectfully requests institution.
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