From: Trials

To: Daniel Kiang; Trials

Cc: IPR50095-01341P1; IPR50095-01341P2; IPR50095-01331P1; AppleIPR159-1; AppleIPR159-2; AppleIPR743-1

Subject: RE: IPR2024-00241, -00243, -00244 - Request for authorization for motion to strike or to introduce evidence
with sur-replies

Date: Monday, March 3, 2025 1:45:41 PM

Counsel,

Patent Owner’s request for authorization to file a Motion to Strike in each
proceeding is granted. Patent Owner may file a ten-page Motion to Strike.
Patent Owner’s motion shall be filed on or before March 10, 2025 and 1s limited to
the subject matter of new arguments and new evidence allegedly raised in
connection with Petitioner’s Reply. Petitioner is authorized to file a ten-page
Opposition to Patent Owner’s Motion to Strike. Petitioner’s Opposition shall be
filed on or before March 17, 2025 and shall be limited to addressing the
arguments presented in Patent Owner’s Motion. The panel does not expect to
decide Patent Owner’s Motion before the deadline for filing Patent Owner’s Sur-
Reply.

Regards,

Andrew Kellogg,

Deputy Chief Clerk, Trials
Patent Trial and Appeal Board
USPTO

andrew.kellogg@uspto.gov
(571) 272-5366

From: Daniel Kiang <Daniel . Kiang@knobbe.com>

Sent: Friday, February 28, 2025 11:11 AM

To: Trials <Trials@USPTO.GOV>

Cc: IPR50095-0134IP1 <IPR50095-01341P1@fr.com>; IPR50095-0134IP2 <IPR50095-
01341P2@fr.com>; IPR50095-0133IP1 <IPR50095-0133IP1@fr.com>; ApplelPR159-1 <ApplelPR159-
1@knobbe.com>; ApplelPR159-2 <ApplelPR159-2@knobbe.com>; ApplelPR743-1 <ApplelPR743-
1@knobbe.com>

Subject: Re: IPR2024-00241, -00243, -00244 - Request for authorization for motion to strike or to
introduce evidence with sur-replies

CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before
responding, clicking on links, or opening attachments.

Dear Board,

Further to our February 21 email, Patent Owner Masimo Corporation respectfully requests the
Board authorize Masimo in IPR2024-00241, -243, and -244 to file a motion to strike new
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references and arguments in Apple’s reply. Alternatively, Masimo requests the Board waive
37 C.F.R. § 42.23(b) to permit Masimo to submit evidence with its sur-replies. Masimo met
and conferred with Apple and Apple indicated it opposes both requests.

Masimo’s requests concern the following new evidence and arguments:

First, in the 241 IPR, Apple submitted 29 new references on reply (Exhibits 1014, 1028, 1032,
1037-1042, 1044-1049, 1080-1085, 1088-1095) and introduced new arguments about them.

In the 243 and 244 IPR, Apple submitted some of those references and made new arguments
about them. These references and arguments were not part of the record previously and
Masimo had no opportunity to present expert testimony regarding them. Several exhibits,
such as EX1080, 1082, and 1084, were also subject to protective orders in IPR2022-01291 and
not encompassed by the parties’ cross-use agreement. Thus, they were not available to
Masimo earlier.

Second, in the 241 and 244 1PRs, Apple's new expert declarations (241-EX1079, 936, 244-
EX1079, 933) respond to an opinion in Dr. Madisetti's 243 declaration that was unique to the
243 IPR (243-EX2100, 986). Specifically, in the 243 IPR only, Apple presented a motivation
to combine argument regarding measuring oxygen saturation at the wrist through motion.
Masimo’s expert responded only in the 243 IPR and did not have a chance to respond in the
241 and 244 IPRs.

Third, in all three proceedings, Apple submitted EX1080, which is the cross-examination
deposition transcript of a different Masimo expert, Dr. Duckworth, from IPR2022-01291 and
-1465. Apple’s citations to Duckworth’s cross-examination testimony, without providing his
direct testimony for evaluation, is misleading and creates an incomplete record. At a
minimum, the Board should allow Masimo to complete the record by submitting Dr.
Duckworth’s direct testimony declarations (EX2070 and EX2100 from IPR2022-

01291). See Fed. R. Evid. 106 (“If a party introduces all or part of a statement, an adverse
party may require the introduction, at that time, of any other part — or any other statement —
that in fairness ought to be considered at the same time.”).

Apple requested that the following be included:

Apple opposes Masimo’s requests for at least the following reasons:

1) Masimo’s Request for Authorization to file Motions to Strike — Apple disagrees with
Masimo’s characterizations of Apple’s Petitioner Reply arguments and accompanying
evidence, which were properly responsive to arguments and evidence submitted in
Masimo’s Patent Owner Responses. Apple respectfully submits that Masimo has not and
cannot show good cause for motions to strike, and further that the Board is in good
position to assess the parties’ respective arguments and evidence and to accord them
the proper weight.

2) Masimo’s Request for Waiver of 37 C.F.R. § 42.23(b) to Allow Submission of New
Evidence with Sur-Replies — Apple respectfully submits that Masimo has not and cannot
show good cause for waiver of the rules governing submission of new evidence with Sur-
Replies, at least because Masimo had opportunity to present sought-after evidence with
its Responses and failed to do so, and because Masimo is no way prejudiced by Apple’s
presentation of responsive arguments and evidence of which Masimo was already aware



at the time of its Response filings.

The parties are available for a teleconference at the following times:
e Monday, March 3 at 12:30-2:30pm and 3:30-5pm ET

e Tuesday, March 4 at 4-5pm ET

If possible, Masimo would appreciate at least one business day notice of the teleconference to
arrange a court reporter. If these times do not work for the Board, the parties will provide
alternate availability.

Best regards,
Daniel

Daniel Kiang
Partner
Daniel.Kiang@knobbe.com

(949) 760-0404 Main

Knobbe Martens

2040 Main St., 14th Fl.
Irvine, CA 92614

www.knobbe.com/daniel-kiang

From: Daniel Kiang <Daniel.Kiang(@knobbe.com>

Date: Friday, February 21, 2025 at 6:06 PM

To: Trials <Trials@USPTO.GOV>

Cc: [PR50095-01341P1 <I[PR50095-01341P1(@fr.com>, IPR50095-0134IP2 <[PR50095-
01341P2@fr.com>, IPR50095-01331P1 <[PR50095-01331P1@fr.com>, AppleIPR159-1
<Apple[PR159-1@knobbe.com>, AppleIPR159-2 <ApplelPR159-2@knobbe.com>,
ApplelPR743-1 <ApplelPR743-1(@knobbe.com>

Subject: [PR2024-00241, -00243, -00244 - Request for authorization for motion to strike or to
introduce evidence with sur-replies

Dear Board,

Patent Owner Masimo Corporation respectfully requests the Board authorize Masimo in IPR2024-
00241, -243, and -244 to file a motion to strike new references and arguments in Apple’s replies or
requests authorization to waive 37 C.F.R. § 42.23(b) to permit Masimo to submit evidence with its
sur-replies. Masimo is sending this email today because the Consolidated Trial Practice Guide
indicates that parties should request authorization within one week of receiving the objectionable
material. CTPG at 81. Masimo contacted Apple to meet and confer and Apple indicated that its first
availability is on Tuesday, February 25. After the meet and confer, we will respond to this email and
let the Board know the parties’ respective positions and availability for a conference call.

Best regards,
Daniel
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Daniel Kiang
Partner
Daniel.Kiang@knobbe.com

(949) 760-0404 Main

Knobbe Martens

2040 Main St., 14th FI.

Irvine, CA 92614
www.knobbe.com/daniel-kiang

NOTICE: This email message is for the sole use of the intended recipient(s) and may contain confidential and
privileged information. Any unauthorized review, use, disclosure or distribution is prohibited. If you are not
the intended recipient, please contact the sender by reply email and destroy all copies of the original
message.
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