
IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 

APPLE INC., 

Plaintiff, 

v. 

MASIMO CORPORATION and 
SOUND UNITED, LLC, 

Defendants. 

C.A. No. 22-1378-MN

JURY TRIAL DEMANDED 

MASIMO CORPORATION and  
CERCACOR LABORATORIES, INC., 

Counter-Claimants, 

v. 

APPLE INC., 

Counter-Defendant, 

COUNTER-DEFENDANT APPLE INC.’S FINAL INVALIDITY CONTENTIONS 
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diagram, table, or drawing, the described figure, diagram, table, or drawing is incorporated by 

reference (even if that figure, diagram, table, or drawing is not explicitly cited). 

While Apple has identified at least one citation per limitation present in a reference or 

combination, each and every disclosure of the same or similar limitation in the same reference or 

combination is not necessarily identified.  In an effort to focus the issues, Apple cites only 

particularly pertinent portions of identified references, even where a reference or combination may 

contain additional support for a particular claim element.  Thus, Apple may rely on uncited 

portions of the prior art references for additional support for a particular element.  Apple may rely 

upon other prior art identified in future supplements, corroborating references, documentation, 

source code, products, and testimony, including materials obtained through further investigation 

and third-party discovery of the prior art identified herein, that demonstrates the invalidating 

functionality identified in these Final Invalidity Contentions, or that shows the state of the art in 

the relevant time period (irrespective of whether such references themselves qualify as prior art to 

the Asserted Patent), and expert testimony to provide context to or aid in understanding the cited 

portions of the identified prior art. 

Additionally, persons of ordinary skill in the art generally read a prior art reference as a 

whole and in the context of other publications and literature.  Numerous prior art references, 

including those identified herein, in the attached exhibits, and in Apple’s August 17, 2023 Final 

Supplemental Identification of Invalidity References, reflect common knowledge and the state, 

scope, and content of the prior art before the priority date of the Asserted Claims of the Asserted 

Patents.  Apple may rely on uncited portions of the prior art references and on other publications 

and expert testimony to provide context and as aids to understanding and interpreting the portions 

that are cited.  The prior art references listed herein and in the accompanying invalidity claim 
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charts may disclose the elements of the Asserted Claims explicitly and/or inherently.  The prior art 

references herein, in the attached exhibits, and in Apple’s August 17, 2023 Final Supplemental 

Identification of Invalidity References are also relevant for their showing of the state of the art, as 

well as reasons and motivations for making improvements, additions, and combinations. 

Apple reserves the right to rely on inventor admissions concerning the scope of the prior 

art relevant to the Asserted Patents found in, inter alia, the prosecution history of the Asserted 

Patents, related patents, and/or patent applications, any testimony or declarations of the named 

inventor concerning the Asserted Patents, related patents, patent applications, and/or the claimed 

inventions, and any papers or evidence submitted by Masimo in connection with the Asserted 

Patents or this litigation, any other future litigation brought by Masimo involving the Asserted 

Patents or related patents, inter partes review, or reexamination proceedings involving the 

Asserted Patents or related patents. 

The following references, as explained further in Apple’s Exhibits and in this cover 

document, (1) anticipate or render obvious (alone, or in combination with other references as set 

forth in detail in each claim chart and below) the Asserted Claims; or (2) provide background and 

context for the Asserted Claims: 

A. Patents and Patent Applications 

The following prior art patent references, including those patent references identified in 

Exhibits A-1 – A-18; B-1 – B-18; C-1 – C-15; D-1 – D-17; and E-1 – E-13, anticipate and/or 

render obvious the Asserted Claims of the Asserted Patents.  In addition, Apple incorporates by 

reference all prior art patents listed as prior art in the Asserted Patents. 
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inventions made in the United States by other inventors who had not abandoned, suppressed, or 

concealed them under 35 U.S.C. § 102(g), and that anticipate or render obvious the Asserted 

Claims. 

The following lists each item of prior art under pre-AIA 35 U.S.C. § 102(a), (b), and/or (g) 

or AIA 35 U.S.C. § 102(a)(1) by the name of the item and, to the extent now known, when the 

item became publicly known or was used, offered for sale, or sold, the identities of the persons or 

entities that made the item public, publicly used it, or made the offer for sale, and the identities of 

the person(s) or entities involved in, and the circumstances surrounding the making of, the 

invention.  Apple contends that the following descriptions are stated on information and belief, 

and are supported by the information and documents that will be produced by Apple and/or third 

parties.  As discovery is not complete, Apple’s list of prior art below is not complete or exhaustive 

but is Apple’s current understanding based on information available without the benefit of 

discovery.  Thus, Apple continues to investigate these events and reserves the right to amend the 

following list as information becomes available to it. 

Furthermore, to the extent that Apple cites to or relies on patents or publications to show 

the disclosure of non-patent/non-publication prior art references, such as products and/or services, 

the disclosure of the patent or publication references may not be co-extensive with the disclosure 

of the non-patent/non-publication references (and vice versa), and each such reference may be 

considered and/or relied upon independently.  Moreover, the documents which describe each prior 

art product or system identified below may independently qualify as prior art references. 

The following prior art references, including those publications identified in Exhibits A-1 

– A-18; B-1 – B-18; C-1 – C-15; D-1 – D-17; and E-1 – E-13, anticipate and/or render obvious the 
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