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I. DISCRETION SHOULD NOT PRECLUDE INSTITUTION 

The Fintiv framework favors institution, at least because Masimo argued to 

Judge Hall that trial on Masimo’s patents should occur only after a decision that 

likely will not issue until September 2025, months after the Board’s projected July 

2025 final written decision date.  See Director’s Guidance, 8-9; EX1075, 4-5; 

EX1076, 14; EX1077, 1. 

In more detail, Masimo in its March 28, 2024 POPR urged discretionary 

denial based on inaccurate assertions that “The Delaware Litigation is now ready 

for trial,” and that “trial will likely occur long before Apple’s ‘statisticaly 

indicated’ date.” POPR, 18-19. Contrary to those assertions, Masimo on March 16, 

2024 argued in a joint letter to Judge Hall that “the most efficient path” for the 

Delaware Litigation “would be to try all of Masimo’s patents,” including the ’159 

patent, “together in a single jury trial,” admitting that “[b]ecause the ITC patents 

are stayed by statute, this could occur only after the Federal Circuit rules on 

Apple’s appeal from the ITC investigation.” EX1075, 4-5. And on May 16, 2024, 

Judge Hall issued an order scheduling trial on Apple’s patents, while noting that 

trial on other issues including Masimo’s patents “will be scheduled at a later date.” 

Based on the late-December 2023 docketing of Apple’s appeal and a most-

recent median time from docketing to disposition of ITC-originated appeals of 20.5 

months, trial on the ’159 patent is statistically expected to occur after September, 
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2025. EX1077, 1. And realistically, the court and the parties will need additional 

time after issuance of the appeal decision to prepare for trial on Masimo’s 10 

counterclaim-asserted patents, including the 5 patents that were statutorily stayed 

at the Delaware Litigation’s outset. See EX1064, 128-147. As such, trial on the 

’159 patent will in all likelihood occur months after the Board’s projected July 

2025 final written decision date. See also EX1060, 14; EX1076, 14 (indicating 

median time-to-trial of 38.0 months); Petition, 77 (noting a statistically indicated 

December 2025 trial date); Director’s Guidance, 9.  

For at least these additional reasons, the Fintiv framework favors institution.  

See Director’s Guidance, 8-9. But to remove any doubt and enable the Board to 

focus on the petition’s compelling merits, Apple has submitted a Sotera stipulation. 

EX1078, 1; Sotera Wireless, Inc. v. Masimo Corp., IPR2020-01019 Pap. 12, 18-19 

(PTAB Dec. 1, 2020) (precedential); Director’s Guidance, 3, 9 (“the PTAB will 

not deny institution…under Fintiv…where a petition stipulates not to pursue in a 

parallel district court proceeding the same grounds as in the petition or any grounds 

that could have reasonably been raised in the petition”).  

Accordingly, Apple respectfully submits that the Board should not 

discretionarily deny institution, because (1) a holistic analysis of the Fintiv factors 

favors institution, (2) Apple has submitted a Sotera stipulation, and (3) the 

petition’s merits are compelling. See Director’s Guidance, 3-5, 9.  
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