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As authorized by the Board via email February 20, 2024, Greenthread, LLC 

(“PO”) submits this request for authorization (“Request”) to file a motion for 

additional discovery pursuant to 37 C.F.R. § 42.51(b)(2)(i) regarding Petitioner’s1 

relationship with Intel Corp. (“Intel”),  (“ ”), and  

 (“ ”) (collectively, “Time Barred Entities”). The parties completed 

briefing regarding the same discovery issue in prior IPRs, including IPR2023-01242, 

-01243, and -01244. See Exs. 2901-2904 (briefing from  IPR2023-01242); see also 

Exs. 2905-2912 (similar from IPR2023-01243 and -01244).  

Background: It is undisputed that Petitioner has a pre-existing substantive 

relationship with the Time Barred Entities, and that at least two of the Time Barred 

Entities are time-barred under 35 U.S.C. § 315(b). Exs. 2003-2008, 2014, 3-4; Ex. 

2902, 2906, 2910.2  PO has submitted evidence that Petitioner makes custom 

products for Time Barred Entities, Exs. 2006, 2015, 2053, 2010 at 9, and that some 

of these products are components of previously accused products and are again 

accused in the co-pending district court litigation, Ex. 2036, 11; Ex. 2019, ¶¶12, 28-

                                           
1 “Petitioner” here, and throughout, refers to Petitioner and its RPIs.  Petitioner 

identified ON Semiconductor Corporation as an RPI.  Pet. (Paper 1), 1. 

2 Citations in this Request to Exhibits 2901 and up cite to corresponding documents 

from each of the three prior IPRs. 
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30, 36, 79, 85, 101-104; Ex. 2048, 18. Further, PO has submitted evidence that 

Petitioner acts as a “have made” vendor under the license to two of the Time Barred 

Entities. Ex. 2022, 2; Ex. 2028. 

Requested Discovery: Petitioner has refused to provide information 

regarding its relationships with Time Barred Entities and PO seeks to file a motion 

for narrowly tailored discovery on that issue. PO requests Petitioner’s agreements 

and communications with Time Barred Entities relating to the products it sells to 

them. Second, PO requests one interrogatory regarding whether Petitioner intends to 

claim in district court the benefit of prior licenses to Time Barred Entities. PO will 

seek the same discovery sought in the prior IPRs. See e.g., Ex. 2901 at Appendix A.  

Garmin Factors:  Greenthread’s requests satisfy the Garmin Factors.  

First Factor: It is undisputed that Petitioner and Time Barred Entities have an 

established customer manufacturer relationship and that such relationships can 

create privity. See, e.g., Volkswagen Grp. of Am. Inc. v. Argina Tech. Ltd., IPR2021-

01263 Paper 16 (PTAB Jan. 21, 2022). Here, it is undisputed that Petitioner does 

generally indemnify its customers and makes custom products for them. E.g., Ex. 

2010. The documents PO requests will show the exact terms of Petitioner’s 

relationship with the Time Barred Entities, including indemnification provisions, 

exclusivity arrangements, joint design efforts, and the specific custom products 

Petitioner makes for the Time Barred Entities. See e.g., Ex. 2901 at 8-11.  
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Second Factor:  Although PO seeks to know whether Petitioner contends that 

it is licensed to PO’s patents, the fact that a request covers a litigation position is not 

dispositive. This case presents the unusual circumstance in which Petitioner’s 

license defense is highly relevant to the time-bar issue here, because by operating as 

a seller of custom products to the Time Barred Entities, Petitioner acts as their agent 

and is thus in privity with them. See, e.g., In re Google LLC, 949 F.3d 1338, 1346 

(Fed. Cir. 2020); John St. Leasehold, LLC v. Cap. Mgmt. Res., L.P., 283 F.3d 73, 75 

(2d Cir. 2002). See e.g., Ex. 2901 at 11-12.  

Third Factor:  The information sought is not reasonably available through 

other means. PO can only obtain Petitioner’s contracts and communications with the 

Time Barred Entities through discovery, because they are not publicly available. See 

e.g., Ex. 2901 at 12-14. 

Fourth Factor: PO’s requests are straightforward. See e.g., Ex. 2901 at 14.  

First Factor: PO’s requests are not burdensome. The discovery is limited to 

agreements and communications directly relating to the relationship between 

Petitioner and the Time Barred Entities and answering one straightforward 

interrogatory. See e.g., Ex. 2901 at 14-15.  

Relief Requested: For at least the foregoing reasons, PO requests that it be 

permitted to file a motion for additional discovery.  
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Dated: February 27, 2024                             Respectfully submitted, 

/Alan L. Whitehurst/    
Alan L. Whitehurst 
Reg. No. 43,263 
awhitehurst@mckoolsmith.com  
Nicholas T. Matich 
Reg. No. L1,373 
nmatich@mckoolsmith.com  
Arvind Jairam  
Reg. No. 62,759   
ajairam@mckoolsmith.com 
Stuart McCommas  
Reg. No. 71,834  
smccommas@mckoolsmith.com  
MCKOOL SMITH, P.C. 
1999 K St. NW, Suite 600 
Washington, DC 20006 
Telephone: (202) 370-8300 
Facsimile: (202) 370-8344 

Archis “Neil” Ozarkar  
Reg. No. 71,265 
nozarkar@mckoolsmith.com 
MCKOOL SMITH, P.C. 
600 Travis Street, Suite 7000 
Houston, TX 77002 
Telephone: (713) 485-7300 
Facsimile: (713) 485-7344 
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CERTIFICATION OF SERVICE 

 The undersigned hereby certifies that a copy of this PATENT OWNER’S 

REQUEST TO FILE A MOTION FOR ADDITIONAL DISCOVERY 

PURSUANT TO 37 C.F.R. §§ 42.51(B)(2)(I) has been served on Petitioner via 

email on the following counsel of record for Petitioner: 

Roger Fulghum 
Roger.Fulghum@BakerBotts.com 
BAKER BOTTS L.L.P. 
One Shell Plaza 
910 Louisiana Street 
Houston, TX  77002 
T.: (713) 229-1234 
 
Mark Speegle 
Mark.Speegle@BakerBotts.com 
Ellyar Y. Barazesh 
Ellyar.Barazesh@BakerBotts.com 
BAKER BOTTS L.L.P. 
401 South First Street, Suite 1300 
Austin, TX  78704 
T: (512) 322-2500 
 
Daniel Anderson  
Daniel.Anderson@andersonpatents.com 
1930 S. Alma School Road, Suite A200 
Mesa, AZ  85210 
T: (602) 516-8265 
 
dlgreenthreadvonsemi@bakerbotts.com 
  
 

 
Dated: February 27, 2024  By: /Alan L. Whitehurst/ 
  Alan L. Whitehurst, Reg. No. 43,263 
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