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’842 Patent 

‘842 Patent, EX1001 (-01243), Claim 1

1. A semiconductor device, comprising:

a substrate of a first doping type at a first doping level having first and second surfaces;

a first active region disposed adjacent the first surface of the substrate with a second 
doping type opposite in conductivity to the first doping type and within which transistors can 
be formed;

a second active region separate from the first active region disposed adjacent to the first 
active region and within which transistors can be formed;

transistors formed in at least one of the first active region or second active region; and

at least a portion of at least one of the first and second active regions having at least one 
graded dopant concentration to aid carrier movement from the first surface to the second 
surface of the substrate.
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’222 Patent 

’222 Patent, EX1001 (-01242, -01244), Claim 1

1. A VLSI semiconductor device, comprising:

a substrate of a first doping type at a first doping level having a surface;

a first active region disposed adjacent the surface with a second doping type opposite in 
conductivity to the first doping type and within which transistors can be formed;

a second active region separate from the first active region disposed adjacent to the first 
active region and within which transistors can be formed;

transistors formed in at least one of the first active region or second active region;

at least a portion of at least one of the first and second active regions having at least one 
graded dopant concentration to aid carrier movement from the first and second active 
regions towards an area of the substrate where there are no active regions; and

at least one well region adjacent to the first or second active region containing at least one 
graded dopant region, the graded dopant region to aid carrier movement from the surface 
towards the area of the substrate where there are no active regions, wherein at least some of 
the transistors form digital logic of the VLSI semiconductor device.
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’222 Patent 

‘222 Patent, EX1001 (-01242, -01244), Claim 44

44. A CMOS Semiconductor device, comprising:

a surface layer;

a substrate;

an active region including a source and a drain, disposed on one surface of the surface layer;
a single drift layer disposed between the other surface of the surface layer and the substrate, 
the drift layer having a graded concentration of dopants extending between the surface layer 
and the substrate, the drift layer further having a first static unidirectional electric drift field 
to aid the movement of carriers from the surface layer to an area of the substrate where 
there are no active regions; and

at least one well region disposed in the single drift layer, the well region having a graded 
concentration of dopants and a second static unidirectional electric drift field to aid the 
movement of carriers from the surface layer to the area of the substrate where there are no 
active regions.
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Instituted Grounds
IPR2023-01242 (U.S. Patent 11,121,222)

Ground Claims 35 U.S.C. § Prior art 

I 1–9, 13, 14, 16–21, 23–28, 32–42 103(a) Kawagoe (EX1007)

II 1, 2, 4–9, 13–23, 25-28, 32–42 103(a) Wieczorek (EX1006), Wolf (EX1008)

III 1–9, 13, 14, 16–21, 23–28, 32–42 103(a) Kawagoe, Gupta (EX1014)

IV 1, 2, 4–9, 13–23, 25–28, 32–42 103(a) Wieczorek, Wolf, Gupta

V 19, 37 103(a) Kawagoe, Silverbrook (EX1042)

VI 19, 37 103(a)
Wieczorek, Wolf, Silverbrook

Institution Decision, Paper 32 (-01242)

Greenthread Ex. 2087, p. 9 of 81 
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Instituted Grounds
IPR2023-01243 (U.S. Patent 10,510,842)

Ground Claims 35 U.S.C. § Prior art 

I 1-18 103(a) Kawagoe (EX1007)

II 1-3, 5-11, 13-18 103(a) Wieczorek (EX1006), Wolf (EX1008)

III 1-18 103(a) Kawagoe, Gupta (EX1014)

IV 1-3, 5-11, 13-18 103(a) Wieczorek, Wolf, Gupta

Petition, Paper 2 (-01243), 13-62
Institution Decision, Paper 31 (-01243)
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Instituted Grounds
IPR2023-01244 (U.S. Patent 11,121,222)

Ground Claims 35 U.S.C. § Prior art 

I 44 103(a) Payne (EX1005)

II 44 103(a) Sakai (EX1006), Kawagoe (EX1007)

Institution Decision, Paper 32 (-01244)
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THE PRIOR ART DISCLOSES ALL 
CLAIM LIMITATIONS
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Kawagoe (U.S. Patent No. 6,043,114) [EX1007] 

Kawagoe, EX1007 (-01242, 
-01243, -01244)
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Kawagoe has a graded dopant concentration to aid carrier movement

Petition, Paper 2 (-01242), 18-23; 
Reply, Paper 62 (-01242), 1-15;

Petition, Paper 2 (-01243), 25-32;
Reply, Paper 61 (-01243), 1-15;

Petition, Paper 2 (-01244), 48-67; 
Reply, Paper 61 (-01244), 1-13 

Kawagoe, EX1007, Figs. 17, 23 (annotated)
Kawagoe, EX1007, 16:2-11K EX1007 16 2 11

“Thus, the impurity concentration of the 
p-well 6p is given such a gradient that it 
is gradually lowered in the depthwise 
direction from the surface of the epitaxial 
layer 2E, so that the influence to be 
caused by the carriers (or electrons) due 
to the į-ray is lowered.  Specifically, the 
electrons produced by the -ray  are 
attracted to the substrate body 2S by 
that concentration gradient and 
prevented from entering the p-well 6p 
so that the soft errors can be reduced in 
case the MIS memory of the DRAM or 
the like is formed in the p-well 6p.”

Greenthread Ex. 2087, p. 14 of 81 
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1. A VLSI semiconductor device, comprising:

a substrate of a first doping type at a first doping level having a surface;

a first active region disposed adjacent the surface with a second doping 
type opposite in conductivity to the first doping type and within which 
transistors can be formed;

a second active region separate from the first active region disposed 
adjacent to the first active region and within which transistors can be 
formed;

transistors formed in at least one of the first active region or second 
active region;

at least a portion of at least one of the first and second active regions 
having at least one graded dopant concentration to aid carrier 
movement from the first and second active regions towards an area of 
the substrate where there are no active regions; and

at least one well region adjacent to the first or second active region 
containing at least one graded dopant region, the graded dopant region 
to aid carrier movement from the surface towards the area of the 
substrate where there are no active regions, wherein at least some of 
the transistors form digital logic of the VLSI semiconductor device.

Kawagoe discloses the elements of Claim 1 (’222 Patent)

Petition, Paper 2 (-01242), 6-28

CMOS

Greenthread Ex. 2087, p. 15 of 81 
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Kawagoe discloses the elements of Claim 1 (’842 Patent)

1. A semiconductor device, comprising:

a substrate of a first doping type at a first doping level having 
first and second surfaces;

a first active region disposed adjacent the first surface of the 
substrate with a second doping type opposite in conductivity to 
the first doping type and within which transistors can be 
formed;

a second active region separate from the first active region 
disposed adjacent to the first active region and within which 
transistors can be formed;

transistors formed in at least one of the first active region or 
second active region; and

at least a portion of at least one of the first and second active 
regions having at least one graded dopant concentration to aid 
carrier movement from the first surface to the second surface 
of the substrate.

CMOS

Petition, Paper 2 (-01243), 13-32
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Wieczorek (U.S. Patent App. Pub. 2003/0183856) [EX1006/1038] 

Wieczorek, EX1006 (-01242, 
-01243), EX1038 (-01244)
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Wieczorek has a graded dopant concentration to aid carrier movement 

Wieczorek, EX1006 (-01242, -01243), 
EX1038 (-01244), Fig. 1b/2b (annotated)

Petition, Paper 2 (-01242), 55-62; 
Reply, Paper 62 (-01242), 15-16;

Petition, Paper 2 (-01243), 50-54;
Reply, Paper 61 (-01243), 15-16;

Petition, Paper 2 (-01244), 51-52, 56
Greenthread Ex. 2087, p. 18 of 81 
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Wolf (Silicon Processing for the VLSI Era) (2000) [EX1008] 

Wolf, EX1008 (-01242, 
-01243, -01244)

Greenthread Ex. 2087, p. 19 of 81 
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Wolf: active regions include source, drain, and channel of transistor

Petition, Paper 2 (-01242), 13-16, 45, 52-58; 
Reply, Paper 62 (-01242), 15-19;

Petition, Paper 2 (-01243), 19-23, 40, 46-52;
Reply, Paper 61 (-01243), 15-19;

Petition, Paper 2 (-01244), 15-18, 45-48

Wolf, EX1008 (-01242, -01243, -01244), pp. 299-300 (annotated)

Wolf, EX1008B (01242), pp. 300Wolf EX1008B (01242) pp 300

“The top surface of the body consists of 
active or transistor regions as well as 
passive or (field) regions. The active 
regions are those in which transistor 
action occurs; i.e., the channel and the 
heavily doped source and drain regions.”

Greenthread Ex. 2087, p. 20 of 81 
Semiconductor v. Greenthread
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1. A VLSI semiconductor device, comprising:

a substrate of a first doping type at a first doping level having a surface;

a first active region disposed adjacent the surface with a second doping 
type opposite in conductivity to the first doping type and within which 
transistors can be formed;

a second active region separate from the first active region disposed 
adjacent to the first active region and within which transistors can be 
formed;

transistors formed in at least one of the first active region or second 
active region;

at least a portion of at least one of the first and second active regions 
having at least one graded dopant concentration to aid carrier 
movement from the first and second active regions towards an area of 
the substrate where there are no active regions; and

at least one well region adjacent to the first or second active region 
containing at least one graded dopant region, the graded dopant region 
to aid carrier movement from the surface towards the area of the 
substrate where there are no active regions, wherein at least some of 
the transistors form digital logic of the VLSI semiconductor device.

Wieczorek/Wolf discloses the elements of Claim 1 (’222 Patent)

Petition, Paper 2 (-01242), 45-63

CMOS

Greenthread Ex. 2087, p. 21 of 81 
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Wieczorek/Wolf discloses the elements of Claim 1 (’842 Patent)

1. A semiconductor device, comprising:

a substrate of a first doping type at a first doping level having 
first and second surfaces;

a first active region disposed adjacent the first surface of the 
substrate with a second doping type opposite in conductivity to 
the first doping type and within which transistors can be 
formed;

a second active region separate from the first active region 
disposed adjacent to the first active region and within which 
transistors can be formed;

transistors formed in at least one of the first active region or 
second active region; and

at least a portion of at least one of the first and second active 
regions having at least one graded dopant concentration to aid 
carrier movement from the first surface to the second surface 
of the substrate.

Petition, Paper 2 (-01243), 40-54

CMOS

Greenthread Ex. 2087, p. 22 of 81 
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Payne (U.S. Patent 4,684,971) [EX1005] (-01244) 

Payne, EX1005 (-01244)
Greenthread Ex. 2087, p. 23 of 81 

Semiconductor v. Greenthread
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Payne has a graded dopant concentration to aid carrier movement 

Petition, Paper 2 (-01244), 18-40
Reply, Paper 61 (-01244), 13-16

Payne, EX1005 (-01244), Figs. 10, 11 (annotated)
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44. A CMOS Semiconductor device, comprising:

a surface layer;

a substrate;

an active region including a source and a drain, disposed on one 
surface of the surface layer;
a single drift layer disposed between the other surface of the 
surface layer and the substrate, the drift layer having a graded 
concentration of dopants extending between the surface layer 
and the substrate, the drift layer further having a first static 
unidirectional electric drift field to aid the movement of carriers 
from the surface layer to an area of the substrate where there 
are no active regions; and

at least one well region disposed in the single drift layer, the well 
region having a graded concentration of dopants and a second 
static unidirectional electric drift field to aid the movement of 
carriers from the surface layer to the area of the substrate where 
there are no active regions.

Payne discloses the elements of Claim 44 (’222 Patent)

Petition, Paper 2 (-01244), 11-40

Greenthread Ex. 2087, p. 25 of 81 
Semiconductor v. Greenthread



BAKER BOTTS 26DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Sakai (U.S. Patent 4,907,058) [EX1006] (-01244) 

Sakai, EX1006 (-01244)Greenthread Ex. 2087, p. 26 of 81 
Semiconductor v. Greenthread
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Sakai has twin double wells and high-to-low dopant concentrations

Petition, Paper 2 (-01244), 10, 48-57

Sakai, EX1006 (-01244), Fig. 10D (annotated)

Sakai, EX1006 (-01244), 5:56-6:4

“At first, a P-well region 2 and an N-well region 3 
each having an impurity concentration of 1015

to 1016 atoms per cm3 and a depth of 3 to 5μm 
are formed in a surface portion of an N- or P-
silicon substrate 1 […]. Next, a P-type impurity and 
an N-type impurity are implanted […], and the 
impurity-doped regions thus obtained are 
extended […] to form a shallow P-well region 4 
and a shallow N-well region 5 each having a depth 
of 0.5 to 1.5μm and an impurity concentration of
5x1016 to 1018 atoms per cm3[.]”

Greenthread Ex. 2087, p. 27 of 81 
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44. A CMOS Semiconductor device, comprising:

a surface layer;

a substrate;

an active region including a source and a drain, disposed on one 
surface of the surface layer;
a single drift layer disposed between the other surface of the 
surface layer and the substrate, the drift layer having a graded 
concentration of dopants extending between the surface layer 
and the substrate, the drift layer further having a first static 
unidirectional electric drift field to aid the movement of carriers 
from the surface layer to an area of the substrate where there 
are no active regions; and

at least one well region disposed in the single drift layer, the well 
region having a graded concentration of dopants and a second 
static unidirectional electric drift field to aid the movement of 
carriers from the surface layer to the area of the substrate where 
there are no active regions.

Sakai/Kawagoe discloses the elements of Claim 44 (’222 Patent)

Petition, Paper 2 (-01244), 40-67

Kawagoe
Sakai

Greenthread Ex. 2087, p. 28 of 81 
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Gupta (U.S. Patent 6,163,877) [EX1014] (-01242, -01243) 

Gupta, EX1014  
(-01242, -01243)Greenthread Ex. 2087, p. 29 of 81 
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Gupta: a plurality of “transistors” or “devices” was well known

Petition, Paper 2 (-01242), 78-83; 
Petition, Paper 2 (-01243), 62-67

Gupta, EX1014 (-01242, -01243), Fig. 4 (annotated)

Gupta, EX1014 (-01242, -01243), 4:12-43G t EX1014 ( 01242 01243) 4 12 43

“FIG. 4 is an illustration of a layout style 
known as one dimensional layout style. 
[…] Referring to FIG. 4, one dimensional 
layout 402 includes two horizontal 
diffusion rows for the placement of P and 
N transistors. PMOS transistors are 
placed in top row 418 and NMOS 
transistor are placed in bottom row 420. 
If two adjacent transistors have 
electrically equivalent terminals, they are 
abutted so as to share a diffusion area, 
forming a chain.”

Greenthread Ex. 2087, p. 30 of 81 
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Silverbrook (U.S. Patent 6,614,560) [EX1042] (-01242) 

Silverbrook, 
EX1042 (-01242)Greenthread Ex. 2087, p. 31 of 81 
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Silverbrook: “CMOS image sensors” were well known

Petition, Paper 2 (-01242), 83-85

Silverbrook, EX1042 (-01242), Fig. 15

Silverbrook, EX1042 (-01242), 6:41-49Silverbrook EX1042 ( 01242) 6:41 49

“Turning now to FIG. 15, there is shown 
an example layout of the Image Capture 
and Processing Chip (ICP) 48. The Image 
Capture and Processing Chip 48 provides 
most of the electronic functionality of the 
camera with the exception of the print 
head chip. The chip 48 is a highly 
integrated System. It combines CMOS 
image Sensing, analog to digital 
conversion, digital image processing, 
DRAM Storage, ROM, and miscellaneous 
control functions in a Single chip.” 

Greenthread Ex. 2087, p. 32 of 81 
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THE “AID CARRIER MOVEMENT” 
LIMITATIONS ARE OBVIOUS
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The prior art gradients aid carrier movement

Reply, Paper 62 (-01242), 1-2;
Reply, Paper 61 (-01243), 1-2;
Reply, Paper 61 (-01244), 1-2 

• No dispute that there are 
graded dopant concentrations 
in Kawagoe, Wieczorek, and 
Payne

• No dispute that graded dopant 
concentrations generate 
electric fields

• No dispute that electric fields 
provide a force in the same 
direction of field

Greenthread Ex. 2087, p. 34 of 81 
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No dispute that graded concentrations generate electric fields

Reply, Paper 62 (-01242), 1-3;
Reply, Paper 61 (-01243), 1-3;
Reply, Paper 61 (-01244), 1-2 

Q. And how does the -- how does a 
graded dopant concentration relate to 
the idea of carrier drift?
A. There's really two things that go on, 
but one is the gradient of a charge
causes electrical -- electrical 
field…The gradient is just the first 
derivative. It's a differential operator. 
So it's the slope, literally. So the slope 
of the charge densities are 
proportional to the field that's 
given off. So this charge gradient 
produces a field which will act upon 
other charge particles.  

E

E

E

EX1052 (-01242, -01243, 
-01244), 83:24-84:23

PO’s Expert

Greenthread Ex. 2087, p. 35 of 81 
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No dispute that electric fields “provide a force … aiding 
movement in the direction of the force”

Reply, Paper 62 (-01242), 1-2, 8-9; Reply, Paper 61 (-01243), 1-2, 9;
Reply, Paper 61 (-01244), 1-2, 8 

EX1052 (-01242, -01243, 
-01244), 108:15-23

Reply Paper 62 (-01242) 1-2 8-9; Reply Paper 61 (-01243) 1-2 9;

Q. So when you talk about in paragraph 49 a concentration gradient 
aiding carrier movement or impeding carrier movement, that cannot 
be agnostic to the direction of the carrier movement, right?
A. Well, a field will provide a force in a direction aiding -- direction --
aiding movement in the direction of the force. That's just basic 
physics.

EX2058 (-01242, -01243, 
-01244), 165:17-166:6

Q. And you relied on that logic, […] if slope is downward, then carriers 
will move; is that basically the logic that you applied? […]
A. No. As I've said, if [...] you have a downward-sloping graded 
dopant concentration, we know from the basic physics that that will
lead to an electric field and that will create a force, which tends to 
move the carriers.

052 ( 01242 0124
PO’s Expert

Petitioner’sPetitioner s
Expert

Greenthread Ex. 2087, p. 36 of 81 
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It should be undisputed that these forces “aid carrier movement”

Reply, Paper 62 (-01242), 1-2, 8-9; Reply, Paper 61 (-01243), 1-2, 9;
Reply, Paper 61 (-01244), 1-2, 8

“[A] field will provide a force in a 
direction aiding -- direction -- aiding 
movement in the direction of the force. 
That's just basic physics.”

“[W]e know from the basic physics that that 
will lead to an electric field and that will create 
a force, which tends to move the carriers.”

“[W
w

E

E

E

Petitioner’sPetitioner
Expert

ddddddddddddddddddddddddddddddddddddiiPO’s Expert

EX1052 (-01242, -01243, 
-01244), 108:15-23

EX2058 (-01242, -01243, 
-01244), 165:17-166:6

Greenthread Ex. 2087, p. 37 of 81 
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It should be undisputed that these forces “aid carrier movement”

Petition, Paper 2 (-01242), 24-28; 
POR, Paper 47 (-01242), 16;

Reply, Paper 62 (-01242), 7-10;
Petition, Paper 2 (-01243), 27-32;

POR, Paper 46 (-01243), 16-17;
Reply, Paper 61 (-01243), 7-10;

Petition, Paper 2 (-01244), 57-67; 
POR, Paper 46 (-01244), 16-17;

Reply, Paper 61 (-01244), 6-9  

Kawagoe: “electrons produced by the į-ray are attracted to 
the substrate body 2S by that concentration gradient and 
prevented from entering the p-well” 

Kawagoe, EX1007 (-01242, 
-01243, -01244), 16:2-11, 

Figs. 17, 23

ee-

ee-

ee-

Kawagoe, EX1007 (-01242, 
-01243, -01244), Figs. 17, 23
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Greenthread’s flawed arguments about “aid carrier movement”

Reply, Paper 62 (-01242), 1-15;
Reply, Paper 61 (-01243), 1-15;
Reply, Paper 61 (-01244), 1-13 

What Greenthread says: Why this argument fails:
• “Graded” does not mean “aided” • Petitioner has shown that specific gradients in Petitioner has shown that specific grad

prior art would aid carrier movement

• Direction of slope insufficient to show “aided” • The patents do not disclose any required slope The patents d
magnitude

• External hypothetical forces may overcome 
internal electric field from gradient

• The prior art does not have such external The prio
forces

• Kawagoe does not address carriers in the 
active region

• The same electric field in Kawagoe extends The same electric field in Kawag
through active region and well

Greenthread Ex. 2087, p. 39 of 81 
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PETITIONER HAS NEVER ARGUED 
“GRADED” MEANS “AIDED”

Greenthread Ex. 2087, p. 40 of 81 
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The prior art gradients aid movement in the claimed direction

EE

EE

EE

Claim 44 (222): a first static unidirectional electric 
drift field to aid the movement of carriers from 
the surface layer to an area of the substrate 
where there are no active regions

Claim 1 (222):  at least one graded dopant 
concentration to aid carrier movement 
from the first and second active regions 
towards an area of the substrate where 
there are no active regions

Claim 1 (842):  at least one graded 
dopant concentration to aid carrier 
movement from the first surface to 
the second surface of the substrate

Reply, Paper 62 (-01242), 1-4; Petition, Paper 2 (-01242), 18-28, 55-60; 
Reply, Paper 61 (-01243), 1-4; Petition, Paper 2 (-01243), 25-32, 50-54; 
Reply, Paper 61 (-01244), 1-4;  Petition, Paper 2 (-01244), 24-40, 57-67 
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Petitioner applied plain and ordinary meaning

Petition at 22:  “In light of the above, Kawagoe satisfies elements [1.5]/[21.5]/[39.5]/[41.5]/[42.5] 
under Patent Owner’s plain meaning construction of the ‘to aid carrier movement’ term.”

“[T]he impurity concentration of the p-
well 6p is given such a gradient that it is 
gradually lowered in the depthwise 
direction from the surface of the 
epitaxial layer 2E, so that the influence to 
be caused by the carriers (or electrons) 
due to the į-ray is lowered.  Specifically, 
the electrons produced y the ray
are attracted to the substrate body 2S
by that concentration gradient … so 
that the soft errors can be reduced in 
case the MIS memory of the DRAM or 
the like is formed in the p-well 6p.”

Kawagoe, EX1007 (-01242, -01243, -01244), 16:2-11, Figs. 17, 23

Reply, Paper 62 (-01242), 1-4; Petition, Paper 2 (-01242), 22, 27, 59; 
Reply, Paper 61 (-01243), 1-4; Petition, Paper 2 (-01243), 29, 53; 

Reply, Paper 61 (-01244), 1-4;  Petition, Paper 2 (-01244), 32, 39, 60, 66 
Greenthread Ex. 2087, p. 42 of 81 
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Petitioner addressed an alternative construction

EX1016 (-01242, -01243), EX1020 (-01244), 289-290

Petition at 22:  “Kawagoe also satisfies these claim elements under Intel’s alternative proposed 
construction that the term means ‘to sweep the carriers from the first and second active 
regions towards an area of the substrate where there is no active region.’” (Cleaned up)

“Kawagoe’s Figure 17 illustrates a 
downward-sloping graded dopant 
concentration and Applicant 
represented to Patent Office during 
prosecution of the parent ‘195 Patent 
that a downward-sloping graded
dopant concentration was known in 
the prior art to create an ‘inherent 
‘built-in’ unidirectional electric 
field’ that sweeps carriers down into 
the substrate (where there are no 
active regions)[.]”

Reply, Paper 62 (-01242), 1-4; Petition, Paper 2 (-01242), 22-23, 27-28, 59-60; 
Reply, Paper 61 (-01243), 1-4; Petition, Paper 2 (-01243), 29-30, 53-54; 

Reply, Paper 61 (-01244), 1-4;  Petition, Paper 2 (-01244), 32-33, 39-40, 60-61, 66-67 Greenthread Ex. 2087, p. 43 of 81 
Semiconductor v. Greenthread
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NO SPECIFIC SLOPE IS REQUIRED
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The claims do not require any specific dopant gradient

Claim 44 (222): the drift layer further having 
a first static unidirectional electric drift field 
to aid the movement of carriers from the 
surface layer to an area of the substrate 
where there are no active regions

Claim 1 (222):  at least a portion of at least one 
of the first and second active regions having at 
least one graded dopant concentration to aid 
carrier movement from the first and second 
active regions towards an area of the substrate 
where there are no active regions

Claim 1 (842):  at least a portion of at least one 
of the first and second active regions having at 
least one graded dopant concentration to aid 
carrier movement from the first surface to the 
second surface of the substrate

Reply, Paper 62 (-01242), 5-9; Petition, Paper 2 (-01242), 18-28, 55-60; 
Reply, Paper 61 (-01243), 5-9; Petition, Paper 2 (-01243), 25-32, 50-54; 
Reply, Paper 61 (-01244), 4-8;  Petition, Paper 2 (-01244), 24-40, 57-67 Greenthread Ex. 2087, p. 45 of 81 
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The specification only refers to a “relative slope”

’222 Patent, EX1001 (-01242, -01244), 2:60-64
’842 Patent, EX1002 (-01243),  3:1-4 

’222 Patent, EX1001 (-01242, -01244), 2:60-64

“The relative slope of the donor concentration throughout the 
base creates a suitable aiding drift electric field.”

’222 Patent, EX1001 (-01242, -01244), Fig. 5B
’842 Patent, EX1002 (-01243), Fig. 5B

Fig. 5B Fig. 5C

Reply, Paper 62 (-01242), 6;
Reply, Paper 61 (-01243), 6; 
Reply, Paper 61 (-01244), 5

’222 Patent, EX1001 (-01242, -01244), Fig. 5C
’842 Patent, EX1002 (-01243), Fig. 5C
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Applicant later explained “relative slope” means one side being 
“relatively lower than the other side”

Related U.S. Patent Application 17/728,588 – Response filed 
August 1, 2024

“The structure of this transistor is described as having 
a base region that has a donor dopant concentration 
gradient that is high at the emitter-base junction and 
low at the base-collector injunction. This corresponds 
to the label ‘B’ in Figure 1. This is defined as a
‘relative slope’ which means nothing more than
the fact that one-side is relatively lower than the
other side. This slope is defined "throughout" the 
base to create ‘a suitable aiding drift electric field, to 
help the holes (p-n-p transistor) traverse from the 
emitter to collector.”

EX1054 (-01242, -01243, -01244), 12; 
EX1055 (-01242, -01243, -01244), 5

Reply, Paper 62 (-01242), 6;
Reply, Paper 61 (-01243), 6; 
Reply, Paper 61 (-01244), 5

EX1054 (-01242, -01243, -01244), 12; 
EX1055 (-01242, -01243, -01244), 5

Greenthread Ex. 2087, p. 47 of 81 
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Example dopant concentrations for emitter-collector gradient 
are irrelevant

’222 Patent, EX1001 (-01242, -01244), 2:54-64
’842 Patent, EX1002 (-01243), 2:62-3:11

“The relative doping concentrations of emitter
and collector regions varies from 1018 to 
1020/cm3, whereas the base region is 1014 to 
1016/cm3 depending on the desired 
characteristics of the BJT. In graded base p-n-p 
transistors, the donor dopant concentration may 
be 10 to 100x at the emitter-base junction, 
relative to the base-collector junction 60 (1x). The 
gradient can be linear, quasi linear, exponential 
or complimentary error function. The relative 
slope of the donor concentration throughout the 
base creates a suitable aiding drift electric field,
to help the holes (p-n-p transistor) transverse
from emitter to collector.”

’222 Patent, EX1001 (-01242, -01244), Fig. 1
’842 Patent, EX1002 (-01243), Fig. 1

PO Sur-Reply, Paper 65 (-01242), Paper 64 (-01243), 20-21;
PO Sur-Reply, Paper 64 (-01244), 16Greenthread Ex. 2087, p. 48 of 81 
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PO represented that “particular direction” of gradient 
determines carrier movement

EX1020 (-01242, -01243), native p. 2, exhibit p. 11EX1020 (-01242 -01243) native p 2 exhibit p 11

“These dopants can also change the net electrical charge distribution 
in the surrounding silicon, which can influence the motion of other 
charge carriers passing by. When the dopant concentration is graded 
in a particular direction, other charge carriers will move in the 
gradient direction (or opposite direction) depending on the charge 
carrier’s polarity. This phenomenon is called ‘carrier drift.’”

Reply, Paper 62 (-01242), 3-4;
Reply, Paper 61 (-01243), 3-4

Greenthread Ex. 2087, p. 49 of 81 
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PO represented that magnitude is irrelevant

“The claim specifies the graded dopants create an electric field that aids 
movement of the carriers away from the surface layer. Defendants assert that 
the specification does not provide guidance on how to assess or measure 
carrier movement. This is not true. The claims and the specification make clear 
that the electric field must move the carriers in a particular direction (from 
the surface layer to the substrate). Whether the carrier movement has a 
particular speed or acceleration is beyond the scope of the claim, as long 
as it meets the other limitations of the claim.”

Reply, Paper 62 (-01242), 3;
Reply, Paper 61 (-01243), 3

EX1020 (-01242, -01243), native p. 29, exhibit p. 38
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THE PRIOR ART DOES NOT HAVE 
EXTERNAL FORCES

Greenthread Ex. 2087, p. 51 of 81 
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Dr. Blalock explained that the prior art does not disclose 
hypothetical opposing forces

EX2058, 132:6–22EX2058 132:6–22

Q. So you mentioned that if there aren’t other fields present and the 
carrier was introduced into that field, you'll move the carrier. Where 
could other fields come from?
A. Externally applied voltages from the circuit, if the structure's in a 
circuit, things like that. Or I suppose some environmental effect. I 
don't know.
Q. Is anything like that described in the prior art reference that you 
are relying on, Kawagoe?
A. As I said, none of that is -- all these discussions are about we built
this device and we put in a gradient to create this electric field, which
tends to move carriers down into the substrate. And we don't need to 
get into the rest of it. […]

Petitioner’sPetitioner s
Expert

Reply, Paper 62 (-01242), 8, 10-12;
Reply, Paper 61 (-01243), 8, 10-12;
Reply, Paper 61 (-01244),  7, 9-11
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Electrons prevented from entering p-well because there are no 
external forces stronger than the concentration gradient
Kawagoe: “electrons produced by the į-ray are attracted 
to the substrate body 2S by that concentration gradient
and prevented from entering the p-well” 

Kawagoe, EX1007 (-01242, 
-01243, -01244), 16:2-11, Figs. 17, 23

Institution Decision, Paper 21 
(IPR2024-00263), 19:

“Indeed, the fact that carriers are 
prevented from entering the active 
regions in Kawagoe, such as p-well 
6p, appears to be strong evidence 
that the downward facing electric 
field is not negated or reversed by 
other fields or forces.”

Reply, Paper 62 (-01242), 10-12; Petition, Paper 2 (-01242), 18-28; 
Reply, Paper 61 (-01243), 10-12; Petition, Paper 2 (-01243), 25-32; 
Reply, Paper 61 (-01244), 9-11;  Petition, Paper 2 (-01244), 48-67 
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The Examiner did not suggest other parameters required for 
“aid carrier movement” term

POR, Paper 47 (-01242), 16 (citing EX1016, 270));
POR, Paper 46 (-01243), 16 (citing EX1016, 270);
POR, Paper 46 (-01244), 14 (citing EX1020, 270)

Reply, Paper 62 (-01242), Paper 61 
(-01243), 6 (citing EX1016, 270); 

Reply, Paper 61 (-01244), 5 (citing 
EX1020, 270)

POR, Paper 47 (-01242), 16 (citing EX1016, 270

Greenthread: “[D]uring prosecution, the examiner said … that 
‘without knowing other parameters of the device’ one cannot 
say whether the field would aid carrier movement.”

R

What the Examiner actually said:

“a unidirectional drift field may attempt to apply a force 
on all minority carriers in a specific direction, it does not 
appear to ensure (without knowing other parameters of 
the device) that it will draw ‘all’ minority carriers from 
said surface layer to said surface.”

Greenthread Ex. 2087, p. 54 of 81 
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Applicant represented that a unidirectional electric field 
“ensur[es] that all minority carriers are being moved”

EX1016 (-01242), 290
EX1016 (-01243), 290
EX1020 (-01244), 290

EX
EX
EX

“The Office Action also states that ‘such a unidirectional drift field may attempt to apply 
a force on all minority carriers in a specific direction, it does not appear to ensure 
(without knowing other parameters of the device) that it will draw ‘all’ minority carriers 
... ’  Yet, this argument appears to not consider that the graded dopant concentration 
itself creates a ‘built-in’ electrical field that forces the movement of carriers into a 
particular direction[.] […] Applicant respectfully submits that this inherent ‘built-in’ 
unidirectional electric field is the additional parameter for ensuring that all minority 
carriers are being moved in one direction and which parameter the Office Action 
deemed to be missing from the disclosure.” 

Reply, Paper 62 (-01242), 4-5; 
Reply, Paper 61 (-01243), 4-5; 
Reply, Paper 61 (-01244), 3-4 

EX1016 (-01242), 286
EX1016 (-01243), 286
EX1020 (-01244), 286
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KAWAGOE’S GRADIENT AIDS CARRIER 
MOVEMENT FROM WELL TO SUBSTRATE

Greenthread Ex. 2087, p. 56 of 81 
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Carriers are present throughout Kawagoe’s device

Q. Okay. Electrons from a variety of sources would be found throughout the 
Kawagoe device, right? 

A. There are other electrons generated from other things, yes. 
EX1052 (-01242, -01243, -01244), 118:9-13

Q. For the device shown in Figure 17 of Kawagoe, along the depth 0 to WW, is 
there any region where there would not be electrons? 

A. This is a p-well, so it is substantially holes. There are electrons as minority
species.

EX1052 (-01242, -01243, -01244), 120:11-17

Q
tttttPO’s Expert

Reply, Paper 62 (-01242), 12-13; 
Reply, Paper 61 (-01243), 12-13; 
Reply, Paper 61 (-01244), 11-12 
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Kawagoe’s electric field “from 0 past Ww” pushes electrons down

Kawagoe, EX1007 (-01242, 
-01243, -01244), Figs. 17, 23; 15:26-36; 

EX1052 (-01242, -01243, -01244), 
110:18-116:3

Q. So throughout the depth in Kawagoe from 0 past WW, there is an electric field 
pushing electrons downward?

A. Yes, there's that field shown in Figure 17. 
EX1052 (-01242, -01243, -01244), 113:12-16

PO’s Expert

Reply, Paper 62 (-01242), 11-12; 
Reply, Paper 61 (-01243), 11-12; 
Reply, Paper 61 (-01244), 10-12 
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The electric field both aides electron movement one direction 
and impedes movement in the opposite direction

Kawagoe, EX1007 (-01242, 
-01243, -01244), Figs. 17, 23 

A. I'm not sure, beyond that, what 
there is to say, you know. The field
-- the force of the electric field
and its direction provide -- aids
movement in the direction of the
field.

Q. And it impedes movement in the 
opposite direction?

A. Yeah, in -- the 180 degree
opposite direction, yes, it will
repel, and it pushes it away.

EX1052 (-01242, -01243, -01244), 109:6-14

Aides

Impedes

b
PO’s Expert

Reply, Paper 62 (-01242), 10-12; 
Reply, Paper 61 (-01243), 10-12; 

Reply, Paper 61 (-01244), 9-12 
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Nishizawa disproves PO’s argument about whether alpha ray 
strikes create electrons in the active region

Nishizawa, EX2060 (-01242, -01243, -01244), 
19:41-42, Figs. 34-36;

EX1052 (-01242, -01243, -01244), 123:17-128:11

i hi 2060 012 2 012 3 012

Q. Okay. So would you agree with me that the n+ regions 12 and 13 in Figure 
35 correspond to an active region?

[…] A. I would say, generally, these look to be part of an active region, yes.

Q. And if you look at column 19, line 41, 42, this is just after the discussion 
you cited in your report, right?

A. Same column, same paragraph, I think, yes.

Q. And there's a sentence at line 41 that says, "In other words, several ten 
thousand electrons will flow into the n+ type region 13“[?]

A. Yes.

EX1052 (-01242, -01243, 
-01244), 125:5-19

PO’s Expert

Reply, Paper 62 (-01242), 13-14; 
Reply, Paper 61 (-01243), 13-14; 
Reply, Paper 61 (-01244), 12-13 Greenthread Ex. 2087, p. 60 of 81 
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Petitioner is not proposing to modify Kawagoe in view of Wang

Petition (-01242) at 28: “Indeed, as discussed in Wang and as was 
well understood in the art, an a-ray generates a stream of millions 
of carriers (e.g., electrons) that can cause single-event upset (SEU) 
soft errors.” 

Wang, EX1009 (-01242, -01243), 
EX1013 (-01244), Fig. 2(a)

W EX1009 ( 01242 01243)

Kawagoe, EX1007 (-01242, 
-01243, -01244), 16:2-11, Figs. 17, 23

Petition, Paper 2 (-01242), 28; 
Reply, Paper 62 (-01242), 14-15

Petition, Paper 2 (-01243), 28-29;
Reply, Paper 61 (-01243), 14-15;

Petition, Paper 2 (-01244), 29-30; 
Reply, Paper 61 (-01244), 13-14  
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THE “OPPOSITE IN 
CONDUCTIVITY” LIMITATIONS 

ARE OBVIOUS

Greenthread Ex. 2087, p. 62 of 81 
Semiconductor v. Greenthread
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NMOS active region is opposite in conductivity to P-type substrate
[1.2] a first active region disposed adjacent the surface with a second 

doping type opposite in conductivity to the first doping type and 
within which transistors can be formed;
See also limitations [21.2], [39.2], [41.2], [42.2]  (’222 patent); limitations [1.2], [9.2] (’842 patent).

“The element forming region, as enclosed by the field
insulating film 3, is formed, for example, with an n-
channel MOS.FET (as will be shortly referred to as 
‘nMOS’) 4N and a p-channel MOS.FET (as will be shortly 
referred to as 50 ‘pMOS’) 4P, and these nMOS 4N and 
pMOS 4P constitute a CMOS (i.e., Complementary Metal 
Oxide Semiconductor) circuit.” 

*   *   *
“The semiconductor regions 4Na and 4Nb are regions for 
forming the source-drain regions of the nMOS 4N. The 
semiconductor regions 4Na and 4Nb are doped with 
an n-type impurity such as phosphor (P) or arsenic (As) 
in a concentration (dose) of about 1x1015 atoms/cm2.”

Kawagoe, EX1007 (-01242, -01243), 8:46-9:3; 
see also 14:46-55, 15:26-40; 

EX1003 (-01242), ¶81; EX1003 (-01243), ¶79.

Petition, Paper 2 (-01242), 13-16; 
Reply, Paper 62 (-01242), 16-19;

Petition, Paper 2 (-01243), 19-22, 36;
Reply, Paper 61 (-01243), 16-19
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Figures in ’222/’842 patents show NMOS and P substrate

Fig 5A – CMOS (both) & P substrate
Fig 5B – NMOS & P substrate

Fig 5C – NMOS & P substrate
‘222 Patent (EX1001), Figs. 5A, 5B, 5C

Reply, Paper 62 (-01242), 16-18;
Reply, Paper 61 (-01243), 16-18
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The “doping type” of active region is not limited to well/channel

EX1052 (-01242, -01243, -01244), 137:1-14 EX1052 ( 01242 01243 01244) 137 1 14

Q. The n-type source and drain for the 
NMOS on the right-hand side of Kawagoe, 
an n-type source and drain is opposite in 
conductivity type to a p-type substrate, 
right?

[…]A. An n-type source and drain is n-
type. A p-type substrate is a p-type, so
they would be opposite, yes.

Q. Would you say that the source and drain 
are part of the active region?

[…]A. Sources and drains are part of the
active region, yes.

EX1052, 137:1-14X1052 137 1
PO’s Expert

POR, Paper 47 (-01242), 31-33;
POR, Paper 46 (-01243), 31-33;

Reply, Paper 62 (-01242), 16-18;
Reply, Paper 61 (-01243), 16-18

Kawagoe, EX1007 (-01242, -01243), 
8:46-9:3; see also 14:46-55, 15:26-40; 

EX1003 (-01242), ¶81; EX1003 
(-01243), ¶79. Greenthread Ex. 2087, p. 65 of 81 
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Kawagoe satisfies Greenthread’s narrow construction for 
“doping type” of active region

EX1052 (-01242, -01243, -01244), 135:3-9; see also 
22:7-28:24, 71:12-75:23, 132:24-137:14

Kawagoe, EX1007 (-01242, -01243), 9:40-54, 17:50-54, 
18:15-23, 21:55-61, Fig. 23 

EX1052 (-01242 -01243 -01244) 135:3-9; see also

Q. And you told me that you believed that 
Figure 5B did have an active region 
conductivity type that was opposite to the 
p-type substrate?

Q. Yes, you view Figure 5B along with, of 
course, 5A, and the description that says
it's a CMOS substrate, it has both types.

EX1052, 135:3-9

Kawagoe shows a CMOS, it has both types

EX1052 135 3
PO’s Expert

Reply, Paper 62 (-01242), 18-19;
Reply, Paper 61 (-01243), 18-19
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THE ISOLATION REGION 
CLAIMS ARE OBVIOUS

Greenthread Ex. 2087, p. 67 of 81 
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Claims 6 and 27 (’222 patent); Claims 7 and 15 (’842 patent)
6 The VLSI semiconductor device of claim 1, wherein the first active region and 

second active region are each separated by at least one isolation region.

27 The VLSI semiconductor device of claim 21, wherein the first active region and 
second active region are each separated by at least one isolation region.

7 The semiconductor device of claim 1, wherein the first active region and second 
active region are each separated by at least one isolation region.

15 The semiconductor device of claim 9, wherein the first active region and second 
active region are each separated by at least one isolation region.

Claims do not say how much separation is required
Petition, Paper 2 (-01242), 31-32; 

Reply, Paper 62 (-01242), 19-22Greenthread Ex. 2087, p. 68 of 81 
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Kawagoe alone or in view of Gupta satisfies claims 6 and 27 of 
the ’222 patent and claims 7 and 15 of the ’842 patent

Kawagoe, EX1007 (-01242, 
-01243), 8:40-52, 15:37-40, 
17:62-18:8, 8:36-40, 9:3-6, 

9:47-53, 17:22-25; 
Wolf, EX1008A (-01242, 

-01243), 818-20, FIG. 16-11(f); 
EX1003 (-01242), ¶116; 
EX1003 (-01243), ¶103

Kawagoe: insulating film 3 separates at least the surface portions of the 
first and second active regions

Kawagoe contemplates active regions “formed in the range of the 
thickness of epitaxial layer 2E” (as alleged by Greenthread), but also
teaches active regions having a depth (e.g., 0.5 μm) that is significantly 
less than epitaxial layer 2E (e.g., 5 μm)

Petition, Paper 2 (-01242), 31-32; 
Reply, Paper 62 (-01242), 19-21;

Petition, Paper 2 (-01243), 34-35, 38;
Reply, Paper 61 (-01243), 19-21
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Kawagoe alone or in view of Gupta satisfies claims 6 and 27 of 
the ’222 patent and claims 7 and 15 of the ’842 patent

Kawagoe: “Next, as shown in FIG. 6, the field 
insulating film 3 made of SiO2 or the like is 
formed over the principal surface of the epitaxial 
layer 2E by the LOCOS method or the like.”

EX1052, 140:3-24 

Kawagoe, EX1007 (-01242, -01243), 8:40-52, 15:37-40, 17:62-18:8; 
Wolf, EX1008A (-01242, -01243), 818-20, FIG. 16-11(f); 
EX1003 (-01242), ¶116; EX1003 (-01243), ¶103.

Q. Do you know how LOCOS works?

A. It's a usually either steam or ozone -- high-
temperature oxygen oxidation of a silicon -- areas 
of a silicon substrate… it consumes a portion of
the silicon and works its way downward.tttttttttttttttttttttttttttPO’s Expert

Petition, Paper 2 (-01242), 31-32; 
Reply, Paper 62 (-01242), 21;

Petition, Paper 2 (-01243), 34-35, 38;
Reply, Paper 61 (-01243), 21

EX1052 (-01242, -01243, 
-01244), 139:2-142:2 
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Kawagoe still teaches an “isolation region” under Greenthread’s 
interpretation

EX1052 (-01242, -01243, 
-01244), 142:24-143:6 

A. Essentially, [a channel stopper region’s] 
purpose is to stop errant carriers from 
migrating from one transistor to another. It 
needs to be deep enough to do that, but not 
deeper. 

“Over the principal surface of the epitaxial 
layer 2E, there is formed a field insulating 
film 3 which is made of silicon dioxide 
(SiO2), for example. Incidentally, a channel 
stopper region is formed below the field 
insulating film 3, although not shown.”

Kawagoe, EX1007 
(-01242, -01243, -01244), 

8:40-45

PO’s Expert

Reply, Paper 62 (-01242), 21-22;
Reply, Paper 61 (-01243), 21-22
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GREENTHREAD’S LICENSE 
AGREEMENTS DO NOT SHOW 

NON-OBVIOUSNESS
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Evidence of nexus is required for license agreements

“[T]he fact that a patent has been licensed, taken alone, generally is 
insufficient for purposes of showing commercial success.”

Itron Networked Sols., Inc. v. Acoustic Tech., Inc., No. IPR2017-01031, 
2018 WL 10440326, at *10 (P.T.A.B. Aug. 21, 2018)

“[A]ffirmative evidence of nexus [is required][…] because it is often 
cheaper to take licenses than to defend infringement suits.”

Iron Grip Barbell, 392 F.3d at 1324 (internal quotation marks omitted)

A licensee being “a market leader . . . [with] a good reputation in 
the industry” is not sufficient to establish a nexus between the 
claimed invention and the license

GCE Gas Control Equip. Inc. v. VBOX, Inc., IPR2023-00326, Paper 27, 56-58 
(P.T.A.B. June 24, 2024) (Final Written Decision)Reply, Paper 62 (-01242), 23-26;

Reply, Paper 61 (-01243), 23-26;
Reply, Paper 61 (-01244), 17-20 Greenthread Ex. 2087, p. 73 of 81 
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PO’s litigation settlements are not evidence of non-obviousness

The Federal Circuit vacated because “the Board erroneously presumed nexus 
between the evidence of secondary considerations and the independent claims”

Fox Factory, Inc. v. SRAM, LLC, 944 F.3d 1366, 1378 (Fed. Cir. 2019)

On remand, the Board found all challenged claims unpatentable because:  
“Patent Owner shows a weak nexus” for licenses mentioning the patents at 
issues and “no nexus with respect to the remaining licenses” that did not.

Fox Factory, Inc. v. SRAM, LLC, IPR2017-00472, Paper 74, 4, 14, 24-25 (P.T.A.B. Feb. 25, 2021)

Greenthread POR (at 39): “Finally, licenses that are part of litigation settlements 
can also be probative of non-obviousness. Fox Factory Inc. v. SRAM LLC, 
IPR2017-00472, Paper 64 at 44 (PTAB April 18, 2018).”

Reply, Paper 62 (-01242), 24;
Reply, Paper 61 (-01243), 24;
Reply, Paper 61 (-01244), 18

POR, Paper 47 (-01242), 39; POR, Paper 46 (-01243), 38; POR, Paper 46 (-01244), 37

Greenthread Ex. 2087, p. 74 of 81 
Semiconductor v. Greenthread



BAKER BOTTS 75DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

No evidence that licensees valued of the claimed inventions

Mr. John, 
President of 
Greenthread

Q. Have you looked at the claims of the ’842 Patent?
A. No.

Q. Have you looked at the claims of the ’222 Patent?
A. Not that I can remember.

Q. Are you aware of any connection between the claims of the ’222 Patent and the 
license agreements in your declaration?
A. Not being an engineer, no.

Q. Are you aware of any connection between the claims of the ’842 Patent and the 
licenses in your declaration?
A. Don’t remember.

Q. At any time during any of the negotiations for any of the license agreements 
that are mentioned in your· declaration, did any of the licensees mention a specific 
claim from the ’842 or ’222 Patent? 
A. I don’t know.

EX1053 (-01242, -01243,  -01244),  25:25-26:25

Reply, Paper 62 (-01242), 22-23;
Reply, Paper 61 (-01243), 22-23;
Reply, Paper 61 (-01244), 16-17
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No evidence that licensees valued of the claimed inventions

Mr. John, 
President of 
Greenthread

EX1053 (-01242, -01243, 
-01244),  24:21-25:1

Q. Are the ’842 Patent and ’222 Patent that are at issue in these proceedings 
particularly valuable to Greenthread? 

A. Not that I remember.

EX1053 ( 01242 01243

Q. Do you know if [licensees] ever mentioned the ’222 Patent or ’842 Patent that 
are at issue in this litigation?

A. I don’t remember.

EX1053 (-01242, -01243, 
-01244),  25:9-14

Reply, Paper 62 (-01242), 22-23;
Reply, Paper 61 (-01243), 22-23;
Reply, Paper 61 (-01244), 16-17Greenthread Ex. 2087, p. 76 of 81 
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RPX’s involvement shows licenses motivated by litigation cost

Reply, Paper 62 (-01242), 24-26;
Reply, Paper 61 (-01243), 24-26;
Reply, Paper 61 (-01244), 18-20

EX1051 (-01242, 
-01243, -01244), 2

EX1051 (-01242, 
-01243, -01244), , 1Greenthread Ex. 2087, p. 77 of 81 
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THE PETITION IS TIMELY
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Greenthread’s arguments have already been rejected by the 
Board and during Director Review

• Petitioner onsemi filed this IPR in response to Patent Owner’s lawsuit

• Arms-length customer/supplier agreements do not create privity

• No evidence showing that any prior litigant is in privity with Petitioner
Worlds Inc. v. Bungie, Inc., 903 F.3d 1237, 1242–44 (Fed. Cir. 2018)

See, e.g., WesternGeco, 889 F.3d at 1319-1322; Wi-Fi One, LLC v. Broadcom Corp., 
887 F.3d 1329, 1340–41 (Fed. Cir. 2018); Samsung Electronics Co. Ltd. v. Netlist Inc., 

IPR2022-00615, Paper 64 at 22-26 (PTAB, June 30, 2023).

Reply, Paper 62 (-01242), 26-28;
Reply, Paper 61 (-01243), 26-28;
Reply, Paper 61 (-01244), 20-22;
Order Denying Director Review, 

Paper 44 (-01242), Paper 43 (-
01243, -01244) Greenthread Ex. 2087, p. 79 of 81 
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Greenthread’s arguments have already been rejected by the 
Board and during Director Review

Reply, Paper 62 (-01242), 26-28;
Reply, Paper 61 (-01243), 26-28;
Reply, Paper 61 (-01244), 20-22 

It would be fundamentally unfair to allow Patent Owner to 
manufacture privity between Petitioner and a prior litigant

• Patent Owner’s privity arguments rest on idea that PO’s agreement 
with RPX created a time bar for Petitioner

• Petitioner was a stranger to the RPX agreement and a stranger to the 
prior litigations

Petitioner should not be denied its day in court 
because of PO’s conduct
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