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1IPR2024-00263, -00264, -00265, -00266
Your Honors,

Patent Owner in the above captioned IPRs requests an extension of the deadline for its POPR,
currently due March 28. The above captioned IPRs raise substantially the same issue of timeliness
under 315(b) as other IPRs against related patents filed by the same petitioner (IPR2023-01242,
-01243, -01244). The Panel’s institution decision in those cases is the subject of a pending petition
for Director review. The outcome of the Director Review process is likely to substantially affect
Patent Owner’s POPR. Therefore, Patent Owner requests an extension for filing of its POPR until two
weeks after the Director acts on Patent Owner’s petition. In the alternative, Patent Owner requests
a two week extension to file its POPR.

Patent Owner met and conferred with Petitioner prior to sending the present email. Patent Owner
has explained to Petitioner that Petitioner has added excessive and inappropriate argument to its
position (below) in this email.

Petitioner’s Position
“Petitioner is opposed to the requested extension.

First, the extension requested by Patent Owner is unnecessary. If the Director grants PO’s
Director review request, PO could approach the Board in IPR2024-00263, -00264, -00265,
-00266 for appropriate guidance in view of the grant. If necessary, the PO could take this
action after the PO has filed its patent owner preliminary response and even after
institution. Thus, there is no need to wait for a ruling from the Director on a request filed in
another IPR.

Second, it is unlikely that the Director will grant PO’s Director review request, as PO’s
request for Director Review is based on an extreme position on privity that is not supported
by facts or law.

Third, an extension of the due date to file a patent owner preliminary response would have

the effect of extending the due date for an institution decision (35 U.S.C. 314(b)) and the
due date for a final written decision (35 U.S.C. 316(a)(11)), which is not appropriate in view
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of the fact that a request for Director Review does not stay the proceeding that is itself the
subject of the request. Moreover, extending the timing for institution will prejudice
Petitioner as PO has opposed Petitioner’s motion to stay the co-pending district court case
on the basis, inter alia, that the present IPRs have not yet been instituted.

Fourth, Petitioner is concerned that PO is attempting to circumvent the word count limits by
seeking the benefit of its prior (failed) privity argument without actually briefing that
argument in this proceeding. PO is adopting a wait-and-see approach in which PO may pivot
to a secondary set of arguments if the pending Director review requests are denied.

In sum, no extension is necessary or warranted. If the Director grants the pending Director
review requests in IPR2023-01242, -01243, -01244, the PO can take appropriate action in
IPR2024-00263, -00264, -00265, -00266 and without regard to the procedural status of this
later set of IPR proceedings.”

Respectfully,
Arvind Jairam
Counsel for Patent Owner
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