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Petitioner’s opposition is based on a shocking lack of candor with the Board 

regarding what it knows of PO’s licenses to  and Intel (“Licensees”).  First, 

Petitioner was, until recently, an RPX member and knows how RPX licenses work.  

As RPX explains in the attached declaration, “[b]y operation of their membership 

agreements with RPX, Intel and  acquired the full scope of sublicensable rights 

Greenthread granted to RPX at the time the RPX-Greenthread Agreement was 

executed.”  Ex. 2028.  Petitioner—not PO—has seen RPX’s membership agreement.  

Therefore, the RPX agreement (Ex. 2022) is the license.  Petitioner knows that, and 

knows its suggestion to the contrary is false.     

Second, Petitioner’s claim that its IPR “counsel was only provided with a copy 

of EX2022 last month” is literally true only because Petitioner’s IPR counsel 

ignored PO’s explicit offers to give it to him.  PO offered to produce the licenses to 

Petitioner’s IPR counsel during a “call from Monday of this week,” i.e., May 22—

more than two months before Petitioner filed its petitions.  Ex. 2029, 1-2.  IPR 

counsel said seeing the licenses would only be “meaningful” if in-house counsel 

could see the licenses too.  Id., 2.  PO did not object and requested RPX’s permission 

for in house counsel to see them (as required by the license).  RPX said “no.”  On 

May 31, PO wrote to Petitioner’s IPR counsel: “We received the following response 

from RPX: ‘… Please do not share the RPX Licenses with OnSemi’s in-house 

counsel.’” Id., 1.  IPR counsel did not respond.  PO then followed up and asked IPR 
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counsel “if it would be helpful to produce the license agreements on an ‘Outside 

Attorney Eyes Only’ basis.”  Id., 1.  Again, Petitioner’s IPR counsel did not respond.   

Even if Petitioner had some need for in house counsel to see an opposing 

party’s licenses—which does not ordinarily occur in litigation—Petitioner has its 

own relationship with RPX and could equally have contacted RPX.  Nevertheless, 

PO produced the licenses, in spite of Petitioner’s apparent lack of interest, and 

contacted RPX again. With RPX’s permission, PO has now provided a redacted 

version of the agreement for Petitioner’s in house counsel. 

* * * * * * 

Petitioner’s misrepresentations distract from the core issue in PO’s motion 

and the gating issue for this proceeding: Whether Petitioner may limit its 

infringement liability by cloaking itself in Intel’s and  (“Licensees’”) rights 

to “have made” products under their licenses.  Ex. 2022, 2-3, 5.  Whichever way one 

looks at it, Petitioner has a “pre-existing substantive legal relationship” giving rise 

to privity.  Mot., 9 (citing AIT, LLC v. RPX Corp., 897 F.3d 1336, 1360 (Fed. Cir. 

2018)).  First, Petitioner and Licensees are “preceding and succeeding owners of” 

licensed (or infringing) articles.  Taylor v. Sturgell, 553 U.S. 880, 894 (2008).  

Petitioner’s use and sale of those articles is what gives rise to liability.  Second, 

Petitioner is acting as a manufacturing “agent for” Licensees by exercising 

Licensees’ “have made” rights under the license.  Id. at 895 (emphasis added).  
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Black’s Law dictionary tracks Taylor when it refers to a common “interest in the 

same … transaction [i.e., sale of accused products]… or piece of property [i.e., the 

accused products themselves].”  Ex. 2013; see id. (defining “vertical privity” as 

“[t]he legal relationship between parties in a product’s chain of distribution.”).  

Petitioner dismisses Black’s Law Dictionary with “all due respect,” but ignores the 

fact that Taylor makes the very same point.  Opposition (“Opp.”), 6.    

Petitioner could have mooted a large portion of PO’s motion by answering 

some straightforward questions, such as whether it plans to claim the benefit of the 

licenses.  Instead, Petitioner says that its license defense “has no bearing on the 

resolution of this motion.” Id.  But, if Petitioner really believed that, then it would 

simply acknowledge that it plans to assert Licensee’s rights.  Petitioner doesn’t admit 

its plans to do that, because doing so would jeopardize its Petition.  Instead, 

Petitioner forced PO to file this motion and now opposes it with irrelevant arguments 

and “false and misleading” statements of fact.  Opp., 2.   

Petitioner flips the burden of proof:  Petitioner claims it is “unreasonable for 

PO to base its discovery demand on an agreement that Petitioner has not seen.”  

Opp., 5.  Setting aside the fact that Petitioner has seen the licenses, this argument 

ignores the fact that Petitioner has the burden of proof on the time bar.  Petitioner’s 

vague doubts (and misrepresentations) about RPX licenses do not satisfy Petitioner’s 
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burden on the time bar.  They certainly do not justify denying PO discovery.1  If 

Petitioner wants documents from RPX to carry its burden, it is Petitioner’s 

responsibility to get them.  Petitioner cannot use its own failure to obtain relevant 

information to obstruct PO’s attempts to do so.   

Privity is about non-parties:  Petitioner claims there is no privity here, because 

it is “not a party” PO’s licenses.  Opp., 2. But that argument is simply a quarrel with 

the concept of privity itself.  “The term ‘privity,’ … express[es] the conclusion that 

nonparty preclusion is appropriate.”  Taylor, 553 U.S. at 894 n.8 (emphasis added).   

Petitioner’s sales are not “typical” transactions: Petitioner’s argument that 

its sales are “typical” commercial transactions begs the question. Opp., 7. PO seeks 

discovery precisely to determine whether the sales are “typical.”  Even if the 

transactions are in some way “typical,” they are manifestly not “typical” in the 

relevant sense, because they are sales made under PO’s licenses.  Petitioner does 

not point to any cases where the Board found no privity on these facts, because 

parties operating under a license do not usually file IPRs.  Opp., 6.  

                                           
1 Petitioner complains that PO’s motion says that Petitioner is “likely” licensed.  

Opp., 11.  Based on the available evidence, PO believes that Petitioner’s sales to 

Licensees are licensed, but neither here nor in the district court is it PO’s burden to 

show that any of Petitioner’s sales are licensed.     

Greenthread Ex. 2903, p. 9 
Semiconductor v. Greenthread

PUBLIC VERSION



 
 

5 

Petitioner “manufactured” this dispute: Petitioner complains that PO 

identified the accused products sold to Licensees “for the first time” on October 12 

in order to “manufacture[]” this dispute.  Opp., 4.  But October 12 was the date 

Petitioners agreed to for the initial identification of accused products.  Ex. 2021, 4. 

PO simply made the disclosure as agreed. 

There is nothing improper in accusing products that Petitioner sells to 

Licensees. Opp., 6. Those products may be—and often are—sold to unlicensed 

parties as well.  E.g., Ex. 2030. Even if a product is sold only to Licensees, Petitioner 

acknowledges that license is an “affirmative defense,” which it must assert and 

prove.  Opp., 12. If it chooses not to assert Licensee’s rights (perhaps to try and avoid 

a privity finding here), PO is entitled to seek damages, even for sales to Licensees.   

Petitioner is responsible for the alleged delay:  PO did not delay this motion.  

Rather, PO has had virtually no discovery and cannot be expected to instantaneously 

identify Petitioner’s customers and the products they buy from public sources.  

Petitioner, on the other hand, had all the facts—or stuck its head in the sand—before 

filing its Petition.  Since Petitioner is responsible for any delays, PO reiterates its 

request for additional time to file its POPR.  At minimum, Petitioner should not be 

able to dispute that it sells accused products to Licensees under a license, since it has 

the burden of proof and refused to provide relevant discovery.     
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CERTIFICATION OF SERVICE 

 The undersigned hereby certifies that a copy of this PATENT OWNER’S 

REPLY IN SUPPORT OF MOTION FOR ADDITIONAL DISCOVERY 

AND SUPPORTING EXHIBITS have been served on Petitioner via email on the 

following counsel of record for Petitioner: 

Roger Fulghum 
Roger.Fulghum@BakerBotts.com 
BAKER BOTTS L.L.P. 
One Shell Plaza 
910 Louisiana Street 
Houston, TX  77002 
T.: (713) 229-1234 
 
Mark Speegle 
Mark.Speegle@BakerBotts.com 
BAKER BOTTS L.L.P. 
401 South First Street, Suite 1300 
Austin, TX  78704 
T: (512) 322-2536 
 
Daniel Anderson  
Daniel.Anderson@andersonpatents.com 
1930 S. Alma School Road, Suite A200 
Mesa, AZ  85210 
T: (602) 516-8265 
 
dlgreenthreadvonsemi@bakerbotts.com 
  
 

 
Dated: November 2, 2023  By: /Alan Whitehurst/ 
  Alan Whitehurst, Reg. No. 43,263 
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