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[PR2024-00268
Petitioners’ Motion to Withdraw Petition

Pursuant to the Board’s email authorization dated January 31, 2024,
Petitioners hereby files this motion to withdraw the Petition in this proceeding
through dismissal without prejudice. Patent Owner has indicated that it does not
oppose dismissal of the Petition without prejudice.

The Board has broad discretion to dismiss petitions. 37 C.F.R. § 42.71(a)
(“The Board may take up petitions or motions for decisions in any order, may grant,
deny, or dismiss any petition or motion, and may enter any appropriate order.”).

Petitioners filed the above-captioned Petition on December 5, 2023,
challenging the patentability of claims 1, 5, 8-11, and 13-18 of U.S. Patent No.
11,606,981 (the ’981 patent), which are all asserted against Petitioners in ITC
Investigation No. 337-TA-1368, filed on June 30, 2023. Petitioners inadvertently
omitted dependent claim 2 of the 981 Patent, which is also an asserted claim in the
ITC Investigation, from Grounds 1 and 4 in the Petition. Petitioners have
concurrently with this motion filed a new Petition (IPR2024-00536) that corrects
this omission by including claim 2 in Grounds 1 and 4 in the Petition.

Attached as Exhibit 1057 1s a redline showing all changes between the new
Petition (IPR2024-00536) and the Petition in this proceeding. Aside from the
addition of claim 2 in Grounds 1 and 4, the Grounds and arguments in the new
Petition are identical to the Grounds and arguments in the Petition in this proceeding.

The only change to the exhibits in the new Petition is the addition of six paragraphs
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(99 590-595) that address claim 2 in the supporting expert declaration (EX1005).
Exhibit 1058 to this motion is a redline showing the changes to the expert declaration
is attached

Patent Owner has not filed its Preliminary Response and the Board has not
issued an Institution Decision. Furthermore, Petitioner’s one-year time bar under 35
U.S.C. § 315(b) is still six months away. Thus, Petitioners could have filed a new
Petition that solely addressed dependent claim 2, while maintaining the current
Petition addressing the other challenged claims. Petitioner, however, has opted for
the procedure of dismissing the current Petition, and filing the new Petition
challenging all asserted claims, which allows the parties and the Board to address all
of the challenged claims in a single IPR proceeding. Dismissal of the Petition in this
proceeding without prejudice at this juncture will therefore promote efficiency and
minimize costs.

Furthermore, there is no prejudice to Patent Owner in allowing Petitioner to
proceed with the new Petition while dismissing the Petition in this proceeding
without prejudice. The deadline for Patent Owner’s preliminary response will be
reset based on the notice according a filing date for the new Petition. Petitioner has
not added any new prior art in the Petition, has not changed the prior art in the

Grounds, and has not made any adjustments to the arguments in the Grounds other
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than adding claim 2 to Grounds 1 and 4. Accordingly, Petitioner has not used the
new Petition to gain any strategic advantage.
The parties do not have a settlement agreement or other agreements made in
connection with or in contemplation of the requested withdrawal of the Petition.
Petitioners respectfully request withdrawal of the Petition through dismissal

of the Petition without prejudice.

Respectfully submitted,

Dated: February 5, 2024 By: /Anish R. Desai/
Anish R. Desai
Lead Counsel for Petitioner
Registration No. 73,760
Weil, Gotshal & Manges LLP
767 Fifth Ave.
New York, NY 10153
T:212-310-0800
F:212-310-8007
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