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I. INTRODUCTION 

Pursuant to 37 C.F.R. § 42.71(d), Petitioner respectfully requests rehearing of 

the Board’s Decision (Paper 7) (“Decision”) denying institution of inter partes

review for claims 1-14 of U.S. Patent No. 8,296,338 (the “’338 Patent”). In its 

Decision, the Board:  

1. Misapprehended the claims by incorporating the “same locations” 

limitation into the separate “indistinguishability” limitation; and 

2. Misapprehended or overlooked the combination of Aboulhosn and 

Phillips.  

Petitioner sets forth the detailed basis for this Request for Rehearing below, 

as required by 37 C.F.R. § 42.71(d). This Request is timely filed and is permitted 

under 37 C.F.R. §§ 42.71(c) and 42.71(d) without prior authorization of the Board.   

II. SPECIFIC BASIS FOR REQUESTED RELIEF 

A. The Decision misapprehended the claims by incorporating the 
“same locations” limitation into the separate “indistinguishability” 
limitation  

In the Decision, the only claim limitation identified as missing from the 

Aboulhosn-Phillips combination is that the virtual files be “indistinguishable” from 

local files by the local file system: 

1[H]: integrating metadata from the meta-indices of each of the other 

multiple devices into a local file system of each of the multiple devices 

to [1.] generate virtual files stored in the same locations as local files of 
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the local file system, [2.] the virtual files indistinguishable from the 

local files by the local file system at each of the multiple devices; 

Ex-1001, claim 11; see Decision at 19-20, 26-27.   

For limitation 1[H], the Board made two findings regarding its scope: 

(i) “We find that these disclosures [in the challenged patent’s 

specification], taken together, indicate a disavowal of claim scope 

as to file systems where remote or virtual files are kept in a separate 

location, such as in a separate folder, device, or drive.”  Decision at 

16. 

(ii) “For similar reasons, we find that remote or virtual files that are kept 

in a separate folder, device, or drive are not ‘indistinguishable’ from 

local files as that term is used in the claims of the ’338 patent.”  Id.

Petitioner agrees with the Board’s first finding that the claims do not cover 

file systems where remote or virtual files are kept in a separate location, such as in 

a separate folder, device, or drive.  But Petitioner respectfully submits that the 

Board’s second finding misapprehends the claims because it incorrectly found a 

disavowal for the “indistinguishability” limitation, as the claim’s “same locations” 

limitation already excludes file systems where virtual files are kept in a separate 

location.  In other words, the “same locations” limitation in the claim already covers 

1 Emphasis added throughout unless otherwise noted. 
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what the Board found was disavowed (or if there was a disavowal, it applies to the 

“same locations” limitation, not the “indistinguishable” limitation). 

First, the Board does not dispute that the claim language of 1[H] clearly 

recites the “same locations” limitation ([1.] below) and the “indistinguishability” 

limitation ([2.] below) as two distinct and separate limitations: 

1[H]: integrating metadata from the meta-indices of each of the other 

multiple devices into a local file system of each of the multiple devices 

to generate [1.] virtual files stored in the same locations as local files 

of the local file system, [2.] the virtual files indistinguishable from 

the local files by the local file system at each of the multiple devices; 

Ex-1001, claim 1; Decision at 14 (“Regarding the specific language of the claims 

directed to virtual files being ‘stored in the same locations as local files’ and 

virtual files being ‘indistinguishable from the local files…’”). See Innova/Pure 

Water, Inc. v. Safari Water Filtration Sys., Inc., 381 F.3d 1111, 1119 (Fed. Cir. 2004) 

(“[W]hen an applicant uses different terms in a claim it is permissible to infer that 

he intended his choice of different terms to reflect a differentiation in meaning of 

those terms.”).  Moreover, interpreting the “indistinguishability” limitation to 

include the “same locations” limitation would render the “same locations” limitation 

superfluous and is therefore not preferred.  See Merck & Co. v. Teva Pharm. USA, 

Inc., 395 F.3d 1364, 1372 (Fed. Cir. 2005) (“A claim construction that gives 
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meaning to all the terms of the claim is preferred over one that does not do so.” 

(citation omitted)). 

Second, the specification of the ’338 Patent discusses the “same locations” 

limitation and the “indistinguishability” limitation as distinct and separate 

limitations. Phillips v. AWH Corp., 415 F.3d 1303, 1313 (Fed. Cir. 2005) 

(“Importantly, the person of ordinary skill in the art is deemed to read the claim term 

not only in the context of the particular claim in which the disputed term appears, 

but in the context of the entire patent, including the specification.”).   

For example, as shown to the right, the portion of the ’338 Patent 

specification referenced 

in the Decision 

discusses the “same 

locations” limitation 

(green) separately from 

its separate “further” 

(red) discussion of the 

“indistinguishability” 

limitation (blue), including visual indistinguishability. Decision at 14 (citing Ex-

1001, 6:20-36) (annotated). This is the only time that the term “indistinguishable” 

is used in the specification, and it is used to refer to how files appear or their visual 
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representation. 

Therefore, the claimed “same locations” limitation and the claimed 

“indistinguishability” limitation are distinct and separate limitations that are 

independently taught by the prior art.  As such, virtual and local files may still be 

“indistinguishable” regardless of whether they stored in the same or different 

locations.   

In light of the above, it is respectfully submitted that the Decision erred in 

finding that the prior art’s virtual files that are kept in a separate folder, device, or 

drive (i.e., not stored in the same locations as local files) cannot be 

“indistinguishable” (i.e., appear visually the same) from local files.  Decision at 16. 

B. The Board misapprehended or overlooked the combination of 
Aboulhosn and Phillips  

The Board determined that Petitioner failed to show that “the combination of 

Aboulhosn and Phillips teaches ‘the virtual files [being] indistinguishable from the 

local files by the local file system,’ as recited in claim 1.”  Decision at 26.  It reached 

this determination in two steps.   

First, the Board found that “Phillips’s virtual storage device and its contents 

are segregated from local files in Phillips’s display window 1000.”  Id. at 25.  

Specifically, Phillips’s virtual files “are stored separately in the virtual F: 

drive/storage device.”  Id. at 26.  The Board reiterated that “the patentees of the ’338 

patent disavowed coverage for the term ‘indistinguishable’ as applied to virtual files 
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stored in a separate location, such as a separate folder, device, or drive.”  Id. And, 

according to the Board, “that is exactly what Phillips teaches.”  Id.

Second, the Board determined that “the same deficiencies…infect Petitioner’s 

rationale for combining Phillips with Aboulhosn.”  Id. at 27.  The Board, however, 

acknowledged Petitioner’s position that a POSITA seeking “a smoother and more 

seamless user experience with Aboulhosn’s system” would have been motivated to 

incorporate “Phillips’s visual indistinguishability feature (i.e., displaying virtual 

files to the user in the same way as local files).”  Id. (citing Pet. 54-55).  But the 

Board reiterated that “Phillips’s virtual files are visually distinguishable because 

they are located in that separate virtual drive.”  Id.  Thus, the Board did “not agree 

that Phillips’s presentation of virtual files in a separate virtual drive would have 

motivated an ordinarily skilled artisan to combine Phillips with Aboulhosn in the 

manner suggested by Petitioner.”  Id.

Respectfully, for both steps, the Board misapprehended or overlooked certain 

evidence and arguments. 

1. The Board misapprehended or overlooked the combined 
teachings of Aboulhosn as modified based on Phillips 

The Board misapprehended or overlooked the evidence in concluding that the 

Aboulhosn-Phillips combination does not teach “the virtual files [being] 

indistinguishable from the local files by the local file system” because Phillips’s 

virtual files “are stored separately in the virtual F: drive/storage device.”  Id. at 26.  
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Limitation 1[H] recites the step of “integrating metadata from the meta-

indices of each of the other multiple devices into a local file system of each of the 

multiple devices to generate [1.] virtual files stored in the same locations as local 

files of the local file system, [2.] the virtual files indistinguishable from the local 

files by the local file system at each of the multiple devices.”  The Petition relied on 

a combination Aboulhosn as modified by Phillips as meeting this limitation.  Pet. 

39-47. 

For the first limitation of 1[H] that requires “virtual files stored in the same

locations as local files of the local file system,” Petitioner demonstrated that 

Aboulhosn’s virtual files appear in the same shared folder B (i.e., “same 

location[]”) as local files of the local file system.  Pet. 43-44.  The shared folder B 

is shown below with a yellow box.  Virtual files are shown in blue, and local files 

are in green. 

Pet. 44 (annotating Ex-1005, Figs. 2-4). 
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For the second limitation of 1[H] that requires “the virtual files 

indistinguishable from the local files by the local file system at each of the multiple 

devices,” Petitioner explained that Aboulhosn alone does not teach the 

indistinguishability because its virtual files use the “vf” extension—i.e., a 

distinguishing feature for virtual files.  Pet. 44-45.  But Petitioner demonstrated that 

Aboulhosn, as modified in view of Phillips, discloses both (1) visual 

indistinguishability and (2) transparent access.  Id. at 45. 

Focusing solely on the disavowal point (Decision at 25-26), the Board rejected 

any reliance on Phillips for the second limitation of 1[H] that requires “the virtual 

files indistinguishable from the local files by the local file system”: “[T]he patentees 

of the ’338 patent disavowed coverage for the term ‘indistinguishable’ as applied to 

virtual files stored in a separate location, such as a separate folder, device, or drive.  

And that is exactly what Phillips teaches.”  Id. at 26 (citation omitted).  As shown 

above, however, excluding files stored in separate locations is required by the first 

“separate location” limitation of 1[H], not the second “indistinguishable” limitation. 

That Phillips’s “virtual files” are “stored in a separate location” is precisely 

why the Petition does not rely on Phillips alone as teaching limitation 1[H] that 

requires “virtual files stored in the same locations as local files of the local file 

system.”  Instead, as discussed above, Petitioner relied on Aboulhosn’s virtual files 

that unquestionably appear in the same shared folder B (i.e., “same location[]”) as 
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local files. 

But by requiring through disavowal the “indistinguishability” limitation to 

also include the “separate location” limitation, the Board misapprehended the clear 

teachings in Phillips regarding indistinguishability of virtual and local files and 

improperly disregarded Petitioner’s arguments and supporting expert testimony 

explaining why a POSITA would have been motivated by these teachings to modify 

Aboulhosn (which teaches the same location limitation) to render limitation 1[H] 

obvious. Petitioner never relied on Phillips for the same location limitation, which 

is already disclosed by Aboulhosn.

Specifically, even if Phillips’s “virtual files” are “stored in a separate 

location,” Phillips must be considered for all that it teaches.  Polaris Indus., Inc. v. 

Arctic Cat, Inc., 882 F.3d 1056, 1069 (Fed. Cir. 2018) (“a reference must [be] 

considered for all it taught…”) (internal citation omitted).  As demonstrated in the 

Petition (at 44-47): 

 Phillips’s system “access[es]…the designated files in a fashion which is 

indistinguishable, by users of, and applications executing at, the first 

client node, with access to one or more files stored on a physical storage 

device that is locally present at the first client node.” Ex-1006, claim 16. 

 When Phillips’s “application causes an access to another file…[i]f the 

[virtual] file is contained in the virtual storage device, the client node 
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software intervenes and assists the operating system in identifying the 

appropriate file and in providing the data of the file to the operating system 

to complete the access to the file (i.e., read, write, modify, delete, etc.)[.] 

The client node software does this transparently and automatically 

without requiring intervention by the user.” Id. at 14:48-60. 

 Phillips teaches that “[a]ny file or directory information transfer and 

integrity maintenance is performed transparently to the user and 

applications…as if they were locally present.”  Id. at 9:39-42. 

It is respectfully submitted that PO misled the Board into misapprehending 

and overlooking this evidence, and, as a result, committed legal error in failing to 

consider Phillips for all that it teaches. 

In addition, the Board also misinterpreted how Phillips was used to modify 

Aboulhosn’s system. 2  As demonstrated in the Petition, Aboulhosn already teaches 

virtual files and local files being stored in the same locations, which the Board does 

2 While the Board acknowledged that “Dr. McDaniel put forth evidence that Phillips 

teaches client node software that ‘transparently and automatically’ assists in 

accessing virtual files (i.e., ‘indistinguishable access’)” (Decision at 26), it failed to 

consider Dr. McDaniel’s opinions regarding Phillips in the context of the 

Aboulhosn-Phillips combination (Ex-1003 ¶¶ 154, 167-171). 
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not dispute.  Pet. 43-44; Decision at 19-21, 25-27.  Thus, to the extent 1[H]’s 

“indistinguishability” limitation requires virtual files and local files being stored in 

the same location, that limitation is already taught by Aboulhosn’s system before 

being modified by Phillips.   

The Petition makes clear that Aboulhosn is modified by specific teachings 

regarding virtual and local files that are applicable regardless of whether the files are 

stored in the same or different locations.  In particular, the Petitioner refers to 

modifications to Aboulhosn based on Phillips’s teachings that “[virtual] files 

‘appear,’ i.e., entirely behave… as if locally present on the client nodes” and 

Phillips’s “client node software… complet[ing] the access to the file… transparently 

and automatically without requiring intervention by the user.”  Pet. 45-46 (citing Ex-

1006, 9:36-39, 14:48-60); see also id. at 47 (“Aboulhosn in view of Phillips discloses 

‘…virtual files [e.g., Aboulhosn’s “virtual files”] stored in the same locations

[e.g., in the same shared folder B] as local files [e.g., Aboulhosn’s “actual files”] of 

the local file system, the virtual files indistinguishable from the local files by the 

local file system [e.g., Aboulhosn’s virtual files as modified by Phillips to (1) appear 

visually indistinguishable to local files, and/or (2) be accessed transparently to the 

user, application, and operating system] at each of the multiple devices.’”) 

(emphasis and brackets original).  In contrast, the Petition does not rely on Phillips’s 

use of a virtual drive to store its virtual files, but instead relied on Aboulhosn for this 
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limitation). Therefore, Phillip’s storage location of its files forms no part of the 

combined Aboulhosn-Phillips system having virtual files and local files stored in the 

same locations as disclosed in Aboulhosn.  

2. The Board misapprehended or overlooked the motivation to 
combine Phillips and Aboulhosn 

The Board acknowledged, but rejected, the evidence that a POSITA seeking 

“a smoother and more seamless user experience with Aboulhosn’s system” would 

have been motivated to incorporate “Phillips’s visual indistinguishability feature 

(i.e., displaying virtual files to the user in the same way as local files).”  Decision at 

27 (citing Pet. 54-55).  In the Board’s view, because “Phillips’s virtual files are 

visually distinguishable” and “located in that separate virtual drive,” then “Phillips’s 

presentation of virtual files in a separate virtual drive” would not “have motivated 

an ordinarily skilled artisan to combine Phillips with Aboulhosn in the manner 

suggested by Petitioner.”  Id.

Respectfully, however, the Board’s conclusion regarding a motivation to 

combine Aboulhosn and Phillips misapprehended or overlooked certain critical 

evidence and arguments. 

The Petition demonstrated that a POSITA would have been motivated to 

incorporate Phillips’s virtual file features, such as visual indistinguishability of the 

file name and transparent access, into Aboulhosn’s system.  Pet. 54.  As discussed 

above, even if Phillips’ “virtual files” are “stored in a separate location,” that was 
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neither relied on to modify Aboulhosn, nor is it part of the combined system.   

The Petition demonstrated that Phillips teaches displaying virtual files to the 

user in the same way as local files, including removing Aboulhosn’s special virtual 

file extension “vf.” Ex-1006, 15:4-7. It also teaches that “[t]he client node software” 

performs “transparently and automatically without requiring intervention by the 

user.”  Id. at 14:58-60.  The effect is that Phillips provides the “perception that all 

the shared files are synced/stored locally while the local disk drive need only provide 

minimal space for the remote/virtual files.”  Pet. 55.  And a POSITA incorporating 

these features into Aboulhosn’s system, which stored actual and virtual files in the 

same location,        would provide a smoother and more seamless user experience 

where all files have the same visual appearance.  Id. at 54-55 (citing Ex-1003, ¶¶ 

168-69). 

The Petition further demonstrated that a POSITA would have been motivated 

to incorporate Phillips’s transparent access feature into Aboulhosn’s system, i.e., a 

user transparently accessing virtual files to provide a better, smoother, more efficient, 

and more seamless user experience as the user need not worry about, nor can they 

tell, if the file is local or virtual. Pet. 54-55; Ex-1003, ¶ 170.  However, respectfully, 

the Board overlooked this argument and its supporting evidence.  See Decision at 27. 

For example, the Board failed to address that when accessing a remote file, 

both Aboulhosn and Phillips disclose retrieving the remote file to the local device to 
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allow operations (Ex-1005, 2:15-18; Ex-1006, 14:38-42, 28:21-31), but Aboulhosn 

does not provide details on how such file retrieval is implemented.  As such, a 

POSITA implementing Aboulhosn’s system would have been motivated to look to 

other references, like Phillips, for details of how to access remote files.3 As shown 

in the Petition (at 55-56), such details include:  

  “[T]he application generat[ing] the appropriate request to the operating 

system to perform the appropriate file access operations” and “the client 

node software intervenes and assists the operating system in identifying 

the appropriate file and in providing the data of the file to the operating 

system to complete the access to the file (i.e., read, write, modify, delete, 

etc.).” Ex-1006, 14:52-58. 

  “The client node software does this transparently and automatically 

without requiring intervention by the user,” and “[i]n essence, neither the 

client user nor the application executing at the client node is aware of the 

actual location or home of the files as the integration is perfectly 

transparent and seamless.” Ex-1006, 14:58-60, 15:4-7.  

3 As Dr. McDaniel explains, when a user wishes to access a file stored remotely, 

Phillips automatically retrieves the file content on behalf of the user. In this way, the 

user need not be concerned whether the file is local or not. Ex-1003, ¶170. 
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Therefore, respectfully, the Board overlooked or misapprehended the 

evidence and arguments in concluding that “Phillips’s presentation of virtual files in 

a separate virtual drive” would not “have motivated an ordinarily skilled artisan to 

combine Phillips with Aboulhosn in the manner suggested by Petitioner.”  Decision 

at 27.  Specifically, the motivations to combine Aboulhosn and Philips are not 

dependent upon the location where Phillips stores its virtual files, and, therefore, do 

not rise or fall with “Phillips’s presentation of virtual files in a separate virtual drive.”  

The Petition demonstrated that there are several reasons a POSITA would have been 

motivated to combine Aboulhosn and Phillips, and, it is respectfully submitted, that 

the Board overlooked or misapprehended those reasons too. 

III. CONCLUSION 

For the foregoing reasons, and those discussed in the Petition, Petitioner 

respectfully request that a rehearing be granted and the Board institute trial. 

Dated: July 8, 2024 Respectfully Submitted, 

/ Dion M. Bregman / 
Dion M. Bregman 
Reg. No. 45,645
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