
 

From: Derek Dahlgren <ddahlgren@devlinlawfirm.com>  
Sent: Thursday, May 9, 2024 4:28 PM 
To: Bertulli, Scott <Scott.Bertulli@wilmerhale.com>; Trials 
<Trials@USPTO.GOV> 
Cc: andrew@agordonlawfirm.com; Andrew Sherman 
<asherman@devlinlawfirm.com>; DLF- Lit Paras 
<dlflitparas@devlinlawfirm.com>; Lantier, Gregory 
<Gregory.Lantier@wilmerhale.com>; Herriot, Liv 
<Liv.Herriot@wilmerhale.com>; Esram, Trishan 
<Trishan.Esram@wilmerhale.com> 
Subject: RE: IPR2024-00286: Request seeking leave to reply to Patent Owner's Preliminary 
Response 
 
CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE 
before responding, clicking on links, or opening attachments. 
 
Dear Honorable Board: 
 
PeƟƟoner did not provide a draŌ email to Patent Owner as requested prior to sending its 
message so apologies for the mulƟple emails.  To avoid presenƟng argument to the Board via 
email, Patent Owner requests a conference call with the Board if it is inclined to entertain 
PeƟƟoner’s request.   
 
Best regards, 
Derek  
 
 

 
*********************************************************** 
The information contained in this communication is confidential and is intended only for the use of the 
intended addressee.  It is the property of Devlin Law Firm LLC, and may contain information subject to 
attorney-client privilege and/or may constitute inside information.  Unauthorized use, disclosure or copying of 
this communication or any part thereof is strictly prohibited and may be unlawful. If you have received this 
communication in error, please notify us immediately by return e-mail or by e-mail 
to correspondence@devlinlawfirm.com, and destroy this communication and all copies thereof, including all 
attachments. 
 
 
 
 
 
From: Bertulli, Scott <Scott.Bertulli@wilmerhale.com>  
Sent: Thursday, May 9, 2024 4:07 PM 
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To: 'Trials@uspto.gov' <Trials@USPTO.GOV> 
Cc: Derek Dahlgren <ddahlgren@devlinlawfirm.com>; 
andrew@agordonlawfirm.com; Andrew Sherman 
<asherman@devlinlawfirm.com>; DLF- Lit Paras 
<dlflitparas@devlinlawfirm.com>; Lantier, Gregory 
<Gregory.Lantier@wilmerhale.com>; Herriot, Liv 
<Liv.Herriot@wilmerhale.com>; Esram, Trishan 
<Trishan.Esram@wilmerhale.com> 
Subject: IPR2024-00286: Request seeking leave to reply to Patent Owner's Preliminary Response 

Regarding: IPR2024-00286 challenging claims of U.S. Patent No. 11,611,520 

Dear Honorable Board, 

PeƟƟoner Dropbox respecƞully requests leave to file a short reply to Patent Owner’s Preliminary 
Response in IPR2024-00286, limited to the following issues: 

 Patent Owner’s argument under SecƟon 325(d), including the applicability of Cultec, Inc.
v. StormTech, LLC to this case and relevance of Google’s IPRs challenging other patents
in the ’520 patent’s family

 Patent Owner’s secondary consideraƟons arguments, including as those arguments
relate to Dropbox’s products

Dropbox submits that there is good cause for a reply on these issues and the Board will benefit 
from addiƟonal briefing on each: 

 As to Patent Owner’s 325(d) arguments, it was not reasonably foreseeable that Patent
Owner would assert that a different party’s insƟtuted, but later jointly terminated IPR
peƟƟons addressing different patents in the ’520 patent’s family would be cumulaƟve to
Dropbox’s grounds for invalidity presented in this case.

 As to Patent Owner’s secondary consideraƟons arguments, it was not reasonably
foreseeable that Patent Owner would, for example, claim as its own the benefit of
commercial success enjoyed by Dropbox’s product, already found by a jury not to
pracƟce the claims of Patent Owner’s other patents in the ’520 patent’s family.

Dropbox respecƞully requests five pages for its reply on these issues. 

The parƟes have conferred by email.  Counsel for Patent Owner is copied on this 
message.  Patent Owner opposes Dropbox’s request.   

Counsel for each party is available Tuesday and Wednesday aŌernoon next week, May 14 and 
15, for a conference call with the Board if that would please the Board. 

Respecƞully submiƩed, 

ScoƩ Bertulli 

Ex. 3001



[IPR, CBM, or PGR] [number] 
Patent [number] 

3 

Counsel for Dropbox 

Scott Bertulli | WilmerHale 
60 State Street 
Boston, MA 02109 USA 
+1 617 526 6767 (t)
+1 617 526 5000 (f)
scott.bertulli@wilmerhale.com 

Please consider the environment before printing this email. 

This email message and any attachments are being sent by Wilmer Cutler Pickering Hale and Dorr LLP, are confidential, and 
may be privileged. If you are not the intended recipient, please notify us immediately—by replying to this message or by 
sending an email to postmaster@wilmerhale.com—and destroy all copies of this message and any attachments. Thank you. 

For more information about WilmerHale, please visit us at http://www.wilmerhale.com.
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