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I. THE BOARD SHOULD DENY INSTITUTION 

Apple again fails to explain why it delayed filing this Petition until after the 

Delaware Litigation progressed through all discovery and dispositive motions on the 

patent at issue here.  Apple asks the Board not to discretionarily deny institution 

because a “holistic analysis of the Fintiv factors favors institution.”  Reply, 2.  In 

doing so, Apple attempts to trivialize its delay based on incomplete representations 

and speculation about a trial date in response to a single Fintiv factor. 

Apple also fails to address any of the extensive discovery and motion practice 

for this patent set forth in Masimo’s POPR.  POPR, 20-22.  As Masimo correctly 

represented as to the patent at issue here, the Delaware Litigation is ready for trial.  

Apple does not even address the case status regarding this patent, but instead 

speculates about a trial date based upon “5 patents that were statutorily stayed at the 

Delaware Litigation’s outset.”  Reply at 2.  Apple also emphasizes Masimo’s 

suggestion about the most efficient path being a single trial before Judge Hall as if 

that shows some inconsistency.  Id. at 1.  But Masimo advocates the same position 

here, urging the Board to avoid duplicative proceedings based on references and 

arguments that Apple previously dropped from the Delaware Litigation. 

Apple suggests that additional discovery may be necessary for those other 

five patents but omits Masimo’s proposal to Judge Hall that, “In the meantime, the 

parties should conduct discovery” and that doing so “now would position the case 
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for a more prompt trial once the Federal Circuit rules in the ITC Case.”  Ex. 1075 

at 8 (emphasis added).  Worse, in speculating here about an “after September, 2025” 

trial date, Apple ignores its own argument to Judge Hall that the trial on Masimo’s 

patents “could be held later this year or next year, as this Court’s schedule permits.”  

Id. at 5 (emphasis added). 

Apple’s new “Sotera stipulation” confirms the inadequacy of its prior 

stipulation.  But the new stipulation does not address or cure the prejudice to Masimo 

from Apple unfairly resurrecting references and arguments that it previously 

dropped from the Delaware Litigation.  Apple made that election only after the 

parties and the court conducted extensive and costly fact and expert discovery, and 

fully briefed and argued dispositive motions.  This differs from Sotera, who filed its 

stipulation in the early stages of litigation.  Belatedly attaching the label “Sotera 

stipulation” only after the district court case is ready for trial does not carry the 

benefits underlying the Director’s Guidance.   

Under these circumstances, the Board should deny institution in the interest 

of fairness and to promote efficient use of resources. 
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Respectfully submitted, 

KNOBBE, MARTENS, OLSON & BEAR, LLP 

Dated:  May 28, 2024  /Brian C. Claassen/  
Brian C. Claassen (Reg. No. 63,051) 
Customer No. 20,995 
 
Attorney for Patent Owner 
Masimo Corporation 
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KNOBBE, MARTENS, OLSON & BEAR, LLP 

Dated:  May 28, 2024  /Brian C. Claassen/  
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Attorney for Patent Owner 
Masimo Corporation 
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