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Pursuant to the Board’s April 2, 2025, oral order and the April 8, 2025, email
granting Masimo’s request for an extension to April 16, 2025, Masimo submits its

post-hearing brief and supplemental Declaration of Dr. Duckworth (EX2046).

I. REARRANGING IS NOT REPLACEMENT

Apple argued for the first time in its Reply that Naghavi’s reference to
icons/health objects being “rearrange[d] ... to best suit the condition of [the] patient”
discloses the replacing and changing limitations. Reply, 20 (citing EX1005, [0059],
[0063]); EX2046, 6. Specifically, Apple contended that “[a] rearrangement of
displayed icons/health objects involves moving displayed objects around such that
one object is displayed in the place previously occupied by another—i.e.,
replacement of one health object with another.” Id. (citing Pet., 25-27) (Apple’s
emphasis). Apple’s new argument is wrong and procedurally impermissible.

A. Apple’s Expert Does Not Dispute that Rearranging Is Not Replacing

Masimo previously argued that Apple’s new (on Reply) “rearranging” theory
was based solely on attorney argument. Sur-Reply, 17 (“[N]o expert has opined that
Naghavi’s reference to rearranging icons discloses replacing measured values.”).
Indeed, Apple filed a second declaration from Dr. Cockburn (EX1022) with its
Reply, yet even there, Cockburn never opined that Naghavi’s reference to
rearranging objects satisfied the claimed replacing/changes limitation. See EX1022

passim; see also EX2046, q13.
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Consistent with Masimo’s Sur-Reply, Dr. Duckworth has now explained that
a POSITA would not have understood the claimed replacements or changes
limitations encompass merely rearranging two objects on a display. EX2046, 997-
13; Sur-Reply, 16-18. He testified that “[a] POSITA would not have understood that
merely moving displayed objects around—rearranging them on the display—
constitutes a replacement because nothing has been replaced; both objects remain
displayed.” EX2046, q11; see id., 10 (“‘Rearrangement’ is not the same as
‘replacement,” and a POSITA would not have understood that the claimed
replacement or change encompasses merely rearranging two things on a display.”).

Dr. Duckworth also explained that Figures 11B-11C of the *223 Patent do not
support Apple’s argument. EX2046, q13-15; Sur-Reply, 5-8. He explained that
“Dr. Cockburn did not provide any opinion supporting this argument” and “Figures
11B and 11C describe unclaimed embodiments with large screens, not the claimed
embodiments that require replacement/change.” EX2046, 4913, 14; see id., 15
(“Figures 11B and 11C do not show replacement within the meaning of the claims™).

Moreover, as the Board noted during oral argument, Apple’s “rearranging”
theory was based on the language of some claims that recite a “common display

area.”!  Dr. Duckworth observed that, in addition to being wrong, the new

' A transcript of the April 2, 2025 hearing was not available at the time of this brief.
Thus, statements regarding the hearing are based on counsel’s recollection.

-
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“rearranging” theory does not even apply to Claims 27 and 28 because they do not
recite a “common display area.” Id., 916-19. Those claims recite that the
replacement/change simply occurs on the “display.” Id.

Thus, there is no dispute between the parties’ experts that Naghavi’s reference
to “rearrang[ing]” icons/health objects does not satisfy the limitations in the
challenged claims that require replacement/changes of measured values.

B. Apple’s Theory Was Not in the Petition and Is Impermissible on Reply

Apple’s “rearranging” argument is unquestionably new. In the Institution
Decision, the Board recognized that the Petition relied solely on Hochstedler as
allegedly disclosing the “replacing” and “changing” limitations. See Inst., 21. The
Petition did not mention rearranging or moving two objects around on a display. See
Pet., passim. Apple did not identify Naghavi as supposedly disclosing “replacing”
or “changing” until Reply. Reply 20. During oral argument, Apple suggested it was
permissible new argument because (1) Apple cited Naghavi paragraphs [0059] and
[0063] elsewhere in the Petition, and (2) the argument is responsive to Masimo’s
claim construction arguments in the POR. Both arguments are wrong.

First, Apple did not cite Naghavi’s paragraph [0059] or [0063] in the Petition
to argue that rearranging icons/health objects satisfies the claimed
replacements/changes limitations. Apple points to pages 25-27 of the Petition.

Reply, 20 (citing Pet., 25-27). But those pages cited Naghavi’s paragraphs [0059]
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and [0063] to argue that the claimed replacement (for which Apple relied on
Hochstedler) would occur “based on the occurrence of an event.” Pet., 27
(Apple’s emphasis). The Petition never suggested that Naghavi’s reference to
“rearrangement” discloses the claimed replacement.

Second, Apple’s “rearranging” theory is not responsive to Masimo’s claim
construction. During oral argument, Apple relied on Axonics Inc. v. Medtronic, Inc.,
75 F.4th 1374 (Fed. Cir. 2023). But Axonics permits a petitioner to “argue and
present evidence of anticipation or obviousness under the new construction”
offered by the patent owner. Axonics, 75 F.4th at 1384 (also requiring that the
petitioner “relies on the same embodiments for each invalidity ground as were relied
on in the petition”). That limited exception does not apply because Apple’s new
“rearranging” theory was not offered under Masimo’s proposed construction of
“replace.” Masimo’s proposed construction of “replace” excludes merely
rearranging two objects on a display. See Reply, 5-6 (Apple arguing Masimo’s
construction excludes situation where two objects remain displayed); see also Sur-
Reply, 5-8. Thus, Apple’s “rearranging” theory was not offered under Masimo’s
proposed construction and is not the type of new argument Apple may present for
the first time on reply. Moreover, Axonics does not permit Apple to rely on Naghavi
to disclose the claimed replacements/changes because the Petition relied solely on

Hochstedler as disclosing the claimed replacements/changes. Inst., 21; Axonics, 75
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F.4th at 1383 (“That is not to say a petitioner may rely on new prior art in response
to a new claim construction presented in the patent owner response. We have held
that a petitioner may not in reply rely on new prior art to teach a claim limitation.”).
Apple’s new “rearranging” theory is predicated on the Board adopting
Apple’s claim construction (and rejecting Masimo’s) and Apple could have
presented it in the Petition. Thus, the Board should not consider it. Acceleration
Bay, LLC v. Activision Blizzard Inc., 908 F.3d 765, 775 (Fed. Cir. 2018) (Board
properly refused to consider argument that could have been made in the petition).

II. NAGHAVIDOES NOT DESCRIBE REPLACEMENT OF AN ICON

Apple’s Reply also presented a second new argument based on Naghavi.
Apple alternatively argued that, under Masimo’s proposed construction of “replace,”
Naghavi’s reference to “show[ing] different types of icons and health objects
according to different disease and/or physical conditions of patient 1 discloses the
claimed replacements/changes. Reply, 25-26 (citing EX1022, 9911-12 (Apple’s
emphases); EX2046, 96. This argument is incorrect and improper.

A. Naghavi Does Not Disclose Replacement of a Measured Value

Neither Apple nor Dr. Cockburn cited any disclosure in Naghavi of replacing
an icon/health object with another. See Reply, 25-26; EX1022, 9911-12; EX2046,
9920-26. Dr. Cockburn merely speculated that “show[ing] different types of icons

and health objects” “entails (1) changing the display to show a different type of
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icon/health object that was not previously displayed, and/or (2) changing the display
to remove a type of icon health object from display.” EX1022, q12. Nowhere does
Naghavi provide such disclosures. See EX1005, [0059]; EX2046, 921-24.

Naghavi explains in the cited paragraph that it contemplates changes to “color,
shape, order, or other mutable attribute” and “shape, size, color, and relative position
of each icon.” EX1005, [0059]; EX2046, 4922. Dr. Duckworth explained that “[a]
POSITA would not have recognized Naghavi as disclosing that one icon/health
object is replaced by another icon/health object.” EX2046, 423. Changing the icon’s
color, shape, order or other mutable attribute, does not encompass replacing one icon
or health object with another because it does not result in removing one icon from a
display and, in its place, displaying a second, different icon. Id. To the contrary,
“Naghavi displays all currently measured parameters.” /d.

Moreover, disclosing the addition or removal of an icon/health object would
not show replacement. Apple agrees that “replace” requires “the measured value of
the second parameter is displayed in place of the measured value of the first
parameter.” Reply, 3-4 (emphasis added), 7-9 (“being replaced ... indicates only
that the second parameter value is displayed in the place previously occupied by the
first parameter.” Merely adding and/or removing an icon/health object would not

demonstrate that an icon/health object takes the place of another. EX2046, 4924-25.
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Indeed, adding an icon/health object is similar to the Al-Ali reference that was

distinguished during reexamination:

F1G. 164 .
6. 168

EX2038, Figs. 16A-16B (annotated); EX2046, 926. As the examiner explained,
adding additional parameters without removing others did not disclose replacing.
1d.; EX1020, 6-7, 99. Similarly, removing an icon/health object would not describe
replacement. EX2046, 26. Removing something from the display, as would occur
in a transition from Figures 16B to 16A, is not a replacement. Id. Dr. Duckworth
explained that “[e]ven adding and removing icons/health objects in different parts of
the display would not demonstrate that one icon/health object is displayed in the
place previously occupied by another, as Apple agreed is necessary for a
replacement.” Id.

Naghavi also does not disclose the claimed replacement because Naghavi does
not disclose one displayed, monitored parameter and another undisplayed,
monitored parameter, much less that they replace each other. Sur-Reply, 22-23;
EX2046, 927. Rather, Naghavi’s disclosure merely suggests that “the monitor may

display one icon, such as oxygen saturation, if the monitored patient has the flu, or
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a different icon, such as carbon monoxide, if the patient were hospitalized with
smoke inhalation.” EX2046, 427. The claims require measured values from both
the displayed parameter and the replacing parameter. “A POSITA would therefore
understand Naghavi does not disclose a system where one currently measured value
is replaced by a second currently measured value.” Id.

Apple’s new Naghavi argument also fails because there is no dispute
Hochstedler teaches away from replacing a measured value of a first parameter with
the measured value of a second parameter. See EX2042, 9135-136; EX2046, 428;
POR, 49-51, 37; EX1004, 8:19-24, 6:61-7:2. Hochstedler “ensures all currently
monitored parameters are displayed and avoids leaving any monitored parameter
undisplayed.” EX2046, 928. Neither Apple’s Reply nor Dr. Cockburn’s second
declaration dispute Hochstedler’s teaching away.

B. Apple’s Naghavi Arguments Are Impermissible on Reply

Again, Apple’s Naghavi argument was new on Reply. The Institution
Decision observed that the Petition “relies on Hochstedler for the specific GUI
changes that show replacement of one measured value of a parameter for another,
not Naghavi or Burnes.” Inst., 21 (emphasis added).

At oral argument, Apple argued incorrectly that this new argument was a
permissible response to Masimo’s claim construction under Axonics. But, as

discussed above, Axonics permits new arguments only to the extent they rely “on
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the same embodiments for each invalidity ground as were relied on in the petition.”
Axonics, 75 F.4th at 1384 (emphasis added). The Axonics exception does not apply
where, as here, petitioner relies on different embodiments or references. /d. at 1383.
Apple’s Petition unambiguously relied on Hochstedler to disclose replacement.
Inst., 21. Apple’s cannot now argue that Naghavi—a different reference—discloses
replacement, even in response to Masimo’s claim construction argument.

III. NAGHAVI-HOCHSTEDLER-BURNES DOES NOT MONITOR THE
REPLACING PARAMETER

Apple’s Petition was premised on asserting that the Naghavi-Hochstedler-
Burnes combination replaces a parameter because “[w]hen a parameter that is not
displayed in that initial layout (e.g., the second parameter) changes in severity, the
layout changes such that the value of that second parameter is displayed.” Pet., 28-
29; POR, 42. But none of the references disclose monitoring a parameter that is not
displayed. POR, 42-44; EX2042, q4119-122; EX2046, 9929-30.

Neither Apple nor Dr. Cockburn identified any such disclosure in any of the
references. EX2046, 431. Instead, Dr. Cockburn observed that it would have been
“common sense that in order for a change in a parameter value to be a trigger for
some action (here, a trigger for a change in the display layout), that parameter must
be actively monitored.” EX1022, q8. That point was made by Dr. Duckworth in his

first and second declarations. EX2046, 4932-33; EX2042, 99119-124; Sur-Reply,
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16. Thus, both experts agree that the proposed combination would have to monitor
an undisplayed parameter.

However, Apple and Dr. Cockburn now incorrectly argue that because the
proposed combination involves “a change in one parameter value causes that
parameter value to be displayed in place of another parameter value, this means that
the replacing parameter must be actively monitored by the combination system.”
EX1022, 99 (citation omitted); Reply, 18-19. Apple’s argument is logically flawed
because Apple begins with the conclusion that the Naghavi-Hochstedler-Burnes
combination satisfies the claim language by replacing a parameter based on a change
in an undisplayed parameter value. Apple then works backward to argue that the
combination must therefore be able to actively monitor that undisplayed parameter.
EX2046, 934. That reasoning improperly relies on the patent claim as a roadmap
for modifying the references. Id.

Under the correct analysis, which begins with the references themselves,
Dr. Duckworth explained that “[a] POSITA would not have combined Naghavi,
Hochstedler, and Burnes in a way that replaced a displayed parameter based on an
event because none of the references disclose monitoring an undisplayed
parameter.” EX2046, 935.

For at least the foregoing reasons, the Board should uphold the validity of all

challenged claims.

-10-
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