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Dear Board,

Petitioner opposes Patent Owner’s request to file a motion for leave to submit additional
evidence with its Sur-Reply.

Initially, the PTAB Consolidated Trial Practice Guide, Section II, Part I, states:
The sur-reply may not be accompanied by new evidence other
than deposition transcripts of the cross-examination of any reply
witness. Id., at 73.

Patent Owner’s request to submit supplemental declarations and license agreements
contravenes this prohibition.

Further, Petitioner rejects Patent Owner’s assertion that Mr. Robert Ransom is an expert in this
case. Instead, Mr. Ransom was proffered by the Patent Owner as a fact witness associated
with secondary considerations of non-obviousness. As such, Patent Owner had the
opportunity to address or otherwise repair the declarant’s testimony during his deposition on
re-direct, which it failed to do.

In addition, Dr. Cameron did provide her opinion regarding the priority date in her original
declaration (see Ex. 2031, 99 21, 56), which she confirmed during her deposition as
constituting the entirety of her analysis (see Ex. 1023, at 38-47). Patent Owner’s attempt to
“backfill” Dr. Cameron’s conclusory analysis on this issue at this stage of the proceeding is
inappropriate.

Regarding Patent Owner’s argument that Petitioner raises the priority date for the first time,
the original Petition attacked Patent Owner’s alleged priority date, asserting the provisional
application 62/301,007 failed to comply with 35 U.S.C. § 112(a) (see Paper 1, at 12-13).
Petitioner addressed the issue in greater detail in response to Patent Owner making the priority
date an issue in its POR by proffering evidence of secondary considerations that is unavailable
(as prior art) if the priority date is February 2017, rather than February 2016. Thus, Petitioner
addressed the issue properly in response to the POR.

Lastly, Patent Owner’s request to enter the License Agreements is improper as untimely and
prejudicial. As early as the Institution Decision issued in June 2023, Patent Owner knew
secondary consideration evidence was needed, and failed to submit such evidence in a timely
fashion for strategic advantage. Only after Petitioner has attacked the weight of the testimony
due to a failure to make the License Agreements of record is Patent Owner requesting entry.
Entering the licenses at this stage of the proceeding prejudices the Petitioner, as the trial
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schedule does not allow for declarants associated with the licenses to be deposed yet again,
nor does the schedule allow for Petitioner to respond to the new evidence. Patent Owner made
the strategic decision to withhold licenses and offer only conclusory declarant testimony
regarding them; Petitioner made Patent Owner’s failure to proffer evidence a centerpiece of its
deposition and response strategy. Patent Owner should not be allowed a do-over, which
would require re-deposing all four declarants who discussed licensing, while adding
unnecessary cost and rendering large portions of the prior depositions moot.

The rules prohibit entry of additional evidence at this juncture of the trial for this very reason,
and thus Petitioner requests the Board to reject Patent Owner’s request in total.

Best regards,

Thomas G. Eschweiler

Eschweiler & Potashnik, LLC
195 S. Main St., Suite 400
Akron, Ohio 44308

PH: (216) 502-0600

Mobile: (440) 864-1202

Email: TEschweiler@epiplaw.com

Eschweiler &
Potashnik LLC

The information contained in this e-mail communication is legally privileged, confidential and intended
solely for the use of the addressee. Unauthorized use, distribution or copy of this e-mail is prohibited. If
you have received this message in error, please inform us by return e-mail and delete all related e-mails.

From: Robert Wolter <rwolter@Savvyiplaw.com>

Sent: Friday, December 27, 2024 12:00 PM

To: Trials <Trials@USPTO.GOV>

Cc: Abdelnour, Dennis J. <DAbdelnour@honigman.com>; Thomas Eschweiler
<teschweiler@epiplaw.com>; Amber Davis <adavis@Savvyiplaw.com>; Barbie Mahan
<bmahan@Savvyiplaw.com>; Nathan Smith <njsmith@epiplaw.com>

Subject: IPR2024-00291; Patent Owner's Request to file motion for leave to submit additional expert
testimony

Dear Board,

Patent Owner requests permission to file a motion for leave to submit with its sur-reply,
supplemental declarations of Patent Owner experts Dr. Cameron and Mr. Robert Ransom,
which the Board may permit pursuant to 35 §42.25(b). See, Axonics, Inc. v. Medtronic, Inc.,
75 F.4th 1374, 1384 (Fed. Cir. 2023). More specifically, with its reply, Petitioner submitted
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the declaration of its expert, Dr. Ellison, that raises issues that were first raised in the cross-
examination of Dr. Cameron and Mr. Robert Ransom (both experts for Patent Owner) and
which are also now raised in Petitioner’s Reply. Dr. Ellison’s declaration and the Reply
include mischaracterizations of the Patent Owner’s expert testimony of Mr. Ransom with
respect to a prior art reference (Ex. 1014) to the point of including annotations in a drawing
that are not in the original prior art reference or considered by Mr. Ransom during his cross-
examination. This reference was not cited in the Petition and Dr. Cameron will need to
address Petitioner’s expert declaration in that regard. In addition, Petitioner for the first time
challenges the effective filing date and priority claim relative to the ‘535 Patent to introduce
new prior art (including Ex. 1014). Dr. Cameron will need to address, this address raised for
the first time by Petitioner. In addition, Petitioner and Dr. Ellison now raise the consideration
of molecular weights of compounds relative to the teachings of the Strength reference (Ex.
1003) and coating disclosed in this reference. Accordingly, Dr. Cameron shall address this
issue as well.

In addition, PO will be seeking leave to file license agreements to file under seal and referred
to in the PO Response and Petitioner Reply, for consideration by the Board relative to
secondary considerations raised by Patent Owner.

Best regards,

Robert L. Wolter

Partner | Registered Patent Attorney
Wolter Van Dyke Davis, PLLC

1900 Summit Tower Blvd, Suite 140
Orlando, FL 32810

(407) 926-7700 Office

(407) 926-7706 Direct

rwolter@savvylPLaw.com

WOLTER VANDYKE DAVIS

IRS Circular 230 disclosure: To insure compliance with requirements imposed by the IRS, we inform you that any U.S.
Federal tax advice contained in this communication (including any attachments) is not intended or written to be
used, and cannot be used, for the purpose of (i) avoiding penalties under the Internal Revenue Code, or (ii)
promoting, marketing, or recommending to another party any transaction or matter addressed herein.

The information in this email is intended solely for the use of the individual to whom it is addressed. This message
may be an attorney-client communication and may contain information that is privileged, confidential, subject to
Federal Rule of Evidence 408, or otherwise exempt from disclosure under applicable law. Recipients should not file
copies of this email with publicly accessible records. If the reader of this email is not the intended recipient or the
employee or agent responsible for delivering the message to the intended recipient, you are hereby notified that any
dissemination, distribution, or copying of this communication is strictly prohibited. If you have received this
communication in error, please immediately notify us by telephone at (407) 926-7706 or email
(rwolter@savvylPLaw.com), and delete the original message and any copies made. Thank You.
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