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Petitioner, Apple Inc., respectfully asks the Board to strike Patent Owner 

Masimo’s untimely Motion to Amend (MTA). 

I. Patent Owner Missed the Board’s Express Deadline for Filing the 

MTA, which the Parties’ Stipulations did not Modify 

Patent Owner cannot reasonably dispute that it missed the MTA’s filing deadline 

by over 3 weeks. The Board’s Scheduling Order specifies that two distinct papers 

were due September 16, 2024: (1) “Patent Owner’s response to the petition”, and 

(2) “Patent Owner’s motion to amend the patent (MTA).” Pap. 12, 11. The parties’ 

subsequent stipulation specifically modified due dates for just one of these papers 

– the “Patent Owner’s Response to the petition,” and correspondingly, the 

“Petitioner’s Reply to Patent Owner’s Response to Petition,” and the “Patent 

Owner’s Sur-reply to Reply,” without addressing the MTA’s September 16 

deadline. Pap. 14, 1; see also Pap. 16, 1.  

Paper 14 captures the parties’ agreement within its four corners, and 

deviation from the stipulation’s plain language is neither justified nor supported by 

extrinsic evidence. The parties conducted the meet-and-confer that produced the 

stipulation exclusively by email, and APPLE-1080 captures the entirety of that 

email exchange.  Notably, the parties reached agreement after Apple specifically 

proposed “moving the due date for the POR to October 10,” and Patent Owner 

edited and approved the draft stipulation capturing that proposal prior to filing.  
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APPLE-1080, 5, 2 (“With those edits, you have Masimo’s approval to file the joint 

stipulations”).  Accordingly, neither the stipulation nor extrinsic evidence justify 

Masimo’s untimely filing. 

II. Patent Owner Should Not be Excused from Missing its Deadline 

Patent Owner could not reasonably have misunderstood that the parties had 

agreed to change deadlines beyond those expressly modified by stipulation.  

First, the Paper 14 stipulation that Patent Owner edited and approved 

unambiguously modifies due dates associated only with a specific set of papers, 

not including the MTA. See Pap. 14, 1. And, even if it were necessary to look to 

extrinsic evidence to determine that stipulation’s meaning (it is not), the extrinsic 

evidence further supports that the parties left the MTA deadline unchanged. See 

APPLE-1080, 5 (Apple email proposing modifications only to Response, Reply, 

and Sur-Reply dates), 4 (“Masimo agrees to stipulate to moving the IPR2024-

00294 and IPR2024-00296 due dates as proposed in your email”). Patent Owner’s 

new suggestion that Paper 14 “does not reflect the full scope of the parties’ 

agreement” is simply unreasonable.  See APPLE-1081, 4. 

Second, the parties could not have agreed to have moved each of the 

portions Due Dates 1, 2, and 3 associated with a potential MTA and subsequent 

papers, as Patent Owner now contends. See APPLE-1081, 4. The Scheduling Order 
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plainly states that “[t]he parties may not stipulate to a different date” for the 

portions of Due Dates 2 and 3 related to a MTA “without prior authorization from 

the Board.” Pap. 12, 8.   

Third, Apple would not have agreed to have moved each of the portions 

Due Dates 1, 2, and 3 associated with a potential MTA and subsequent papers, 

even if Patent Owner had specifically proposed such modifications during the 

meet-and-confer. More, Patent Owner and its counsel were well-aware that 

stipulated modifications to Response, Reply, and Sur-Reply dates do not change 

MTA-related deadlines, because that precise distinction was expressly made in an 

earlier IPR between the same parties and involving at least one of the same 

attorneys for Patent Owner. Specifically, in IPR2023-00745, Apple and Masimo 

negotiated a stipulation that similarly changed only the Response date and not the 

MTA date, and Apple as Patent Owner abided by the unchanged MTA deadline. 

See IPR2023-00745 Paps. 11, 13 (Response filed 1/22/24), 15 (MTA filed 1/8/24).  

Masimo could and should have similarly complied with its deadlines in this case. 

III. Apple Would be Unfairly Prejudiced if Patent Owner’s Untimely 

MTA Remains in Effect 

Insufficient time remains for Apple to have fair opportunity to respond to 

Patent Owner’s late MTA.  
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To Apple’s detriment, Patent Owner effectively asks to be retroactively 

awarded for its non-compliance with 24 days of additional MTA preparation time.  

Rightly believing that Patent Owner’s September 16 MTA deadline had 

already passed, Apple allocated resources accordingly.  But Apple has since 

October 10 needed to review the MTA and to develop new evidence and 

arguments on an accelerated basis (accounting for the limited amount of time 

available prior to a potential December 6 opposition deadline), while at the same 

time expending resources on the present motion addressing Patent Owner’s late 

filing. 

If the Board were to allow Patent Owner’s untimely MTA, it would be 

manifestly unfair for Apple to lose weeks of opposition preparation time based on 

Patent Owner’s missed deadline.  Yet, whether it would even be possible to 

accommodate Patent Owner’s untimely MTA while otherwise allowing Apple 

adequate opportunity to oppose, all while concluding the instituted IPR within one 

year, is unclear.  This is particularly the case as Patent Owner has requested 

preliminary guidance.   

Customarily, Apple would have as much time to prepare its opposition as 

Patent Owner enjoyed when preparing its MTA. In this instance, Patent Owner by 

missing its deadline took 105 days after institution to prepare its MTA. 
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Yet, if the Board were to deny Apple’s motion to strike and instead excuse 

Patent Owner’s missed deadline while allowing Apple the same 105 days for 

preparation of its opposition, that opposition would be due February 28.  This 

would leave only 120 days for completion of all filings related to the MTA 

(including those associated with Patent Owner’s request for preliminary guidance) 

prior to the Board’s June 27 deadline for Final Written Decision.  Whether such a 

schedule would allow the parties and the Board sufficient time to address the issues 

raised by Patent Owner’s MTA is presently unclear, but doubtful.   

For at least this additional reason, the appropriate response to Patent 

Owner’s missed deadline is to strike the MTA. 

IV. Striking the MTA would Not Unfairly Prejudice Patent Owner 

If the Board were to grant the instant motion, Patent Owner would not be 

unfairly prejudiced.  Beyond that outcome being the natural consequence of Patent 

Owner missing its deadline by over 3 weeks, the ’507 patent family is still 

pending.  See U.S. Patent Application No. 18/600,430.  As such, Patent Owner has 

ample opportunity to pursue its proposed amendments within pending or new 

applications, without the complications or unfairness that would flow from Patent 

Owner’s actions in this proceeding. For at least this additional reason, the 

appropriate response to PO’s missed deadline is to strike the MTA. 
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 Respectfully submitted, 

 

Date:10/29/2024   /Grace J. Kim/  

 Grace J. Kim, Reg. No. 71,977 

 Fish & Richardson P.C. 

 60 South Sixth Street 

 Minneapolis, MN 55402 

 T: 612-766-2048 

 F: 877-769-7945
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