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Overview of the ’507 Patent

5

• The ’507 Patent was filed Jan. 25, 218, 
and its earliest claimed priority date is 
Sep. 20, 2012.

• The ’507 Patent includes 20 claims.

• The IPR2024-00294 Petition challenges  
all claims (claims 1-20), of which claims 
1 and 13 are independent.

APPLE-1001 (’507 Patent), Cover Page.
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Overview of the ’507 Patent

6APPLE-1001 (‘507 patent), 3:56-67, 5:9-14, FIG. 1A; Pet., 3-4.
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Overview of the ’507 Patent

7APPLE-1001 (‘507 patent), 5:25-35; FIGs. 4A, 4D; Pet., 4-5.
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’507 Patent Claims 1 and 13

8APPLE-1001 (‘507 Patent), Claims 1 and 13
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Overview of Grounds Instituted Against ’507 Patent

9Pet., 1-2
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Overview of Mendelson

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
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Mendelson’s System

11
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

APPLE-1011, 2; Pet. 6-7, 11-13 
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Mendelson’s System

12
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

APPLE-1011, 2; Pet. 6-7, 11-13 
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Mendelson’s System

13
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

APPLE-1011, 3; Pet. 7-8.
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Mendelson’s Sensor Module outputs “one or 
more signals responsive to light from a light 

source attenuated by tissue of the user” 

(Elements [1b], [13a])

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
14
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“one or more signals…”

15APPLE-1001 (‘507 Patent), Claims 13.

15



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Mendelson’s Sensor Module Outputs the Claimed 
“one or more signals”

16APPLE-1011, 2; Pet., 11; Pet. Rep., 8.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

APPLE-1011, 2; Pet. 6-7, 11-13 

Mendelson’s Sensor Module Outputs the Claimed 
“one or more signals”

17
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

APPLE-1083, ¶33; Pet. Rep., 14-15.

Mendelson’s Sensor Module Outputs the Claimed 
“one or more signals”

Dr. Kenny
(Petitioner’s Expert):

18
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“one or more signals…”

19APPLE-1001 (‘507 Patent), Element [13a]; Pet., 3; POR, 14; Pet. Rep., 6. 

Element [13a]:

Petitioner:

Patent Owner:

19
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“one or more signals…”

20

POR, 18; APPLE-1011, 2; 
Pet., 11; Pet. Rep., 8.

Patent Owner:

Mendelson:

20
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Masimo’s Signal “averages” Theory

21POR, 20-23; Pet. Rep., 7, 14.

Patent Owner:

21



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

No Support for Masimo’s Signal “averages” Theory

22

EX2029, 38;
APPLE-1083, ¶32 
Pet. Rep., 14-15.

Patent Owner:

Dr. Kenny
(Petitioner’s Expert):

22



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Mendelson Does Not Disclose Averaging Signals

23APPLE-1011, 2; Pet., 11; Pet. Rep., 8.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Mendelson Does Not Disclose Averaging Signals

24APPLE-1083, ¶¶22-23; Pet. Rep., 11-14.

Dr. Kenny
(Petitioner’s Expert):

POR:
No Support For This Annotation

POR, 22; Pet. Rep., 11.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Masimo’s New “analog-to-digital conversion” Theory

25Sur-Reply, 3; Motion to Strike (Paper 50), 2-3. 

Patent Owner’s 
Sur-Reply:

25



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Masimo’s New “analog-to-digital conversion” Theory Was 
Improperly Raised For The First Time in the Sur-Reply

26Sur-Reply, 3; POR, 18; Motion to Strike (Paper 50), 2-3; Pet. Rep., 8. 

Patent Owner’s 
Sur-Reply:

Patent Owner’s 
Response:

26



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Masimo’s New “analog-to-digital conversion” Theory Was 
Improperly Raised For The First Time in the Sur-Reply

27POR, 6; Motion to Strike (Paper 50), 3. 

Patent Owner’s 
Response:

27



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Masimo’s New “analog-to-digital conversion” Theory Was 
Improperly Raised For The First Time in the Sur-Reply

28POR, 20-21; Pet Rep., 11, 14; Motion to Strike (Paper 50), 2. 

Patent Owner’s 
Response:

28



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Masimo’s New “analog-to-digital conversion” Theory Was 
Improperly Raised For The First Time in the Sur-Reply

29POR, 20-21; Pet Rep., 11, 14; Motion to Strike (Paper 50), 2. 

Patent Owner’s 
Response: New arbitrary line drawn by Masimo in the Sur‐Reply

29



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Masimo’s New Claim Construction Theory Should Be 
Properly Disregarded

Caterpillar Inc. v. Wirtgen America, Inc., IPR2022-
01278, Paper 34 at 43-44 (PTAB Feb. 6, 2024)

Motion to Strike (Paper 50), 1.

Henny Penny Corp. v. Frymaster LLC, 938 F.3d 
1324, 1330 (Fed. Cir. 2019) 

Ford Motor Company v. Safe Driving 
Technologies LLC, IPR2022-00086, Paper 25 at 

37 (PTAB May 15, 2023)

We conclude that the Board did not 
abuse its discretion in holding HPC
to its word and disregarding its new 

theory first raised in reply.

30



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Dr. Duckworth’s Testimony Does Not Support Masimo’s 
New Theory

31’507 Patent (APPLE-1001), 9:1-20, 19:34-43. . 

The ’507 Patent:

31



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Dr. Duckworth’s Testimony Does Not Support Masimo’s 
New Theory

32Sur-Reply, 7; APPLE-1087, 96:2-10. 

Patent Owner’s 
Sur-Reply:

Dr. Duckworth
(Patent Owner’s 
Expert):

32



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Apple Properly Relies Upon Masimo’s District Court Claim 
Construction

Western Digital Corp. v. SPEX Techs., Inc., IPR2018-
00084, Paper 14 at 10-11 (PTAB April 25, 2018)

Pet. Rep., 6, 16; Pet., 11.33

Amazon.com, Inc. v. Barnesandnoble.com, Inc., 239 
F.3d 1343, 1351 (Fed. Cir. 2001)

Aylus Networks, Inc. v. Apple Inc., 856 F.3d 1353, 
1360 (Fed. Cir. 2017)

Apple Inc. v. CPC Patent Techs. Pty, Ltd., IPR2022-
00601, Paper 11 at 12-14 (PTAB Sept. 28, 2022)

“It follows that we should apply the doctrine in 
IPR proceedings before the PTO. Extending the 

prosecution disclaimer doctrine to IPR 
proceedings will ensure that claims are not 
argued one way in order to maintain their 
patentability and in a different way against 

accused infringers.”

33



34

D’Angelo Is Prior Art to the ’507 Patent

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

D’Angelo Is Prior Art to the ’507 Patent

35APPLE-1082, ¶¶1-7; Pet. Rep., 1-2.

35



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

D’Angelo Is Prior Art to the ’507 Patent

36APPLE-1082, ¶¶1-7; Pet. Rep., 1-2.

Gordon 
MacPherson:

36



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

D’Angelo Is Prior Art to the ’507 Patent

37APPLE-1082, ¶¶8-12; Pet. Rep., 1-2.

Gordon
MacPherson:

37



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

D’Angelo Is Prior Art to the ’507 Patent

38APPLE-1012, ¶22; Pet. 2; Pet. Rep., 1-2.

June Munford:
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

D’Angelo Is Prior Art to the ’507 Patent

39APPLE-1003, ¶114; Pet. 2; Pet. Rep., 1-2.

Dr. Kenny:

39



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

D’Angelo Is Prior Art to the ’507 Patent
Medtronic Inc., v. Barry, 891 F.3d 1368 (Fed. Cir. 

2018) (discussing Mass. Inst. of Tech. v. AB Fortia, 
774 F.2d 1104, 1108-09 (Fed. Cir. 1985))

Pet. Rep., 2-3.40

Weber, Inc. v. Provisur Techs., Inc., 92 F.4th 1059, 1067-
68 (Fed. Cir. 2024)

Medtronic Inc., v. Barry, 891 F.3d 1368 (Fed. Cir. 
2018) (discussing In re Carol F. Klopfenstein and 
John L. Brent, Jr., Slip Op. No. 03-1583 (Fed. Cir. 

August 18, 2004))

40



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

D’Angelo Is Prior Art to the ’507 Patent

41

Ex. 2057 (19:1-21:2)

Gordon 
MacPherson:

Ex. 2057 (32:7-33:2)

Ex. 2057 (33:11-34:3); Observations (Paper 59), 1-2. 

41
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Patent Owner Has Failed To Establish an 
Earlier Date of Invention

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Patent Owner Has Failed To Establish an Earlier Date of 
Invention

43APPLE-1003, ¶114; Pet. 2; Pet. Rep., 1-2.

Patent Owner’s 
Response:

43



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Patent Owner Has Failed To Establish an Earlier Date of 
Invention

Parus Holdings, Inc. v. Google LLC, 70 F.4th 1365, 
1370-72 (Fed. Cir., 2023)

Pet. Rep., 3-4 44

44



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Patent Owner Has Failed To Establish an Earlier Date of 
Invention

Parus Holdings, Inc. v. Google LLC, 70 F.4th 1365, 
1370-72 (Fed. Cir., 2023)

Pet. Rep., 3-4.45

Blackberry Corp. v. Mobilemedia Ideas LLC, Case No IPR2013-00016, Paper 
No. 32 at 21 (PTAB Feb. 25, 2014)

45



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Patent Owner Has Failed To Establish an Earlier Date of 
Invention

46APPLE-1039, 0:27, Pet. Rep., 5.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Patent Owner Has Failed To Establish an Earlier Date of 
Invention

Kolcraft Enters. v. Graco Children's Prods., 927 F.3d 
1320, 1324 (Fed. Cir., 2019)

Pet. Rep., 5-6.47

Mahurkar v. C.R. Bard, Inc., 79 F.3d 1572, 1577 (Fed. Cir. 1996)

47
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A POSITA Would Have Been Prompted to 
Combine Mendelson and D’Angelo

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
48



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

A POSITA Would Have Been Prompted to Combine 
Mendelson and D’Angelo

49APPLE-1011, 2-3; APPLE-1007, 1529-1530; Pet. 8, 10, 12, 37-38.

Mendelson: D’Angelo:

Sensor

Processing Board

Mobile Device

49



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

A POSITA Would Have Been Prompted to Combine 
Mendelson and D’Angelo

50APPLE-1007, 1530; Pet. 37-38.

D’Angelo:

50



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

A POSITA Would Have Been Prompted to Combine 
Mendelson and D’Angelo

51APPLE-1003, ¶124; Pet. 42.

Dr. Kenny:

51



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

A POSITA Would Have Been Prompted to Combine 
Mendelson and D’Angelo

52
APPLE-1003, ¶128; Pet. 43.

Dr. Kenny:

52



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Mendelson’s System is Not Limited to Combat Use

53APPLE-1011, 1-2, 4, Pet. Rep., 17-18

Mendelson:

53



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Mendelson’s System is Not Limited to Combat Use

54APPLE-1083, ¶40; Pet. Rep., 18.

Dr. Kenny:

54



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Masimo Identifies Possible Tradeoffs and Alternative 
Solutions, Not Teaching Away
PAR Pharm., Inc. v. TWI Pharms., Inc., 773 F.3d 1186, 

1197-98 (Fed. Cir. 2014) 

Pet. Rep., 19.55

Galderma Labs., L.P. v. Tolmar, Inc., 737 F.3d 731, 738 (Fed. Cir. 2013)

55



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Masimo Identifies Possible Tradeoffs and Alternative 
Solutions, Not Teaching Away

L-3 Communs. Corp. v. Sony Corp., 2014 U.S. Dist. 
LEXIS 127643, *13 (D. Del. 2014) 

Pet. Rep., 23.56

Allied Erecting & Dismantling Co. v. Genesis Attachments, LLC, 825 F.3d 
1373, 1381 (Fed. Cir. 2016)

56



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

A POSITA Would Not Have Been Dissuaded From Using 
The Smartphone for Backup Power

57APPLE-1083, ¶41; Pet. Rep., 18.

Dr. Kenny:

57



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

A POSITA Would Not Have Been Dissuaded From Using 
The Smartphone for Backup Power

58APPLE-1083, ¶42; Pet. Rep., 18-19.

Dr. Kenny:

58



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

The Claims Do Not Require Reading Out Stored Data

59APPLE-1001 (‘507 Patent), Claims 1 and 13
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

The Claims Do Not Require Reading Out Stored Data

60APPLE-1083, ¶44; Pet. Rep., 20.

Dr. Kenny:

60



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Mendelson’s Unmodified System Monitors Only One 
Patient at a Time

61APPLE-1011, 3; Pet. Rep., 20-21.

Mendelson:

61



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Mendelson’s Unmodified System Monitors Only One 
Patient at a Time

62APPLE-1083, ¶47; Pet. Rep., 21.

Dr. Kenny:

62



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Masimo’s Proposed Alternative Solution Would Have 
Been Costly

63APPLE-1083, ¶49; Pet. Rep., 21-22.

Dr. Kenny:

63



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Masimo’s Proposed Alternative Solution Would Have 
Been Costly

64APPLE-1083, ¶51; Pet. Rep., 21-22.

Dr. Kenny:

64



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

PDAs/Smartphones Had Sufficient Battery Capacity to 
Provide Backup Power

65APPLE-1083, ¶52; Pet. Rep., 22-23.

Dr. Kenny:

65



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

PDAs/Smartphones Had Sufficient Battery Capacity to 
Provide Backup Power

66APPLE-1083, ¶53; Pet. Rep., 22-23.

Dr. Kenny:

66



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Mendelson’s Receiver Module Already Incudes a Port 
for Connecting to the PDA/Smartphone

67APPLE-1011, 2; APPLE-1083, ¶43; Pet., 12; Pet. Rep., 16, 23-24.

Mendelson:

67



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

D’Angelo’s Device is Compact

68APPLE-1007, 3; APPLE-1083, ¶54; Pet. Rep., 24.

D’Angelo:

68
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A POSITA Would Have Been Prompted to 
Combine Mendelson and D’Angelo with 

Goldsmith

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
69



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Smartwatches Had Sufficient Battery Capacity to 
Provide Backup Power

70APPLE-1009, [0052], [0050], [0041], [0053]; Pet. Rep., 26.

Goldsmith:

70
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Revised Motion to Amend

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
71



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Revised Claim 21

rMTA (Paper 42), 16-18. 72

72



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Revised Claims 22-24

rMTA (Paper 42), 18-19. 73

73



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Revised Claims 22-23

rMTA (Paper 42), 18-19. 74

74
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Grounds in Opposition to rMTA

rMTA (Paper 42), 18-19. 75

75
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Masimo’s Proposed Substitute Claims 
Lack Written Description Support

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
76



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Masimo Fails To Identify Support for the Proposed Claim 
Amendments

NeuroDerm Ltd. v. AbbVie Inc., PGR2022-00040, 
Paper 77 at 15 (PTAB Oct. 31, 2023)

Opp. (Paper 52), 1; Sur-Reply to RMTA (Paper 58), 1.

77
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Masimo Fails To Identify Support for the Proposed Claim 
Amendments

PEAG LLC v. Varta Microbattery GMBH, IPR2020-
01213, Paper 26, 6 (PTAB July 21, 2021)

Sur-Reply to RMTA (Paper 58), 2; Reply to Opp. to RMTA (Paper 53), 2.

78

B.E. Tech., L.L.C. v. Google, Inc., 2016 WL 6803057 
at *7 (Fed. Cir. Nov. 17, 2016)

Sur-Reply to RMTA (Paper 58), 2.

We agree with the Board that B.E. did not meet its burden to show written 
description support for the proposed substitute limitations. … B.E. only provided 
a string citation to eighteen different pages of the '314 patent's original 
specification, without explaining how those various pages supported each of the 
proposed substitute limitations.

78



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Masimo Fails To Identify Support for the Proposed Claim 
Amendments

Intel Corp. v. Alacritech Inc., IPR2017-01391, Paper 81 at 43 
(PTAB Nov. 26, 2018) (citing Respironics, Inc. v. Zoll Med. Corp., 

IPR2013-00322, Paper 46 at 24 (PTAB Sept. 17, 2014))

79

Sur-Reply to RMTA (Paper 58), 2.

79



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Masimo Fails To Identify Support for the Proposed Claim 
Amendments

RMTA, 12; Opp. (Paper 52), 1. 80

Revised Motion 
to Amend:

80



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Masimo Fails To Identify Support for the Proposed Claim 
Amendments

RMTA, 3-5, 12; Opp. (Paper 52), 1. 81

Revised Motion 
to Amend:

81



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Masimo Fails To Identify Support for the Proposed Claim 
Amendments

Ariad Pharms., Inc. v. Eli Lilly and Co., 598 F.3d 
1336, 1351-52 (Fed. Cir. 2010) (en banc)

Opp. (Paper 52), 1-2. 82

In re Huston, 308 F.3d 1267 (Fed. Cir. 2002)

82



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Element [21n] Lacks Written Description Support

83RMTA, 18; Opp. (Paper 52), 2.

Revised Motion 
to Amend 
(Element [21n]):

83



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Element [21n] Lacks Written Description Support

84EX2045, FIG.1C; Opp. (Paper 52), 2-3.

’507 Patent Original 
Disclosure:

84



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Element [21n] Lacks Written Description Support

85APPLE-1134, 172:8-173:4; Sur-Reply to RMTA (Paper 58), 3. 

Masimo’s Expert:

85



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Element [21n] Lacks Written Description Support

86Reply to Opp. (Paper 53), 4; Sur-Reply to RMTA (Paper 58), 3.

Masimo’s Reply:

86



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Element [21n] Lacks Written Description Support

87EX2045, FIG.1C (partial); Opp. (Paper 52), 2-3.

’507 Patent Original 
Disclosure:

87



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Masimo Cannot Combine Features From Different 
Embodiments

Flash-Control, LLC v. Intel Corp., 2021 U.S. App. 
LEXIS 20790 at **12 (Fed. Cir. July 14, 2021)

Opp. (Paper 52), 1-2. 88

88



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Element [23b] Lacks Written Description Support

89RMTA, 17, 19; Opp. (Paper 52), 4.

Revised Motion to Amend 
Element [21e]:

Element [23b]:

89



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Element [23b] Lacks Written Description Support

90EX2045, FIG.1A; Opp. (Paper 52), 5.

’507 Patent Original 
Disclosure:

Wireless

90



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Element [23b] Lacks Written Description Support

91EX2045, [0027]; Opp. (Paper 52), 5.

’507 Patent Original 
Disclosure:

91



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Element [23b] Lacks Written Description Support

92EX2045, [0041]; Opp. (Paper 52), 5.

’507 Patent Original 
Disclosure:

92



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Element [23b] Lacks Written Description Support

93EX2045, FIG.1A; Opp. (Paper 52), 5.

’507 Patent Original 
Disclosure:

No support for these 
tapered portions in 
wireless embodiment

93



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Element [23b] Lacks Written Description Support

94RMTA, 17, 23; Opp. (Paper 52), 4.

Revised Motion to Amend 
Element [23b]:

94



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Element [23b] Lacks Written Description Support

95EX2045, [0041]; Opp. (Paper 52), 5-6.

’507 Patent Original 
Disclosure:

95



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Element [23b] Lacks Written Description Support

96EX2045, FIG.1A; Opp. (Paper 52), 5-6.

’507 Patent Original 
Disclosure:

Tapered but not flexible

Flexible but not tapered
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Element [23b] Lacks Written Description Support

97RMTA, 17, 23; Opp. (Paper 52), 4.

Revised Motion to Amend 
Element [23b]:

97



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Element [23b] Lacks Written Description Support

98EX2045, FIG.1A, [0041]; Opp. (Paper 52), 5-6.

’507 Patent Original 
Disclosure:

Tapered bend relief portion 138. 

What is the claimed “transition”?

98



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Element [23c] Lacks Written Description Support

99RMTA, 17, 19; Opp. (Paper 52), 6.

Revised Motion to Amend 
Element [21e]:

Element [23c]:

99



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Element [23c] Lacks Written Description Support

100EX2045, [0023]; Opp. (Paper 52), 6.

’507 Patent Original 
Disclosure:

100



101

Masimo’s Proposed Substitute Claims are 
Indefinite

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
101



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Element [21p] Is Indefinite

102RMTA, 18; Opp. (Paper 52), 7.

Revised Motion to Amend 
Element [21p]:
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Element [21p] Is Indefinite

Sur-Reply to RMTA (Paper 58), 4-5. 103
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Element [21p] Is Indefinite

APPLE-1134, 103:4-109:5; APPLE-1110, FIG. 7; Sur-Reply to RMTA (Paper 58), 4-5, 12. 104

Masimo’s Expert:

104
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Element [22c] Is Indefinite

105RMTA, 18; Opp. (Paper 52), 7.

Revised Motion to Amend 
Element [22c]:
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Element [22c] Is Indefinite

Sur-Reply to RMTA (Paper 58), 5.

106

Dr. Kenny:

Sur-Reply:

APPLE-1109, ¶130.
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Apple’s Citation to its Petition is Proper
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Apple’s Citation to its Petition is Proper
Cisco Sys., Inc. v. Focal IP, LLC, IPR2016-01257, 

Paper 57, 6 (PTAB Oct. 19, 2017)

Sur-Reply to RMTA (Paper 58), 6; Reply to Opp. to RMTA (Paper 53), 13. 108

Samsung Elecs. Co. v. Promos Techs., Inc., 
IPR2017-00037, Paper 21, 3–4 (PTAB Oct. 18, 2016)

Nike, Inc. v. Adidas AG, 955 F.3d 45, 51-52 
(Fed. Cir. 2020)

We addressed the universe of prior art that the Board should consider when reviewing a motion to 
amend in Aqua Products. There, we held that the Board may not "base its patentability 
determinations with respect to amended claims solely on the face of the motion to amend, without 
regard to the remainder of the IPR record." 872 F.3d at 1325. Rather, the Board "must consider 
the entirety of the record before it when assessing the patentability of amended claims." Id. at 
1296 (emphasis added).
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Apple’s Citation to its Petition is Proper

Sur-Reply to RMTA (Paper 58), 5.
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The Opposition Does Not Rely on Hindsight

Sur-Reply to RMTA (Pap. 58), 7-8. 112
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Prior Art Renders Substitute Claim 21 
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

“one or more analog signals responsive to light…”

114RMTA, 16; Opp. (Paper 52), 14, 17; Sur-Reply to RMTA (Paper 58), 8-10.

Revised Motion to Amend 
Element [21a]:

Element [21c]:
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Poeze’s Monitor 118 receives “one or more analog signals 
responsive to light…” from the Sensor 116

Sur-Reply to RMTA (Paper 58), 8; Opp. (Paper 52), 15. 115

Poeze:
“Dr. Kenny and I agree that the 
signal 524 from the detectors 506 of 
Poeze’s sensor 116 “is an analog 
signal.” Exhibit 1109 ¶56.”

Masimo’s Expert:

EX2058, ¶58.

APPLE-1110, FIG. 8.

Poeze:

APPLE-1110, [0120].
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Poeze’s Monitor 118 receives “one or more analog signals 
responsive to light…” from the Sensor 116

APPLE-1110, [0122]-[0124]; Opp., 15 (Paper 52); Sur-Reply to RMTA (Paper 58), 8-9. 116

Poeze:

APPLE-1110, FIG. 8.
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Poeze’s Monitor 118 receives “one or more analog signals 
responsive to light…” from the Sensor 116

Reply to Opp. (Paper 53), 21; Sur-Reply to RMTA (Paper 58), 9. 117

Masimo:

Apple:
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Poeze’s Monitor 118 receives “one or more analog signals 
responsive to light…” from the Sensor 116

Opp. (Paper 52), 14-15. 118

Apple (Opp. to 
RMTA):
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The Opposition to RMTA does not combine disparate 
embodiments of Poeze

Opp. (Paper 52), 14-15. 119

Apple (Opp. to 
RMTA):
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The Opposition to RMTA does not combine disparate 
embodiments of Poeze

120
AM1110, FIGs. 1B, 2B, 7, 8; Opp., 14-15; Sur-Reply to RMTA (Paper 58), 11-13.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Obvious to Mount Poeze’s ADC and Signal Processor on a 
Circuit Board Based on Pakula

APPLE-1110, [0122]-[0124].

122

Poeze:

PO’s Reply:

Reply to RMTA (Paper 53), 24-25.

Opp. (Paper 52), 15.
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Obvious to Mount Poeze’s ADC and Signal Processor on a 
Circuit Board Based on Pakula

APPLE-1113, [0048]-[0049].

123

Pakula:

Dr. Kenny:

APPLE-1109, ¶42.

Opp. (Paper 52), 11, 13.
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Obvious to Mount Poeze’s ADC and Signal Processor on a 
Circuit Board Based on Pakula

Opp. (Paper 52), 13. 
124

Opp:
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Obvious to Mount Poeze’s ADC and Signal Processor on a 
Circuit Board Based on Pakula

Opp. (Paper 52), 16 (citing APPLE-1113, [0066], [0069]-[0070], [0085]-[0086]). 

125

Opp:
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Obvious to Apply Kianl and Baba’s Teachings to Poeze

APPLE-1006, FIG. 10; Opp. (Paper 52), 19-20.
127

Kianl:
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Obvious to Apply Kianl and Baba’s Teachings to Poeze

Opp. (Paper 52), 11-12.
128

Opp. to RMTA:
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Obvious to Apply Kianl and Baba’s Teachings to Poeze

Opp. (Paper 52), 12.
129

Opp. to RMTA:
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Obvious to Apply Kianl and Baba’s Teachings to Poeze

Sur-Reply to RMTA (Paper 58), 15.

130APPLE-1109, ¶¶28-36

Dr. Kenny:

Sur-reply:
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Obvious to Apply Kianl and Baba’s Teachings to Poeze

Sur-Reply (Paper 58), 15-16. 131
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Obvious to Apply Kianl and Baba’s Teachings to Poeze

APPLE-1110, [0051].

132

Poeze:

APPLE-1110, [0062].

APPLE-1110, [0062].

APPLE-1110, [0066].

Opp., 19-20; Sur-Reply to RMTA (Paper 58), 16.
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Obvious to Apply Kianl and Baba’s Teachings to Poeze

APPLE-1110, [0128].
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Poeze:

APPLE-1006, 9:44-10:27, FIGs. 8A-10

PO’s Reply:

Paper 53, 28.

Kianl:
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Obvious to Apply Kianl and Baba’s Teachings to Poeze

134Opp., (Paper 52), 20.
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Obvious to Apply Kianl and Baba’s Teachings to Poeze

135APPLE-1007, 4; Sur-Reply to RMTA (Paper 58), 17.
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Obvious to Apply Moon’s Teachings to Poeze

Opp. (Paper 52), 32.
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Opp. to RMTA:
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