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Dear Judge Hall,

Masimo seeks to modify the Protective Order (“PO”) as shown in Exhibit 15 to permit use
of discovery from this case (“Delaware Discovery”) in Apple’s IPRs on the asserted patents.

On the statutory bar date of December 12, 2023, Apple petitioned for inter partes review
(“IPR”) on U.S. Patent Nos. 10,687,743, 10,722,159, 8,190,223, 10,736,507, and 10,984,911 (the
“Masimo Asserted Patents”). Dkt. 476 at 1-2. On January 19, 2024, Masimo requested Apple’s
permission to use Delaware Discovery in the IPRs. Ex. 1 at 10. Masimo offered to maintain the
same protections that apply in this case, including the prosecution bar. 7/d. at 5. As Masimo
explained, the only additional people to gain access to the materials would be “Apple’s own IPR
counsel” and Patent Office personnel. 7d.

Apple refused, arguing Delaware Discovery is completely irrelevant to IPRs. Id. at 4.
Apple 1s wrong and, regardless, the PTAB should have the chance to assess relevance. The parties
exchanged thousands of pages of expert reports on the IPR patents, which rely on over 2,000
documents and transcripts governed by the PO in this case. See, e.g., Exs. 2. As explained below,
these experts reports and evidence are relevant to many issues in the IPRs, including claim
construction, motivation to combine, and objective indicia of non-obviousness. Apple is also
taking inconsistent positions in this case and the IPR proceedings. Thus, Masimo respectfully
requests that the Court modify the PO so that the Patent Office can decide fairly the IPR
proceedings with all the facts.

L Good Cause Exists To Allow Cross-Use

“The party seeking to modify the [protective order] must come forward with a reason to
modify the order.” Pansy v. Borough of Stroudsburg, 23 F.3d 772, 790 (3d Cir. 1994). “Once that
1s done, the court should . . . determine whether good cause still exists for the order.” Id. The
Third Circuit considers the following factors in evaluating good cause: (1) whether the information
1s “being sought for a legitimate purpose,” (2) whether sharing the information will “promote
fairess and efficiency,” and (3) the “reliance by the original parties on the confidentiality order.”
1d.; Glenmede Tr. Co. v. Thompson, 56 F.3d 476, 483 (3d Cir. 1995).

A. Cross-Use Allows Masimo To Show The PTAB The Full Record On Validity

Cross-use to allow the PTAB to make its decision based on the full factual record is a
recognized legitimate purpose for amending the protective order. See INVISTA, 2014 WL
1908286, at *10 (informing court of the “full set of facts that may well be relevant to the issues
before that Court is certainly a ‘legitimate purpose’). Cross-use would also avoid the parties
needing to “pretend they are unaware of certain [district court and ITC] discovery relevant in [the
IPRs].” C.R. Bard, Inc. v. Med. Components, Inc., 2021 WL 2881320, at *3 (D. Utah June 2,
2021). Here, these considerations heavily favor cross-use.

For example, Masimo’s expert report here explained that Apple’s internal emails and
testimony show that Masimo’s patents were not obvious based on various objective indicia. See,
2., Ex. 3 at 139-54.

This evidence 1s relevant to numerous objective indicia of non-obviousness, including skepticism,
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failure of others, and copying. Indeed, in the parties’ ITC proceedings, the ALJ found this evidence
showed that a parent patent of two patents in the current IPRs was not obvious. In re Physiological
Monitoring Devices and Components Thereof, Inv. No. 337-TA-1276, Dkt. 789795 at 144-151
(ITC Feb. 8, 2023). The Patent Office should have access to this evidence to decide the IPRs.

Apple’s non-infringement expert report and associated evidence in these cases are also
highly relevant to claim construction and validity. Here, Apple proposed claim constructions for
14 terms of the Masimo Asserted Patents. Dkt. 169, Ex. A. Apple relied on those constructions
to argue that its products do not infringe. In the IPRs, however, Apple argues that no claim term
requires construction. Dkt. 476 at 1-2. Apple then argues that prior art invalidates Masimo’s
patents based on the same features present in the Apple Watch that Apple contends do not infringe
the patents.

And 1n the IPR, Apple presents no argument
atsoever under its own claim construction. Thus, Apple’s arguments violate a fundamental
principle of patent law by asserting that the claims have one scope for infringement and a different
scope for validity. See Amgen Inc. v. Hoechst Marion Roussel, Inc., 314 F.3d 1313, 1330 (Fed.
Cir. 2003). Without cross-use, Masimo could not point out this contradiction to the PTAB.

During the meet-and-confer, Apple argued the Delaware Discovery is irrelevant because
Apple’s IPR prior art i1s different than the prior art it asserted here. Ex. 1 at 4. Not so. Apple’s
mvalidity contentions here included much of the same prior art that Apple relied on in the IPR
proceedings. Ex. 8 at 11-21. Regardless, as explained above, Delaware Discovery is relevant to
many issues, including claim construction and objective indicia of non-obviousness. Whether the
prior art overlaps completely has no impact on this showing of relevance. Indeed, Apple has
argued that Masimo’s IPRs are relevant to claim construction in this case. Dkt. 527 at 2-3, 5-10.
Thus, this case is also relevant to claim constructions in the parties IPRs.

Apple also argued Masimo should seek discovery in the PTAB, referencing the previous
ITC decision denying cross-use before the PTAB granted cross-use in prior I[PRs between the
parties. Ex. 1 at 1-2, 4. But the PTAB routinely denies discovery where a party has not sought
cross-use in the underlying litigation. Atlas Copco Tools and Assembly Sys. LLC v. Wildcat
licensing WI LLC, IPR2020-00891, Paper 37 at 15 (PTAB Mar. 18, 2021) aff’d 2024 WL 89395,
at *5 (Fed. Cir. 2024). Apple also ignores that when Masimo previously requested ITC discovery
from the PTAB, the PTAB found that Masim sought relevant evidence and granted cross-use.
Apple Inc. v. Masimo Corp., IPR2022-01291, Paper 23 at 3-4, 8 (P.T.A.B. Mar. 17, 2023).

B. Allowing Cross-Use Will Promote Fairness And Efficiency

Cross-use promotes fairness and efficiency by avoiding needless duplication of effort. See
INVISTA, 2014 WL 1908286, at *10 (finding cross-use “would promote ‘fairness and
efficiency’); C.R. Bard, 2021 WL 2881320, at *3 (allowing cross-use to prevent the parties from
“wasting time and incurring costs to duplicate prior discovery”); Foltz v. State Farm Mut. Auto.
Ins. Co.,331F.3d 1122, 1131 (9th Cir. 2003) (cross-use “advances the interest of judicial economy
by avoiding the wasteful duplication of discovery.”).

During the meet-and-confer, Apple demanded that Masimo identify, for each IPR
proceeding separately, each document it seeks to use in the IPR proceedings. Ex. 1 at 4-6. This
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would be highly inefficient and unfair. Discovery has been voluminous. And it is unclear what
additional arguments Apple will make in the IPRs. Thus, it 1s impractical to identify every specific
document that could be used, particularly for rebutting arguments Apple has not yet made. Such
a requirement would require the parties to repeatedly return to the Court to request additional
modifications for unexpected arguments. It would also lead to disputes over whether an argument
was “unexpected” enough to justify modification. This is a duplicative waste of resources.

Further, Apple may disclose its own confidential-designated material to the PTAB. Thus,
denying this motion would allow Apple to submit evidence that supports Apple yet hide evidence
that supports Masimo. Indeed, other IPRs between the parties highlight this problem. In another
IPR, Apple argued that various scientific papers showed that a person of ordinary skill would have

measuring SpO» at the wrist.

As a result, Apple presented
a counterfactual narrative that Masimo could have easily disproven with access to Delaware
Discovery. These same papers are at issue in the current IPRs. Exs. 9 (IPR2024-00243 EX1042),
11 (EX1014), 13 (EX1018). The Court should not allow Apple to present this narrative again.

C. Apple’s Reliance Does Not Weigh Against Good Cause

Reliance on a “blanket” protective order that applies to all documents designated by a party
1s necessarily less than a protective order that governs individual documents. See Pansy, 23 F.3d
at 790 (“Reliance will be less with a blanket order, because it is by nature overinclusive.”). Here,
Apple has a minimal reliance interest based on the “blanket” protective order. Additionally, most
requests for cross-use involve a third-party asking to obtain discovery for use in another case. Here
Masimo seeks to use the materials in a highly-related proceeding between the same parties, further
reducing any reliance interest. See Cummins-Allison Corp. v. SBM Co.,2013 WL 12250448, at *2,
*3 (D. Haw. Nov. 8, 2013).

Masimo also agreed to propose amendments that further reduce Apple’s claimed prejudice.
Under Masimo’s proposed amendments, the only additional people who would have access to
Apple’s information are Apple’s own IPR counsel and Patent Office judges and staff for the related
IPRs. Ex. 15 at 4, 15-17. Apple cannot reasonably complain about such access. Further, the
prosecution bar would still apply. 7/d. And Apple’s information can be adequately protected in the
IPRs by the PTAB sealing confidential information. 37 C.F.R. § 42.54. Indeed, the PTAB issued
a protective order in prior IPRs between the parties. See, e.g., Apple Inc. v. Masimo Corp.,
IPR2022-01291, Paper 24 & APPLE 1035 (P.T.A.B. Mar. 24, 2023). Masimo has explained it
will agree to a protective order, including a prosecution bar, in the IPRs. Masimo has proposed
that approach to Apple’s IPR counsel. Masimo would also agree to other reasonable provisions
that Apple believes are necessary. Thus, Apple has no valid reason to oppose.

II. Conclusion

Masimo respectfully requests the Court grant Masimo’s motion for cross-use of the
Delaware Discovery. Masimo requests that the Court rule on this matter on the papers as
expeditiously as possible because it affects upcoming IPR deadlines.
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Respectfully,
/s/ John C. Phillips, Jr.
John C. Phillips, Jr. (#110)

cc: All Counsel of Record (via CM/ECF & Email)
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Table of Exhibits

Ex. No. | Description
Email correspondence between counsel for Masimo and counsel for Apple, dated

1 from January 19, 2024 to February 23, 2024

) Compilation of materials considered sections from the expert reports of Vijay K.
Madisetti, James Zavislan, Steven Warren, and Majid Sarrafzadeh

3 Excerpts from the Rebuttal Expert Report of Vijay K. Madisetti, Ph.D.

4 | Excerpts from [
(APL MAS ITC 00317172)

5 Excerpts from February 10, 2022 Deposition Transcript of Paul Mannheimer

6 Excerpts from the Rebuttal Expert Report of Steven Warren
Excerpts from Sankman et al., Development of a Remote Pulse Oximeter (Univ.

7 :
Ariz. 2010)

8 Excerpts from Counter-Defendant Apple Inc.’s Final Invalidity Contentions

Excerpts from APPLE 1056 in Apple Inc. v. Masimo Corp., IPR2022-01291
9 (Fontaine et al., Reflectance-Based Pulse Oximeter for the Chest and Wrist
(Worchester Polytechnic Institute))

Excerpts from APL-MAS 00666379-485 [

—

APPLE 1050 in Apple Inc. v. Masimo Corp., IPR2022-01291 (Grantham Pang and
11 Chao Ma, 4 Neo-Reflective Wrist Pulse Oximeter (Inst. of Elec. and Elecs.
Engineers 2015))

APL-MAS _01812072-073 [

10

12

APPLE 1055 in Apple Inc. v. Masimo Corp., IPR2022-01291 (Miia Maattala et al.,
13 Optimum Place for Measuring Pulse Oximeter Signal in Wireless Sensor-Belt or
Wrist-Based (Int’l Conf. on Convergence Info. Tech. 2007))

APL-MAS 00081330-335 (Miia Maattala et al., Optimum Place for Measuring

14 Pulse Oximeter Signal in Wireless Sensor-Belt or Wrist-Based (Int’1 Conf. on
Convergence Info. Tech. 2007)) and this document’s metadata

13 Redlined Proposed Protective Order
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I, Megan C. Haney, hereby certify that on March 6, 2024, a copy of foregoing
document was served on the following in the manner indicated below:
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