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EX1001, 19:36-57
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EX1001, FIG. 1; Petition, 3
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EX1001, FIG. 46; Petition, 4 

shoe box 3200

window

EX1001, FIG. 32B; Petition, 6 
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EX1001, FIG. 24; Pet. Reply, 4
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EX1001, FIG. 46; Petition, 4 

EX1001, 6:45-47; Pet. Reply, 5
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Pet. Reply, 5-6

Dr. Kenny

EX1079, ¶25; Pet. Reply, 9

Petitioner’s Reply

EX1001, 19:45-53

’911 patent claim 1 

“detection surface area”
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EX2079, ¶87; POR, 31

Madisetti’s IPR testimony

EX1082, ¶¶911-912, EX1079, ¶17; Pet. Reply, 5-6. It is clear from a review of EX1079, ¶17

that the citation to EX1082 should include ¶912 and is thus a typographical error.

Patent Owner’s Response

Madisetti’s litigation testimony

POR, 31
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EX1001, 19:45-53

’911 patent claim 1 

“only one opening” Petitioner’s Reply

Pet. Reply, 3

’911 patent claim 19

“only one opening”

EX1001, 20:52-55
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EX1004, FIG. 1; Petition, 9
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EX1004, FIG. 7C; Petition, 12
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EX1004, FIG. 10B-10C; Petition, 65
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EX1004, FIG. 5A; Petition, 10

EX1004, FIG. 6A; Petition, 47

only one opening

EX1004, [0033]; 

Petition, 10

EX1004, FIG. 3; Petition, 48
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EX1004, FIG. 11B; Pet. Reply, 9
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Petition, 50-51 

EX1004, FIG. 6A

Overview of Abdul-Hafiz
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EX1005, FIG. 4; Petition, 14
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EX1005, FIG. 1; Petition, 25
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EX1005, FIG. 3; Petition, 14

EX1005, 1:39-45; Petition, 24

EX1005, 3:33-36; Petition, 24
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EX1002, 319-320; Petition, 7, 91 
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EX1002, 319-320; Petition, 7, 91 

Petition Patent Owner’s Response

28



29

Abdul-Hafiz Issues

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

29

29



Table of Contents: Abdul-Hafiz Issues

30

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

• Issue 1: Abdul-Hafiz teaches a light block with “only one opening.”

• Issue 2: Abdul-Hafiz discloses an opening/window with an area smaller 

than the detector’s detection surface area.

• Issue 3: Abdul-Hafiz teaches “a top.”
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ISSUE 1

Abdul-Hafiz teaches a light block with 
“only one opening”
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Claim Language
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EX1001, 19:45-53

Claim 1 Claim 19

EX1001, 20:52-55
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Abdul-Hafiz teaches a light block with “only one opening”
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EX1004, FIGS. 4A, 4B; Petition, 42

EX1004, FIGS. 4A, 4B; Petition, 43

Petition

Institution Decision

Institution Decision, 39
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ISSUE 2

Abdul-Hafiz discloses an opening/window 
with an area smaller than the detector’s 

detection surface area.
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Claim Language
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EX1001, 19:45-53

Claim 1 Claim 10

EX1001, 20:19-25

Claim 20

EX1001, 21:1-3
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Abdul-Hafiz satisfies this element in the same way as the ’911 Patent
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EX1001, 6:45-47; Pet. Reply, 5

The ’911 Patent Abdul-Hafiz

EX1001, 15:14-23; Pet. Reply, 5

EX1004, [0033], [0037]; Petition, 44, 46 
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The ’911 Patent Abdul-Hafiz

EX1001, 5:13-14, FIG. 46; Pet. Reply, 5-6; EX1079, ¶22

EX1004, [0026], FIG. 10C; Pet. Reply, 5-6; ; EX1079, ¶22
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Abdul-Hafiz shows an opening/window having a smaller length than the length 
of the detector to reduce light piping

38

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1004, [0004]; Petition, 47

EX1004, FIG. 3; Petition, 48
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Abdul-Hafiz shows an opening/window having a smaller length than the length 
of the detector to reduce light piping

39

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1004, [0033], [0037]; Petition, 44, 46 

EX1004, FIG. 6A; Petition, 47 

39



Abdul-Hafiz shows an opening/window having a smaller area than the detection 
surface area
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Pet. Reply, 8 

EX1004, FIG. 11B; Pet. Reply, 9 

Petitioner’s Reply

Dr. Madisetti

EX1082, ¶912, EX1079, ¶17; Pet. Reply, 5-6

Dr. Kenny

EX1079, ¶25; Pet. Reply, 9
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Abdul-Hafiz teaches “a top”
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EX1001, 19:45-53

Claim 1 Claim 10

EX1001, 20:19-25

Claim 19

EX1001, 20:52-55
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Abdul-Hafiz teaches “a top”
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EX1004, FIG. 2; Petition, 33

EX1004, FIG. 6A (rotated); EX1079, ¶12; Pet. Reply, 2
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Institution Decision, 37

Institution Decision
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• Issue 4: Raley teaches a “cavity.”

• Issue 5: Raley enables measuring blood analyte levels using four LEDs.
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EX1001, 19:37-39

Claim 1 Claim 10

EX1001, 20:9-11
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EX1005,FIGS. 1, 3; EX1079, ¶¶10-11; Pet. Reply 2

Institution Decision

Institution Decision, 35-36
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Raley enables measuring blood 
analyte levels using four LEDs
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Raley is presumed to be enabling
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EX1005, 5:63-6:2; Petition, 15, 55

Raley

EX1005, 3:17-23; Petition, 13

EX1005, 3:33-36; Petition, 13

Amgen Inc. v. Hoechst Marion Roussel, Inc., 314 F.3d 1313, 1354-55 (Fed. Cir. 2003)

Pet. Reply, 13

51



Masimo has the burden to show undue experimentation
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Amgen, Inc. v. Chugai Pharm. Co., 

927 F.2d 1200, 1212 (Fed. Cir. 1991)

PO Sur-reply, 15

Pet. Reply, 13

In re Antor Media Corp., 689 F.3d 1282, 1290 (Fed. Cir. 2012)

Liberty Mutual Ins. Co. v. Progressive Casualty Ins. Co., 

CBM2013-00009, Paper 68, 39 (PTAB Feb. 11, 2014)

Pet. Reply, 13

In re Wands, 858 F.2d 731, 737 (Fed. Cir. 1988)

Pet. Reply, 13
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In re Antor Media Corp., 

689 F.3d 1282, 1289-90 (Fed. Cir. 2012)

Masimo did not meet its burden of showing undue experimentation
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In re Donohue, 766 F.2d 531, 533 (Fed. Cir. 1985)

Pet. Reply, 14; PO Sur-reply, 15-16

Pet. Reply, 13-14

Patent Owner Response

POR, 43

POR, 41
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Masimo did not meet its burden of showing undue experimentation
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In re Donohue, 766 F.2d 531, 533 (Fed. Cir. 1985)

PO Sur-reply, 15-16

PO Sur-reply

PO Sur-reply, 15-16
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Masimo did not meet its burden of showing undue experimentation
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Patent Owner’s Response

POR, 5

POR, 6
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Masimo did not meet its burden of showing undue experimentation
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PO Sur-reply

PO Sur-reply, 15-16

56



Masimo did not meet its burden of showing undue experimentation
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Dr. Kenny

EX1079, ¶34; Petitioner’s Reply, 15
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• Issue 6: A POSITA would have reasonably expected success in modifying 

Abdul-Hafiz to measure oxygen saturation and at least one of 

carboxyhemoglobin and methemoglobin.

• Issue 7: A POSITA would have been motivated to modify Abdul-Hafiz to 

measure more blood analytes.

• Issue 8: A POSITA would have been motivated to modify Abdul-Hafiz to 

compensate for errors in the measurement of oxygen saturation.

59



60

ISSUE 6

A POSITA would have reasonably expected 
success in modifying Abdul-Hafiz to measure 

oxygen saturation and at least one additional blood 
analyte
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Actual success not required
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POR, 47

Almirall, LLC v. Amneal Pharms. LLC, 28 F.4th 265, 275 (Fed. Cir. 2022)

Pet. Reply, 16

Patent Owner Response
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ISSUE 7

A POSITA would have been motivated to modify 
Abdul-Hafiz to measure at least one additional 

blood analyte
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Motivation to measure at least one additional blood analyte
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EX1005, 1:42-45; Petition, 15

EX1007, 1:19-36; Petition, 18

Raley

Jarman
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ISSUE 8

A POSITA would have been motivated to modify 
Abdul-Hafiz to compensate for errors in the 

measurement of oxygen saturation
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Motivation to compensate for errors in oxygen saturation measurements
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EX1007, 2:5-10; Petition, 18

Jarman Barthelemy

EX1008, 3:25-40; Petition, 18
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The Board agreed that a POSITA would have been motivated to modify 
Abdul-Hafiz to compensate for errors in oxygen saturation measurements
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Institution Decision, 34

Institution Decision
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Motivation to compensate for errors is not a generic motivation
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POR, 54

Pet. Reply, 21-22

Patent Owner Response Petitioner’s Reply
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Masimo’s LNOP sensor not representative of Abdul-Hafiz
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POR, 54

EX1079, ¶38; Pet. Reply, 20

Patent Owner Response Dr. Kenny

68



Datex-Ohmeda’s oximeter not representative of Raley
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POR, 55

EX1079, ¶41; Pet. Reply, 22

Patent Owner Response Dr. Kenny
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Claim Language
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EX1001, 19:58-59 EX1001, 19:62-63

8 LEDs

EX1001, 20:30-31

EX1001, 21:11-12

12 LEDs

EX1001, 20:35-36

EX1001, 21:15-16
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Overview of Abdul-Hafiz
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EX1004, [0047]; Petition, 78
EX1004, FIGS. 11A, 11B; Petition, 78
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Overview of Abdul-Hafiz
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EX1004, [0049]; Petition, 79

EX1004, FIGS. 11D, 11E; Petition, 79
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EX1006, FIG. 8; Petition, 76

EX1006, 15:35-46; Petition, 75
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Abdul-Hafiz+Raley+Secker Combination
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EX1004, FIGS. 11D, 11E; EX1005, FIG. 3; Petition, 84

Abdul-Hafiz

EX1004, [0050]; Petition, 82; Pet. Reply, 25

Webster

EX1011, 104; Pet. Reply, 24
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Abdul-Hafiz+Raley+Secker Combination
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Petition, 81-82

Pet. Reply, 23

EX1005, FIG. 3 (modified in view of Secker’s teachings); Petition, 83
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Abdul-Hafiz+Raley+Secker Combination
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EX1004, FIGS. 11D, 11E; EX1005, FIG. 3; Petition, 84

Petition, 84-85

Pet. Reply, 26
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Abdul-Hafiz+Raley+Secker Combination
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Pet. Reply, 23

ClassCo, Inc. v. Apple, Inc., 

838 F.3d 1214, 1219 (Fed. Cir. 2016)

KSR Int’l Co. v. Teleflex Inc., 

550 U.S. 398, 418, 421 (2007)

Petition, 80; Pet. Reply, 24, 26
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Abdul-Hafiz+Raley+Secker Combination
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PO Sur-reply, 22

Pet. Reply, 23

Patent Owner’s Sur-reply
Merck & Co. v. Biocraft Labs., Inc., 

874 F.2d 804, 807-08 (Fed. Cir. 1989)

Game & Tech. Co. v. Wargaming Grp. Ltd., 

942 F.3d 1343, 1352 (Fed. Cir. 2019)
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Abdul-Hafiz+Raley+Secker Combination
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Pet. Reply, 24

POR, 63

Patent Owner Response

In re Applied Materials, Inc., 

692 F.3d 1289, 1298 (Fed. Cir. 2012)

Petitioner’s Reply

Pet. Reply, 25

80




