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Amendments to the Claims are reflected in the listing of claims which begins on page 2 of this

paper.

Remarks begin on page 6 of this paper.
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This listing of claims will replace all prior versions, and listings, of claims in the application:

Listing of Claims:
1-21. (Canceled)

22. (New) A capsule for the preparation of a beverage in a beverage preparation device, the
capsule comprising:

a cup-like body shaped from a paper-based sheet to form a cavity wall containing
beverage ingredients and an inner flange portion extending outwardly from the
cavity wall, wherein the paper-based sheet comprises at least one oxygen barrier
layer;

a cover for closing the cup-like body, wherein the cover is a paper-containing sheet and
comprises a gas barrier layer; and

a flange for the cover to seal thereon, wherein the flange comprising an outer flange
portion formed of moulded polymer-based material comprising at least an
annular recess forming an indentation that enables the inner flange portion to
be received therein, and the polymer-based material of the outer flange portion
to seal at least partially against a lower surface of the inner flange portion
oriented in a direction (B) towards the cavity wall and against the outer edge of
the inner flange portion, and wherein the flange comprises a relief that is thicker
than the rest of the flange and which protrudes in a direction opposite to the

direction (B) towards the cavity wall.

23. (New) The capsule according to claim 22, wherein the cavity wall is revolutionary
symmetrical.
24, (New) The capsule according to claim 22, wherein the outer flange portion prolongs the

flange from the outer edge of the inner flange portion both in an outwardly radial direction (Rg)

and in an axial direction (C).
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25. (New) The capsule according to claim 22, wherein the region of the outer flange portion
extending outwardly (radially) beyond the inner flange portion is thicker than the lower part of

the outer flange portion sealing against the lower surface of the inner flange portion.

26. (New) The capsule according to claim 22, wherein the outer flange portion comprising
an edge portion that is thicker than the rest of the flange, and wherein the edge portion has an

axial dimension (L) longer than an axial dimension (Lo) of the outer flange portion.

27. (New) The capsule according to claim 22, wherein the outer flange portion further
extends inwardly in a direction (Ri) by an upper part which seals against the upper surface of

the inner flange portion.

28. (New) The capsule according to claim 27, wherein the cover is sealed against an annular

top surface of the upper part.

29. (New) The capsule according to claim 22, wherein the outer flange portion forms a step-

like recess which is arranged in open fashion upwardly towards the cover.

30. (New) The capsule according to claim 29, wherein the cover is sealed onto the inner
flange portion and/or an upper surface forming a step-like portion of the outer flange portion

oriented in a direction (C) towards the cover.

31. (New) The capsule according to claim 22, wherein the paper-based sheet of the body

comprises at least one sealing layer oriented towards the cavity.

32. (New) The capsule according to claim 22, wherein the cover comprises a sealing layer

oriented in the direction (B) towards the cavity or bottom of the body.
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33. (New) The capsule according to claim 22, wherein the polymer-based material for the
outer flange is an injection-mouldable thermoplastic material or elastomeric-thermoplastic
material (TPE) selected from a group consisting of polyethylene (PE), high-density polyethylene

(HDPE), polypropylene, polyethylene terephthalate (PET) and combinations thereof.

34. (New) The capsule according to claim 22, wherein the moulded polymer-based material

is filled with reinforcing material.

35. (New) The capsule according to claim 22, wherein the outer portion of flange comprises

an identification code.

36. (New) The capsule of claim 35, wherein the identification code is an optically readable
barcode.
37. (New) The capsule according to claim 22, wherein the beverage ingredients are selected

from the group consisting of ground coffee, soluble coffee, coffee beans, leaf tea, soluble tea,
dairy products, cocoa, chicory, barley, culinary aid, soup ingredient, infant formula and

combinations thereof.

38. (New) The capsule of claim 22, wherein the at least one oxygen barrier layer of the
paper-based sheet of the cup-like body is selected from the group consisting of EVOH, AlOx,

SiOX, or a combination thereof.

39. (New) A method, comprising:
inserting a capsule in a beverage preparation device to prepare a beverage, the capsule
comprising:
a cup-like body shaped from a paper-based sheet to form a cavity wall

containing beverage ingredients and an inner flange portion extending
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outwardly from the cavity wall, wherein the paper-based sheet comprises
at least one oxygen barrier layer;

a cover for closing the cup-like body, wherein the cover is a paper-containing
sheet and optionally the cover comprises a gas barrier layer; and

a flange for the cover to seal thereon, wherein the flange comprising an outer
flange portion formed of moulded polymer-based material comprising at
least an annular recess forming an indentation that enables the inner
flange portion to be received therein, and the polymer-based material of
the outer flange portion to seal at least partially against a lower surface
of the inner flange portion oriented in a direction (B) towards the cavity
wall and against the outer edge of the inner flange portion, and wherein
the flange comprises a relief that is thicker than the rest of the flange and
which protrudes in a direction opposite to the direction (B) towards the

cavity wall.
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REMARKS

This is meant to be a complete Response to the Office Action dated February 8, 2018.
The Office Action provided a three-month shortened statutory period in which to respond,
ending on May 8, 2018. Therefore, this Response is being filed with a request for a one month
extension of time under 37 CFR § 1.136(a), along with the requisite fee associated therewith.
Applicant respectfully submits that this Response is being filed during the six month statutory
period for response, and as such, entry and consideration thereof are respectfully requested.

Claims 1-21 have been canceled herein, without prejudice, and therefore any and all
rejections thereof have been rendered moot and will not be discussed further herein. In
addition, new claims 22-39 have been added herein. Applicant respectfully submits that
support for the newly added claims can be found throughout the application and claims as
originally filed; see, for example, the table below, which lists where support for each new claim

can be found in the previous claims.

. Support in Previous Claim(s) and/or Substitute
New Claim e o . .
Specification Submitted at National Entry
22 Claims 1, 2, 10, & 12; Paragraphs [0029] & [0064]; FIG. 4
23 Claim 2 (except depends from new claim 22)
24 Claim 3 (except depends from new claim 22)
25 Claim 4 (except depends from new claim 22)
26 Claim 5 (except depends from new claim 22)
27 Claim 6 (except depends from new claim 22)
28 Claim 7 (except depends from new claim 27)
29 Claim 8 (except depends from new claim 22)
30 Claim 9 (except depends from new claim 29)
31 Claim 11 (except depends from new claim 22)
32 Claim 13 (except depends from new claim 22)
33 Claim 14 (except depends from new claim 22)
34 Claim 15 (except depends from new claim 22)
35 Claim 16 (except depends from new claim 22)
36 Claim 20 (except depends from new claim 35)
37 Claim 17 (except depends from new claim 22)
38 Claim 19 (except depends from new claim 22)
39 Claims 21, 2, 10, & 12; Paragraphs [0029] & [0064]; FIG. 4
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Therefore, Applicant respectfully submits that the amendments to the claims do not constitute
new matter. Entry and consideration of the amendments to the claims are respectfully
requested.

However, all amendments to the claims are made without prejudice; Applicant does not
acquiesce in the correctness of the rejections of the claims (or any portion of the rejections of
the claims) and reserves the right to present specific arguments regarding any rejected claims
not specifically addressed herein. Further, Applicant reserves the right to pursue the full scope
of the subject matter of the originally filed claims in the instant application or in a subsequent
patent application that claims priority to the instant application.

New claims 22-28 and 31-38 are readable on the invention/species elected in response
to the restriction/election of species requirements dated June 14, 2017. Thus, newly added
claims 29-30 and 39 are currently withdrawn from consideration as being drawn to a non-
elected invention/species.

Applicant respectfully submits that the newly added claims are not anticipated by
Rapparini (US 2011/0185911) or Mazzarolo (US 2007/0210091). Applicant notes that the 35
USC § 102(a)(1) rejections over each of the above references did not include original claim 10 or
12; as the subject matter of both original claims 10 and 12 is recited by each of new claims 22-
38, Applicant respectfully submits that the 35 USC § 102(a)(1) rejections are not applicable to
the newly added claims.

Applicant also respectfully submits that the newly added claims are non-obvious over
Rapparini in view of Fond et al. (US 6,025,000). As claim 12 was included in the 35 USC § 103(a)
rejection over Rapparini, and as claim 10 was included in the 35 USC § 103(a) rejection over
Rapparini in view of Fond et al., Applicant responds herein below to the rejection over
Rapparini in view of Fond et al. as potentially applicable to the newly added claims.

The newly added claims are directed to a capsule for the preparation of a beverage in a
beverage preparation device. The capsule includes a cup-like body, a cover for closing the cup-
like body, and a flange for the cover to seal thereon. The cup-like body is shaped from a paper-
based sheet to form a cavity wall containing beverage ingredients and an inner flange portion

extending outwardly from the cavity wall; in addition, the paper-based sheet comprises at least
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one oxygen barrier layer. The cover is a paper-containing sheet and comprises a gas barrier
layer. The flange comprises an outer flange portion formed of moulded polymer-based
material comprising at least an annular recess forming an indentation that enables the inner
flange portion to be received therein, and the polymer-based material of the outer flange
portion to seal at least partially against a lower surface of the inner flange portion oriented in a
direction (B) towards the cavity wall and against the outer edge of the inner flange portion. In
addition, the flange comprises a relief that is thicker than the rest of the flange and which
protrudes in a direction opposite to the direction (B) towards the cavity wall.

The combination of Rapparini and Fond et al. fails to explicitly or implicitly teach
multiple limitations recited by the newly added claims. For example (but not by way of
limitation), the combination of Rapparini and Fond et al. fails to explicitly or implicitly disclose
the following claimed limitations:

(1) a flange comprising an outer flange portion formed of moulded polymer-

based material comprising at least an annular recess forming an
indentation that enables the inner flange portion of the body to be
received therein and the polymer-based material of the outer flange
portion to seal at least partially against a lower surface of the inner flange
portion oriented in a direction (B) towards the cavity wall and against the
outer edge of the inner flange portion;

(2) the flange comprising a relief that is thicker than the rest of the flange
and which protrudes in a direction opposite to the direction (B) towards
the cavity wall;

(3) the cup-like body being shaped from a paper-based sheet that comprises
at least one oxygen barrier layer; and

(4) the cover being a paper-containing sheet and comprising a gas barrier
layer.

The Federal Circuit has held that “[iln order for a patent to be held invalid for
obviousness, every claim limitation of the invention at issue must be found to exist in the prior

art references” (see Velander v. Garner, 348 F.3d 1359, 1363 (Fed. Cir. 2003)). As such,
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Applicant respectfully submit that a prima facie case of obviousness has not been established
because multiple claim limitations were not taught by the prior art combination.

In addition, even if each and every claimed element could be found in the prior art
references (which they cannot), the prior art provides no articulated reasoning with some
rational underpinning for modifying the prior art as suggested by the Examiner. Rapparini
teaches a filtering container that is permeable to liquid (see, for example, the title and abstract
thereof); therefore, a person having ordinary skill in the art would find no motivation or
reasonable expectation of success in modifying a filtering, permeable container to include
oxygen barrier or gas barrier layers; indeed, to modify the container of Rapparini in this manner
would render said container defective for its intended purpose.

The Federal Circuit has continually held that simply the presence of each claimed
element in the prior art is not sufficient for a finding of obviousness; rather, there must be a
reasonable expectation of success in combining the prior art as required to arrive at the present
invention. A reasonable expectation of success cannot be found when the prior art teaches
away from the combination, thus resulting in a composition that does not work for its intended
purpose and/or results in a non-functional composition.

Even assuming that a person of ordinary skill might have some motivation to add
a data path to Pickering, the record does not show any reasonable expectation
that this significant change would be successful. An invention is not obvious just
"because all of the elements that comprise the invention were known in the
prior art;" rather a finding of obviousness at the time of invention requires a
"plausible rational [sic] as to why the prior art references would have worked
together." Power-One, 599 F.3d at 1351; Amgen Inc. v. F. Hoffmann-La Roche,
Ltd.., 580 F.3d 1340, 1362 (Fed. Cir. 2009) ("An_obviousness determination
requires that a skilled artisan would have perceived a reasonable expectation of
success in_making the invention in light of the prior art."). Indeed, expert
testimony indicated that the proposed combination of Pickering with a data path
would not have resulted in the invention of the '150 patent's claim 8 and would
not have worked for its intended purpose. Broadcom's expert, Dr. Stojanovic,
testified that combining Pickering with a data path function would result in an
"unfunctional circuit." J.A. 749-51. The combination of Pickering with a data path
would have caused sampling in undefined zones resulting in undefined values.
J.LA. 750-51. In other words, adding data recovery functionality to Pickering
would have defeated the ability to recover data. J.A. 750-51.

Broadcom Corp. v. Emulex Corp., 732 F.3d 1325, 1335 (Fed. Cir. 2013)(emphasis
added)
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Rather, Applicant respectfully submits that impermissible hindsight reconstruction has
been utilized to arrive at the present claims. The Federal Circuit has continually warned against
the use of hindsight reconstruction in an obviousness analysis:

[t]lo imbue one of ordinary skill in the art with knowledge of the invention ...
when no prior art reference or references of record convey or suggest that
knowledge, is to fall victim to the insidious effect of a hindsight syndrome
wherein that which only the inventor taught is used against its teacher. W.L.
Gore & Associates v. Garlock, Inc., 721 F.2d 1540, 1553 (Fed. Cir. 1983).

A factfinder should be aware, of course, of the distortion caused by hindsight
bias and must be cautious of arguments reliant upon ex post reasoning. KSR
Intl’l Co. v. Teleflex, Inc., 127 S. Ct. 1727, 1742 (2007)

Therefore, even if each and every claimed element could be found in the prior art references—
which they cannot—impermissible hindsight reconstruction has been utilized to arrive at the
presently claimed invention, as the prior art provides no articulated reasoning with some
rational underpinning for modifying the prior art as suggested by the Examiner. Thus, a prima
facie case of obviousness has not been established.

For the foregoing reasons, Applicant respectfully submits that newly added claims 22-28
and 31-38 are patentable over the art of record and in a condition for allowance. Applicant
respectfully requests favorable action with respect to claims 22-28 and 31-38. In addition, upon
allowance of any generic (or product) claim(s), Applicant also respectfully requests
reconsideration and withdrawal of the restriction/election of species requirement dated June
14, 2017, as well as rejoinder and reconsideration of all non-elected inventions/species as well
as currently withdrawn claims 29-30 and method claim 39, in accordance with the provisions of
37 CFR § 1.141.

Applicant respectfully submits that all of newly added claims 22-39 are patentable over
the art of record and in a condition for allowance. Favorable action with respect to claims 22-

39 and an expeditious allowance of the subject application are respectfully requested.

10
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In the event there remains any impediment to allowance of the claims which could be

clarified in a telephonic interview, the Examiner is respectfully requested to initiate such an

interview with the undersigned.

11

Respectfully submitted,

/kathrynlhester/

Kathryn L. Hester, Ph.D.
Registration Number 46,768
DUNLAP CODDING, P.C.
Customer No. 30589

P.O. Box 16370

Oklahoma City, Oklahoma 73113
Telephone:  (405) 607-8600

Facsimile: (405) 607-8686
E-Mail: khester@dunlapcodding.com
Web Site: wwiw duniapcodding com

Agent for Applicant
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