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Pursuant to the Board’s Order (Paper 17), the parties jointly file this motion 

to extend the one-year pendency of this IPR and adjust certain due dates to align the 

schedule of this IPR with later-instituted IPR2024-00537, which involves the same 

patent and the same claims. As explained below, good cause exists for this extension 

and these adjustments at least because it will allow for efficiencies in coordinating 

depositions, briefing, and oral argument, and will allow the Board to issue a final 

written decision (“FWD”) for this IPR on the same day as IPR2024-00537. The 

parties have been diligent and neither party is prejudiced by this extension and 

alignment of due dates. 

I. BACKGROUND 

Petitioner Microsoft Corporation (“Petitioner”) filed a Petition requesting 

inter partes review of Patent 8,737,933 (“the ’933 patent”) on December 20, 2023 

(IPR2024-00305) and then filed another petition on February 9, 2024 (IPR2024-

00537) challenging the same claims, asserting a later effective filing date and relying 

on an intervening prior art reference (“Forutanpour”) that was not cited in the earlier-

filed -00305 petition. The Board instituted trial in IPR2024-00305 on May 10, 2024 

(Paper 12) and instituted trial in IPR 2024-00537 on July 15, 2024 (Paper 10). Thus, 
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the one-year period to issue a FWD in IPR2024-00305 ends May 9, 20251, and in 

IPR2024-00537 ends July 15, 2025.  

The ’933 patent was asserted in a related ITC proceeding but was dropped 

from that proceeding on July 26, 2024 (after the two IPRs were instituted). Certain 

Electronic Devices, Including Smartphones, Computers, Tablet Computers, And 

Components Thereof, Inv. No. 337-TA-1373 (ITC), Order No. 51. The ’933 patent 

was also asserted in district court litigation where it was found invalid under 35 

U.S.C. § 101. InterDigital, Inc. et al. v. Lenovo Group Limited et al., Case No. 5:23- 

cv-00493-FL (E.D.N.C.), ECF No. 133. 

II. REQUEST FOR EXTENSION OF ONE-YEAR PENDENCY 

In IPR2024-00305, the parties respectfully request extension of the maximum 

one-year pendency to issue a FWD from the current deadline of May 9, 2025, to July 

15, 2025 (the one-year deadline for IPR2024-00537). This roughly two-month 

extension will promote efficiencies by facilitating alignment of schedules with 

IPR2024-00537, which involves the same challenged claims, and allow the Board 

to issue FWDs in both IPRs on the same day. 

For at least the following reasons, good cause exists for the extension. 

 
1 May 10, 2025 falls on a Saturday. 
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First, extension would promote efficiencies by allowing alignment of the 

schedules in IPR2024-00305 and IPR2024-00537. Infra Section III. Aligning these 

schedules will allow depositions and oral arguments for the two IPRs to be held on 

the same or back-to-back days, thus promoting efficiency in preparation and any 

required travel. Alignment would also enable the Board to consider briefings and 

issue final written decisions contemporaneously. While the two IPRs involve 

different issues (IPR2024-00537 is based on a priority date challenge and 

intervening prior art reference), they involve the same challenged patent and claims. 

Thus, alignment of the briefing schedules would also promote efficiencies and allow 

parties to better focus the respective arguments than if the briefing proceeded on 

different schedules. 

Second, neither party would be prejudiced by extension and alignment of the 

dates as described herein. Rather, both parties support this motion.  

Third, Petitioner was diligent in filing the later-instituted IPR (IPR2024-

00537). The complaint in parallel district court litigation was served on September 

19, 2023, and infringement contentions, which for the first time identified challenged 

dependent claims, were served December 4, 2023. While preparing the petition for 

this earlier-instituted IPR, Petitioner became aware of a later effective filing date due 

to a lack of written description and subsequently became aware of the Forutanpour 

primary reference on November 19, 2023. Petitioner moved promptly in preparing 
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and filing petitions in IPR2024-00537 and IPR2024-00538 on February 9, 2024, less 

than three months after discovering Forutanpour and barely 7 weeks after filing the 

first petitions in IPR2024-00305 and IPR2024-00306 on December 20, 2023. As 

noted in the next paragraph, given the fast schedule in the parallel ITC proceeding, 

it would not have been prudent to delay filing the first petition until the second 

petition was ready. 

Fourth, given the parallel ITC and district court proceedings involving named 

real party-in-interest Lenovo, Petitioner moved as quickly as possible in filing the 

first petition. In particular, given the fast schedule of the ITC proceeding, Petitioner 

should not have been expected to delay filing the petition for this earlier-instituted 

IPR until the petition for the later-instituted IPR2024-00537 was ready for filing. 

Accordingly, Petitioner expeditiously filed its petitions in IPR2024-00305 and 

IPR2024-00306 on December 20, 2023, just weeks after being served the 

infringement contentions in the district court litigation.  

Termination of the ’933 patent from the ITC proceeding on July 26, 2024 (see 

Paper 16) removed any timing concerns vis-à-vis that proceeding and Petitioner now 

supports this motion for extension of the one-year pendency of this IPR (IPR2024-

00305). 
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To facilitate alignment of the schedules and allow the Board to issue FWDs 

on the same day2, the parties jointly move to extend the one-year pendency of this 

IPR (IPR2024-00305) to align with the one-year pendency of IPR2024-00537. 

III. REQUEST FOR MODIFICATION OF DUE DATES 7 AND 8 

A. If Pendency Is Extended, The Parties Request  
Modification Of Due Dates 7 And 8 To Align With IPR2024-00537 

If the Chief Judge grants the motion to extend the one-year pendency of this 

IPR (IPR2024-00305), the parties respectfully request to modify Due Dates 7 and 8 

of the Schedule Order (Paper 13) of this IPR to align with the schedule of later-

instituted IPR2024-00537 as proposed in the below table. This will facilitate the 

Board in hearing oral argument for IPR2024-00305 and IPR2024-00537 

contemporaneously as well as enable the Board to issue FWDs in both IPRs on the 

same day. 

 
2 In IPR2024-00306, which involves a related patent, the Parties simultaneously are 

filing a motion that, like the present motion, seeks to similarly align the schedules 

of IPR2024-00306 and IPR2024-00538. Thus, should the Board grant the relief 

requested in this joint motion and the joint motion in IPR2024-00306, then there 

would be a similar schedule in all four IPR proceedings on the two related patents. 
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Event IPR2024-00305 
(Current Dates) 

IPR2024-00305 
(Proposed Dates) IPR2024-00537 

Due Date 1 

Patent Owner 
Response 
(“POR”)3 

September 23, 20244 October 7, 2024 October 7, 2024 

Due Date 2 

Petitioner’s 
Reply to the 

POR 

December 16, 2024 December 30, 2024 December 30, 2024 

Due Date 3 

Patent 
Owner’s 

(“PO”) sur-
reply 

January 27, 2025 February 10, 2025 February 10, 2025 

Due Date 4 

Request for 
Oral 

Argument 

December 20, 2024 March 3, 2025 March 3, 2025 

Due Date 5 

Motion to 
Exclude 
(“MTE”) 

January 17, 2025 March 24, 2025 March 24, 2025 

 
3 Patent Owner does not intend to file a motion to amend. 

4 The Parties already have twice stipulated to extension of Due Dates 1-3. Paper Nos. 

15, 18. 
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Event IPR2024-00305 
(Current Dates) 

IPR2024-00305 
(Proposed Dates) IPR2024-00537 

Due Date 6 

Opposition to 
MTE, Request 
for Prehearing 

Conference 

January 24, 2025 March 31, 2025 March 31, 2025 

Due Date 7 

Reply in 
Support of 

MTE 

January 31, 2025 April 7, 2025 April 7, 2025 

Due Date 8 

Oral 
Argument 

February 6, 2025 April 11 or 155, 2025 April 14, 2025 

FWD May 10, 2025 July 15, 2025 July 15, 2025 

B. Alternatively, If The Motion To Extend  
Pendency Is Denied, The Parties Request The Following  
Modification Of Due Dates 7 And 8 To Align With IPR2024-00537 

Should the Board deny the joint motion to extend the pendency of IPR2024-

00305, the parties respectfully request to modify Due Dates 7 and 8 for both 

 
5 The parties propose two days of oral argument reflecting the time expected to hear 

both sets of arguments. 
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IPR2024-00305 and IPR2024-005376 as proposed in the following chart. This 

would, again, align oral argument and facilitate issuance of FWDs for both IPR2024-

00305 and IPR2024-00537 on the same day. 

Due Date 
IPR2024-00305 

(Current 
Dates) 

IPR2024-00305 
(Proposed 

Dates) 

IPR2024-
00537 

(Current 
Dates) 

IPR2024-00537 
(Proposed 

Dates) 

Due Date 1 

POR7 
September 23, 

2024 
September 23, 

2024 
October 7, 

2024 October 7, 2024 

Due Date 2 

Petitioner’s 
Reply to 
the POR 

December 16, 
2024 

December 16, 
2024 

December 30, 
2024 

December 16, 
2024 

Due Date 3 

PO sur-
reply  

January 27, 
2025 January 27, 2025 February 10, 

2025 
February 3, 

2025 

Due Date 4 

Request for 
Oral 

Argument 

December 20, 
2024 

December 20, 
2024 

March 3, 
2025 March 3, 2025 

 
6 If the Chief Judge denies the motion to extend the one-year pendency of this IPR, 

then the parties will file a motion in IPR2024-00537 to modify the due dates for that 

IPR as proposed in the chart. 

7 Patent Owner does not intend to file a motion to amend. 



IPR2024-00305 
Patent 8,737,933 

Joint Motion To Extend The Maximum  
One-Year Pendency And Modify The Scheduling Order Page 9 

Due Date 
IPR2024-00305 

(Current 
Dates) 

IPR2024-00305 
(Proposed 

Dates) 

IPR2024-
00537 

(Current 
Dates) 

IPR2024-00537 
(Proposed 

Dates) 

Due Date 5 

MTE 
January 17, 

2025 January 24, 2025 March 24, 
2025 

February 17, 
2025 

Due Date 6 

Opposition 
to MTE, 

Request for 
Prehearing 
Conference 

January 24, 
2025 January 31, 2025 March 31, 

2025 
February 24, 

2025 

Due Date 7 

Reply in 
Support of   

MTE 

January 31, 
2025 February 6, 2025 April 7, 2025 March 3, 2025 

Due Date 8 

Oral 
Argument 

February 6, 
2025 

Week of March 
17, 20258 

April 14, 
2025 

Week of March 
17, 2025 

FWD May 10, 2025 May 10, 2025 July 15, 2025 July 15, 2025 

IV. CONCLUSION 

 
8 Parties propose two days of oral argument reflecting the time expected to hear both 

sets of arguments. 
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For the foregoing reasons, the parties respectfully request that the Chief Judge 

extend the one-year maximum pendency of IPR2024-00305, and the Board modify 

the Scheduling Order (Paper 13) in this action as described herein. If the motion to 

extend is denied, the parties request the Board modify the scheduling orders in both 

IPR2024-00305 and IPR2024-00537 as described herein.  

Respectfully submitted, 

Dated: September 9, 2024 By: /Andrew M. Mason/  
Andrew M. Mason (Reg. No. 64,034) 
andrew.mason@klarquist.com 
KLARQUIST SPARKMAN, LLP 
One World Trade Center, Suite 1600 
121 S.W. Salmon Street 
Portland, Oregon 97204 
Tel: 503-595-5300 
Fax: 503-595-5301 
 
Counsel for Petitioner 
 
/Scott W. Hejny/  
Scott W. Hejny (Reg. No. 45,822) 
shejny@mckoolsmith.com 
MCKOOL SMITH, P.C. 
300 Crescent Court, Suite 1200 
Dallas, TX  75201 
Tel: 214-978-4000 
Fax: 214-978-4044 
 
Counsel for Patent Owner 
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CERTIFICATE OF SERVICE  
IN COMPLIANCE WITH 37 C.F.R. § 42.6 (E)(4) 

The undersigned certifies that on September 9, 2024, a complete copy of 

JOINT MOTION TO EXTEND THE MAXIMUM ONE-YEAR PENDENCY 

AND MODIFY THE SCHEDULING ORDER was served on counsel for the 

Patent Owner via electronic mail as follows: 

Scott W. Hejny 
Richard A. Kamprath 
McKool Smith P.C. 
300 Crescent Court, Suite 1200 
Dallas, TX  75201 
Email: shejny@mckoolsmith.com 

rkamprath@mckoolsmith.com 
 
George T. Fishback, Jr. 
McKool Smith P.C. 
303 Colorado Street, Suite 2100 
Austin, TX  78701 
Email: gfishback@mckoolsmith.com 
 
 

 By:  /Andrew M. Mason/  
Andrew M. Mason (Reg. No. 64,034) 
andrew.mason@klarquist.com 
KLARQUIST SPARKMAN, LLP 
One World Trade Center, Suite 1600 
121 S.W. Salmon Street 
Portland, Oregon 97204 
Tel: 503-595-5300 
Fax: 503-595-5301 
 
Counsel for Petitioner 
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