
ORAL ARGUMENT FOR 
IPR2024-00305/00306
(U.S. PATENT NOS. 8,737,933 & 9,173,054) 
Before Administrative Patent Judges
   - Jameson Lee
   - Miriam L. Quinn
   - Lisa A. Murray

Demonstrative Exhibit - Not Evidence 1

Presenter Notes
Presentation Notes
All citations are to the IPR2024-00305 docket.



TABLE OF CONTENTS

A PRESUMPTIVE NEXUS EXISTS BETWEEN THE CLAIMED INVENTION AND AIRDROP
‒ AirDrop embodies the claimed features because detection is done using Bluetooth.

‒ AirDrop is coextensive with the claims because the claimed invention is the heart of AirDrop’s functionality.

‒ The evidence presented does not rebut the presumption of nexus between the Challenged Claims and AirDrop.

SECONDARY CONSIDERATIONS SHOW CHALLENGED CLAIMS ARE PATENTABLE
‒ The claimed invention was described before the release of AirDrop.

‒ Evidence of commercial success and industry praise show that the Challenged Claims are non-obvious.

‒ Evidence of copying and long-felt but unsolved need based on continuous attempts to replicate the success of 
AirDrop shows that the Challenged Claims are non-obvious.

‒ The claimed invention was not disclosed in the prior art.

Demonstrative Exhibit - Not Evidence 2
See generally POR; Sur Reply



A Presumptive Nexus Exists 
Between the Challenged 

Claims and Apple’s AirDrop

AirDrop Embodies the Claimed Features Because it 
Detects Wireless Transmit and Receive Units 

(WTRUs) Using Bluetooth
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Microsoft Asserts That Airdrop Does Not Embody the Claims
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Microsoft’s Reply to POR at 3

POR at 33; Sur Reply at 2-7
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Microsoft Only Disputes One of Multiple Claim Limitations 

POR at 33; Sur Reply at 6

Microsoft’s Reply to POR at 3
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Microsoft Only Disputes One of Multiple Claim Limitations 

POR at 33; Sur Reply at 6



Demonstrative Exhibit - Not Evidence 7

Microsoft Only Disputes One of Multiple Claim Limitations 
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Microsoft Only Disputes One of Multiple Claim Limitations 
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Microsoft Only Disputes One of Multiple Claim Limitations 

POR at 33; Sur Reply at 6



The Challenged Claims Only Require the Use of Bluetooth 
During Detection
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4.7

‒ Detecting includes the process of identifying other WTRUs and only 
requires that Bluetooth is involved at some point in the detection.

‒ Microsoft’s arguments improperly read a limitation into the claim, that 
only Bluetooth may be used when detecting:

 Detecting, by the WTRU only using Bluetooth, a plurality of WTRUs in 
 proximity to the WTRU;

Sur Reply at 3



Bluetooth is Used for Detection
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POR at 17-18; Sur Reply at 3-6

Ex-2014



Microsoft Reads Limitations Into the Challenged Claims

4.7

• Courts must “avoid the danger of reading 
limitations from the specification into the claim 
. . .”
 Phillips v. AWH Corp., 415 F.3d 1303, 1323 (Fed. Cir. 2005).

• “[A]lthough the specification often describes 
very specific embodiments of the invention, 
we have repeatedly warned against 
confining the claims to those embodiments.”
 Id.
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Sur Reply at 4
Microsoft’s Reply to POR at 5

Microsoft’s Reply to POR at 6



Detecting Using Bluetooth is Undeniably Present in AirDrop
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Ex-2016, 2

POR at 18, 29; Sur Reply at 4



Detecting Using Bluetooth is Undeniably Present in AirDrop

Demonstrative Exhibit - Not Evidence 14

Ex-2016, 2

POR at 18, 29; Sur Reply at 4

Ex-2011, 2



Detecting Using Bluetooth is Undeniably Present in AirDrop
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Ex-2016, 2

POR at 18, 29; Sur Reply at 4

Ex-2011, 2

Ex-2024, 2



A Presumptive Nexus Exists 
Between the Challenged 

Claims and Apple’s AirDrop

AirDrop is Coextensive With the Challenged Claims
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Microsoft Asserts That Airdrop is Not Coextensive With the 
Challenged Claims
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Microsoft’s Reply to POR at 3

POR at 34; Sur Reply at 7



Existence of Unclaimed Features Does Not Preclude a 
Presumption of Nexus
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4.7
“[T]he mere existence of one or more unclaimed features does not necessarily 

mean presuming nexus is inappropriate.”
Fox Factory, Inc. v. SRAM, LLC, 944 F.3d 1366, 1376 (Fed. Cir. 2019)

POR at 9; Sur Reply at 8

4.7
The unclaimed features must be significant.

Quanergy Sys., Inc. v. Velodyne Lidar USA, Inc., 24 F.4th 1406, 1418 (Fed. Cir. 2022) (citing Teva Pharms. Int’l GmbH 
v. Eli Lilly and Co., 8 F.4th 1349, 1361 (Fed. Cir. 2021))



None of AirDrop’s Unclaimed Features are Significant 

Demonstrative Exhibit - Not Evidence 19

4.7

Unclaimed features are significant when they are:
 (1) “critical” and
 (2) “materially impact[] the products functionality.”

Quanergy Sys., 24 F.4th at 1418

Sur Reply at 8



None of AirDrop’s Unclaimed Features are Critical or Material to 
its Functionality
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Microsoft’s Reply to POR at 8



None of AirDrop’s Unclaimed Features are Critical or Material to 
its Functionality
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Ex-2015, 1

Ex-2012, 2 Ex-2012, 2

Sur Reply at 8-9



Microsoft Claims AirDrop Benefited From Apple’s “Ecosystem 
and Market Dominance”
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Microsoft’s Reply to POR at 10



Every Apple Product Does Not Benefit From Apple’s “Ecosystem 
and Market Dominance”
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Ex-2056 Ex-2057

Ex-2058

Sur Reply at 9-10



A Presumptive Nexus Exists 
Between the Challenged 

Claims and Apple’s AirDrop

Microsoft Has Failed to Rebut the Presumption of 
Nexus
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Extraneous Factors Do Not Rebut the Presumptive Nexus
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Microsoft’s Reply to POR at 11



Extraneous Factors Do Not Rebut the Presumptive Nexus
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Microsoft’s Reply to POR at 11



Extraneous Factors Do Not Rebut the Presumptive Nexus
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Microsoft’s Reply to POR at 11



Extraneous Factors Do Not Rebut the Presumptive Nexus
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Microsoft’s Reply to POR at 11



Secondary Considerations 
Show the Challenged Claims 

are Patentable

The Claimed Invention was Described Prior to the 
Release of AirDrop
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USPTO Allowed the Claims to Issue When Filed
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Ex-1002, 108

Sur Reply at 15



Secondary Considerations 
Show the Challenged Claims 

are Patentable

Commercial Success and Industry Praise
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Multiple Exhibits Emphasize AirDrop’s Commercial Success

Demonstrative Exhibit - Not Evidence 32
POR at 38; Sur Reply at 17

Ex-2023, 6

Ex-2027, 1

Ex-2024, 4



Nested Bean IPR is Inapposite
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VS

Sur Reply at 18



AirDrop’s Industry Praise is Not a Byproduct of Apple’s
“Unified Ecosystem”
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Ex-2056 Ex-2057

Ex-2058

Sur Reply at 19



The Challenged Claims Account For “Security Concerns”

Demonstrative Exhibit - Not Evidence 35



Demonstrative Exhibit - Not Evidence 36
Sur Reply at 19

The Challenged Claims Account For “Security Concerns”



Secondary Considerations 
Show the Challenged Claims 

are Patentable

Evidence of Copying and Long-Felt Need
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Evidence of Copying and Failure of Others is Often “Most Probative”

Sur Reply at 21

4.7

“Objective considerations such as failure by others to solve the problem and 
copying, ‘may often be the most probative and cogent evidence’ of 

nonobviousness.”
Advanced Display Sys., Inc. v. Kent State University, 212 F.3d 1272, 1285 (Fed. Cir. 2000) (quoting Stratoflex, Inc. v. 

Aeroquip Corp., 713 F.2d 1530, 1538 (Fed. Cir. 1983)) (cleaned up) (emphasis added)



Multiple Attempts by Competitors to Copy AirDrop
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POR at 40-48; Sur Reply at 21-23



Secondary Considerations 
Show the Challenged Claims 

are Patentable

The Claimed Invention Was Not Disclosed in the Prior 
Art
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Microsoft Ignores Remaining Claim Limitations and the Patentable 
Combination 

Sur Reply at 24-25
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Microsoft Ignores Remaining Claim Limitations and the Patentable 
Combination 

Sur Reply at 24-25
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Microsoft Ignores Remaining Claim Limitations and the Patentable 
Combination 

Sur Reply at 24-25



CONCLUSION

A PRESUMPTIVE NEXUS EXISTS BETWEEN THE CLAIMED INVENTION AND AIRDROP
‒ AirDrop embodies the claimed features because detection is done using Bluetooth.

‒ AirDrop is coextensive with the claims because the claimed invention is the heart of AirDrop’s functionality.

‒ The evidence presented does not rebut the presumption of nexus between the Challenged Claims and AirDrop.

SECONDARY CONSIDERATIONS SHOW CHALLENGED CLAIMS ARE PATENTABLE
‒ The claimed invention was described before the release of AirDrop.

‒ Evidence of commercial success and industry praise show that the Challenged Claims are non-obvious.

‒ Evidence of copying and long-felt but unsolved need based on continuous attempts to replicate the success of 
AirDrop shows that the Challenged Claims are non-obvious.

‒ The claimed invention was not disclosed in the prior art.

Demonstrative Exhibit - Not Evidence 44
See generally POR; Sur Reply
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