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Pursuant to the Board email of April 16, 2024, Petitioner submits this Reply 

to the POPR (Paper 9). Contrary to the POPR’s assertions, Fintiv factors 2-4 and 6 

each weighs against discretionary denial. As these factors together greatly outweigh 

Factor 5 (same parties), and Factor 1 is neutral, the Board should institute IPR. 

Factor 2 (trial date) strongly favors institution because no trial date has been 

set and any trial would take place April 2026 or later, roughly ten months after the 

projected final written decision date of June 2025. The most recent median time-to-

trial in the Eastern District of North Carolina is 31.2 months. EX1082, 21. For a 

complaint filed September 1, 2023 (e.g., Paper 9, 14), the expected trial date is thus 

April 2026. Given the June 28, 2024, institution decision deadline, an FWD would 

be due here by June 28, 2025. 35 USC §§ 314(b), 316(a)(11). An FWD roughly 10 

months before the expected district court trial weights factor 2 against denial. E.g., 

Apple Inc., v. Fintiv, Inc., IPR2022-00976, Paper 9 at 10-11 (Nov. 15, 2022); 

USPTO Memo., Interim Procedure for Discretionary Denials (June 21, 2022) 

(“Vidal Memo,” filed as EX2002), 9. The POPR notes the ITC proceeding (e.g., 

Paper 9 at 13), but that has no bearing on the Fintiv analysis. Vidal Memo, 3. 

Factor 3 (investment in the district court) favors institution given the limited 

investment in these patents in the district court and the prompt filing of the petition. 

The parties “have prepared and exchanged infringement and invalidity 

contentions [and] presented initial disclosures” (POPR, 14), but the exchanged 
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contentions are preliminary in nature and require much further investment by the 

parties, thus disfavoring denial. Patent Owner does not allege that depositions have 

taken place or that significant document production has occurred. Close of fact 

discovery is triggered 90 days after the court’s claim construction order (EX2003, 

2) and the POPR does not even speculate when that might issue. The expert 

discovery schedule remains undetermined. Given this minimal investment in the 

district court, factor 3 strongly favors institution. E.g., NetNut LTD. v. Bright Data 

LTD., IPR2021-01492, Paper 12 at 11-12 (Mar. 21, 2022); PEAG LLC v. VARTA 

Microbattery Gmbh, IPR2020-01212, Paper 8 at 17-20 (Jan. 6, 2021).  

Moreover, factor 3 weighs against denial because Petitioner filed the petition 

“promptly,” less than three weeks after infringement contentions and roughly three 

months after service of the complaint. Apple Inc. v. Fintiv, Inc., IPR2020-00019, 

Paper 11 at 11 (Mar. 20, 2020) (precedential); Petition, 3.  

While the POPR cites Markman briefing and argument (POPR, 14), it fails to 

reveal that the ’933 and ’054 patents are not a part of the Markman process. The only 

claim terms being briefed and argued in district court are from other asserted patents 

that involve unrelated video CODEC technology.1 Thus, the Markman process will 

 
1 Petitioner requested to file the Joint Claim Construction Statements (Documents 

78 and 88 in Case No. 5:23-cv-00493 (E.D.N.C.) but was not given leave to do so. 
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not decide any issues or expend any time or resources related to the ’054 patent 

challenged in this IPR, further weighting Factor 3 against discretionary denial. 

Factor 4 (overlap of issues) favors institution because district court defendant 

Lenovo filed a stipulation agreeing not to raise the same prior art grounds in district 

court if IPR is instituted. EX1081; Sand Rev. II, LLC v. Cont’l Intermodal Group-

Trucking LLC, IPR2019-01393, Paper 24 at 12 (Jun. 16, 2020) (informative). 

Factor 6 (other factors) need not be evaluated, as the balance of Factors 1-5 

weigh against discretionary denial. CommScope Techs. LLC. v. Dali Wireless, Inc., 

IPR2022-01242, Paper 23 at 4-5 (Feb. 27, 2023) (precedential). If the Board 

considers Factor 6, compelling merits favor institution. The POPR’s failure to 

identify any alleged deficiency in the petition’s prior art grounds shows that “the 

evidence, if unrebutted in trial, would plainly lead to a conclusion that one or more 

claims are unpatentable.” Id. at 3-4 (quoting Vidal Memo at 4). 

For Factor 6, the POPR relies on a faulty secondary considerations argument 

regarding alleged success, praise, and copying of third party Apple AirDrop 

technology. POPR, 17. Setting aside that AirDrop released before the ’054 named 

inventors thought to describe the claimed invention (Petition, 12-13) and many other 

deficiencies, this argument fails at least for a lack of nexus to the challenged claims.  

The POPR does not allege a presumption of nexus. Fox Factory, Inc. v. SRAM, 

LLC, 944 F.3d 1366, 1373 (Fed. Cir. 2019).  
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The POPR purports to show nexus with supposed claim mappings to Apple 

AirDrop Products (POPR, 21-44) but even arguendo taking these mappings at face 

value, that is insufficient for nexus. The POPR does not show that any of AirDrop’s 

alleged commercial success and industry praise are “the ‘direct result of the unique 

characteristics of the claimed invention.’” Fox Factory, 944 F.3d at 1374 (emphasis 

added) (citations omitted). The POPR alludes to a license with Apple,2 urging that 

it shows success of the claimed technology. POPR, 43-44. But no license is of 

record, much less a license to the ’054 patent. And contrary to the POPR, Patent 

Owner’s exhibits suggest that any Apple license (if one even exists) pre-dates the 

’054 patent and includes thousands of other patents. EX2019, 2-3 (“Apple has been 

our licensee since 2007”); EX2018, 4 (“portfolio of approximately 28,800 patents”). 

In any event, supposed secondary considerations do not undermine the 

compelling challenge presented by the Petition. Factor 6 weighs against 

discretionary denial and IPR should be instituted. 

Respectfully submitted, 

Dated: April 22, 2024 By: /Andrew M. Mason/  
Andrew M. Mason (Reg. No. 64,034) 
andrew.mason@klarquist.com 
KLARQUIST SPARKMAN, LLP 

 
2 Petitioner is not a party to the ITC proceeding and has not received this license or 

any related interrogatory responses, which presumably fall under a protective order. 
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One World Trade Center, Suite 1600 
121 S.W. Salmon Street 
Portland, Oregon 97204 
Tel: 503-595-5300 
Fax: 503-595-5301 
 
Counsel for Petitioner 

 



IPR2024-00306 
Patent 9,173,054 

Certificate Of Service  Page 6 

CERTIFICATE OF SERVICE  
IN COMPLIANCE WITH 37 C.F.R. § 42.6 (E)(4) 

The undersigned certifies that on April 22, 2024, a complete copy of 

PETITIONER’S REPLY TO THE PATENT OWNER PRELIMINARY 

RESPONSE was served on counsel for the Patent Owner via electronic mail as 

follows: 

Scott W. Hejny 
Richard A. Kamprath 
McKool Smith P.C. 
300 Crescent Court, Suite 1200 
Dallas, TX 75201 
Email: shejny@mckoolsmith.com 
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 By: /Andrew M. Mason/  
Andrew M. Mason (Reg. No. 64,034) 
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One World Trade Center, Suite 1600 
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Counsel for Petitioner 
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